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Part | 


REACTION TEST EVIDENCE IN TRADE IDENTITY CASES* 
Beverly W. Pattishall** 


Almost every judge and lawyer who has dealt with a trade- 
mark infringement or unfair competition case—that is, a case 
concerned with trade identity—has struggled with the question 
of likelihood of confusion. It is the crucial issue in nearly all such 
actions.’ It is the test prescribed by the federal statute’® and the 
common law of all the states for infringement of a trademark.* 
It is the test in virtually all jurisdictions for unfair competition 
of a trade identity nature. It is, along with prior use, the touch- 
stone upon which Anglo-American law in the trade identity field 
is built, the latter providing the basis for rights, and the former 
the scope within which they may be asserted. Anachronistic 
fetters such as the “goods of the same descriptive properties” 
language found in the Trademark Act of 1905,* and the common 
law requirement of some states for a showing of actual confusion 
or of direct competition, have largely been left behind.’ Today 
the simple words, “likely to result in confusion as to source” *® are 


* The above paper was one of a series of addresses delivered at The John Marshall 
Law School, at the Symposium entitled “Trademarks in Action,” February 22-23, 1957 
in Chicago and is published in the report TRADEMARKS IN ACTION (Lawyers 
Institute, John Marshall Law School, 1957). Due to continued interest and demand for 
copies of this paper, the Editorial Board has decided to republish it at this time in a 
somewhat revised version which reflects some recent developments since the delivery of 
the paper in 1957.—ED. 

** Member of the Illinois Bar; partner of the firm of Woodson, Pattishall & 
Garner, Chicago. 

1. See Mishawaka Rubber & Woolen Mfg. Co. v. S. 8. Kresge Co., 316 U.S. 203, 
32 TMR 254 (1942); McLean v. Fleming, 96 U.S. 245, 24 L. Ed. 828 (1877); Barbasol 
Co. v. Jacobs, 160 F.2d 336, 339, 37 TMR 135 (C.C.A. 7, 1947). 

2. 60 Stat. 428, 438, 15 U.S.C. 1052, 1115a (1946). 

3. See Independent Nail & Packing Co. v. Stronghold Screw Products, Inc., 205 
F.2d 921, 44 TMR 46 (C.A. 7, 1953), cert. denied 346 U.S. 923; RESTATEMENT, TORTS, 
Section 728 (1938); 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, Section 80 
(2d ed. 1950). 

4. Act of Feb. 20, 1905, c. 592, Sections 81-108, 33 Stat. 724-729. See DEREN- 
BERG, TRADE-MARK PROTECTION AND UNFAIR COMPETITION, ¢. 7, p. 397 (1936). 

5. See C. B. Shane Corp. v. Peter Pan Style Shop, Inc., 84 Supp. 86, 39 TMR 
330 (N.D. Ill. 1949). See 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, Sec- 
tions 80.3, 84.1 (2d ed. 1950). 

6. See RoBeRT, THE NEW TRADE-MARK MANUAL (1947), p. 164: “Previously 
decided cases will serve as a guide, but the test to be applied in statutory infringe- 
ment cases under the new Act will be likelihood of confusion of source, irrespective of 
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the whole law and the prophets, and thus the law in this field is 
simplicity itself. Indeed yes, plain and simple is the law, but what 
of the problem of proof? 


I, Likelihood of Confusion—The Nature of the Question 


Before attempting to cope with the probative problem pre- 
sented by this crucial issue, we should first determine just what 
manner of beast is involved. Is the question really one of fact 
and thus susceptible of proof? Or is its answer actually a conclu- 
sion of law?’ Is it, perhaps, a sort of “conclusion of fact” type 
issue, a mixed question of fact and law?® 

Although the cases reveal a confusion of their own as to the 
nature of the likelihood of confusion issue, in more recent years 
it seems to have become settled, at least in the courts, that the 
question is one of fact.° It sometimes appears, however, that it is 
a fact question which appellate courts consider fair game for dis- 
agreement with the trier of fact,’® and although there may be some 








the goods or services, considering all the circumstances of each case, such as the strength 
or weakness of the mark, the number of people using it, the general nature of the 
goods or services in connection with which it has been or is being used, the number and 
variety of the registrant’s products, the effect on the registrant’s mark or business, etc.” 

7. See 1 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, Section 7.3 (2d ed. 
1950). 

8. See Helvering v. Tex-Penn Oil Co., 300 U.S. 481 (1937). 

9. See Albert Dickinson Co. v. Mellos Peanut Co., 179 F.2d 265, 269, 40 TMR 
107 (C.A. 7, 1950): “The ultimate determination of the likelihood of consumer con- 
fusion as to source has been held to be a question of fact.’’ Coca-Cola Co. v. Snow Crest 
Beverages, Inc., 1st Cir., 162 F.2d 280, 283; William R. Warner & Co. v. Eli Lilly 
§ Co., 265 U.S. 526, 529, 44 8. Ct. 615, 68 L. Ed. 1161, 14 TMR 247; Skinner Mfg. 
Co. v. Kellogg Sales Co., 8th Cir., 143 F.2d 895, 899, 34 TMR 274; Seven-Up Co. v. 
Cheer Up Sales Co., 148 F.2d 909, 911, 35 TMR 174 (C.C.A. 8, 1945); Dwinell-Wright 
Co. v. National Fruit Products Co., 140 F.2d 618, 623, 34 TMR 128 (C.C.A. 1, 1944) ; 
Edward E, Johnson, Inc. vy. Wheeler, Reynolds ¢ Stauffer, 160 F.2d 567, 570, 37 TMR 
348 (C.C.P.A. 1946); Parfum L’Orle, Inc. v. McKesson § Robbins, Inc., 152 F.2d 
1022, 1023 (C.C.P.A. 1946); Rice-Stix Dry Goods Co. v. Industrial Undergarment Cor- 
poration, 152 F.2d 1011, 1012 (C.C.P.A. 1946); Lever Bros. Co. v. Sitroux Co., 109 
F.2d 445, 446, 30 TMR 84 (C.C.P.A. 1940); Hemmeter Cigar Co. v. Congress Cigar 
Co., 118 F.2d 64, 69, 31 TMR 182 (C.C.A. 6, 1941); Coca-Cola Co. v. Carlisle Bottling 
Works, 43 F.2d 119, 121, 20 TMR 403 (C.C.A. 6, 1930); Star Bedding Co. v. The 
Englander Co., 239 F.2d 537, 112 USPQ 81, 85, 47 TMR 351 (C.A. 8, 1957) ; Williamson- 
Dickie Mfg. Co. v. Davis Mfg. Co., 112 USPQ 383, 384, 47 TMR 624 (D.C. Pa. 1957). 
See also EDWARD 8S. RoGERS, GOOD WILL, TRADE-MARKS AND UNFAIR TRADING (1914), 
p. 130: “Is one trader, directly or indirectly, expressly or by implication, making a 
false representation that his goods are those of a rival? It may be made in any of the 
myriad ways in which it is possible to convey impressions. The question in every case 
is: Is this false representation being made? And that question is a question of fact.” 

10. See Colburn v. Puritan Mills, Inc., 108 F.2d 377, 378, 30 TMR 57 (C.C.A. 7, 
1939): “The ascertainment of probability of confusion because of similarity of trade 
names presents a problem not solvable by a precise rule or measure. Rather it is a 
matter of varying human reactions to situations incapable of exact appraisement. We 
are to determine, as was the District Judge, the purchasing public’s state of mind when 
confronted by somewhat similar trade names singly presented. Is the similarity of name 
or dress such as to delude the public or will the prospective buyer readily differentiate 
between the two names? We can only contemplate, speculate, and weigh the proba- 
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justification for such a view, perhaps a greater restraint should 
be exercised by such tribunals than often appears. 

In the ordinary infringement or unfair competition case the 
accused product is, potentially at least, a subject for commercial 
contact with a number of persons limited only by the total popu- 
lation, present and future. If the product is of a specialized or 
technical character, the scope of potential commercial contact may 
be confined within certain boundaries," but even so it must usually 
include vast numbers of presently existing persons not to men- 
tion those who will comprise the future population. And it should 
be borne in mind that the words “likely to cause confusion” neces- 
sarily refer to the future as well as the immediate moment. Thus, 
even upon the least analysis, it seems clear that our likelihood of 
confusion question, if one of fact, is certainly one not ordinarily 
susceptible of a conclusive, final resolution. Obviously, such reso- 
lution would require an infinitely accurate psychological deter- 
mination of the future reaction of each person within the com- 
mercial “universe” of the product bearing the accused mark. 
Moreover, it would require that such determination be delineated 
in futuro as to persons not presently within that commercial uni- 
verse but who may be expected to be. Worse yet, for our purposes 
this determination would have to be achieved in a courtroom 
through means acceptable under the rules of evidence. 

The above abbreviated, theoretical analysis is included only 
to demonstrate some of the facets and difficulties of our problem, 
and thus to disclose something of its nature. The question of 
likelihood of confusion is conspicuously no ordinary question of 
fact. Troublesome as it normally is to establish in the courtroom 
the speed of a moving automobile at a given time and place, the 
definite resolution of such a question of fact is at least theoretically 
possible. But our question, which clearly is one of state of mind 
of numberless individuals under certain conditions, can probably 


bilities of deception arising from the similarities and conclude as our, and the District 
Judge’s, reactions persuade us.” See also Standard Brands vy. Smidler, 151 F.2d 34, 
43, 35 TMR 277 (C.C.A. 2, 1945); Standard Brands Inc. v. Eastern Shore Canning 
Co., 172 F.2d 144, 39 TMR 203 (C.A. 4, 1949) ; Eastern Wine Corp. v. Winslow-Warren 
Ltd., 137 F.2d 955, 33 TMR 302 (C.C.A. 2, 1943), cert. denied 320 U.S. 758 (1943) ; 
California Fruit Growers Exchange Vv. Sunkist Baking Co., 166 F.2d 971, 38 TMR 188 
(C.C.A. 7, 1947); Socony-Vacuum Oil Co. v. Oil City Refiners, Inc., 136 F.2d 470, 33 
TMR 434 (C.C.A. 6, 1943); LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 
115, 36 TMR 271 (C.C.A. 2, 1946) ; Goebel Brewing Co. v. Esslingers, Inc., 373 Pa. 334, 
97 USPQ 491, 43 TMR 1040 (Pa. Sup. Ct. 1953). 

11. See Dwinell-Wright Co. v. National Fruit Product Co., 140 F.2d 618, 623, 
34 TMR 128 (C.C.A. 1, 1944). 
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never be utterly of black or white.’* Yet is not state of mind under 
given conditions as much a matter of fact as is an automobile’s 
speed at the moment before a collision? 

No matter whether it may ever be perfectly resolved, the 
decision, finding or conclusion as to the likelihood of confusion 
issue upon which so much is so often dependent should, of course, 
be derived from the best possible evidence. That answer must be 
a prediction that an appreciable confusion of source either will 
or will not result from the use of the accused mark. As additional 
background, let us then briefly consider the various kinds of evi- 
dence that may have relevance and materiality to our question: 


(a) Evmence or Actua Purcnuaser ConFrusion. Tradi- 
tionally this is thought to be the best and most nearly conclu- 
sive of all evidence bearing upon likelihood of confusion.” 
Indeed, if confusion has actually arisen from the use of the 
mark in issue, can the likelihood that it will occur again be 
denied, and does this not answer the question once and for 
all?** The courts have not always thought so, although origi- 





12. “No conclusive criteria to test the possibility of confusion are possible.” Miles 
Shoes, Inc. v. R. H. Macy § Co., 199 F.2d 602, 95 USPQ 170, 42 TMR 911 (C.A. 2, 
1952); see also Mastercrafters Clock § Radio Co. v. Vacheron & Constantine LeCoultre 
Watches, Inc., 221 F.2d 464, 45 TMR 702 (C.A. 2, 1955); Stork Restaurant v. Sahati, 
166 F.2d 348, 38 TMR 431 (C.A. 9, 1948). 

13. See F. W. Fitch Co. v. Camile, Inc., 106 F.2d 635, 640 (C.C.A. 8, 1939): 
“The evidence in this case, however, showed, and the court found the fact to be, that 
purchasers had been actually deceived. Actual deception having been shown establishes 
the probability or likelihood of deception.”; Cole Chemical Co. v. Cole Laboratories, 
Inc., 118 F. Supp. 612, 619, 44 TMR 647 (D.C., E.D. Mo. 1954): “The rights of the 
public to know whose product they are purchasing is of paramount importance. That 
confusion has resulted is apparent. That confusion, under the present policies, will 
occur in the future must be assumed.”; The Perry Knitting Company v. Mighty Mite, 
99 USPQ 257, 258, 44 TMR 326 (Com’r, 1953): “The statute, by its terms, prohibits 
registration of a mark if it is likely to cause mistake (errors). It is not necessary in 
eases of this kind to prove actual instances of confusion or mistake, but when they 
are proved, the conclusion as to likelihood of confusion or mistake is removed from 
the realm of conjecture.”; Standard Oil Co. v. Michie, 34 F.2d 802, 804, 2 USPQ 232, 
19 TMR 361 (D.C., E.D. Mo. 1929); Winifred Warren, Inc. v. Turner’s Gowns, Lim., 
16 N.Y.S. (2d) 994, 30 TMR 77 (1940). 

14. See Epwarp 8S. RoGers, Goop WILL, TRADE-MARKS AND UNFAIR TRADING (1914), 
p. 131: “When a complainant can go before a court fortified with a number of cases 
of actual deception, there is no need of any theoretical argument, no necessity for a 
discussion of probabilities, whether deception is likely to occur or not—it has occurred 
and there is no more to be said. Proved cases of actual deception of normal people end 
all controversy. The argument that there is no likelihood that people will be deceived 
is completely met by proof that people have been.” In Liebig’s Extract of Meat Com- 
pany, Ltd. v. The Chemists’ Cooperative Society, Ltd., 13 R.P.C. 635, 644 (Ch. Div. 
1896) Justice Kekewich, an eminent jurist, in enjoining the defendant from imitating 
plaintiff’s wrappers for its meat extract jars, said, on the question of actual confusion: 
“The question therefore, which I have to consider is, whether these two wrappers, or 
jars in wrappers, ‘E.C.R.1.’ and ‘E.C.R.2’ are sufficiently similar to deceive an ‘unwary 
purchaser’ ?—that is to say, are so similar that the ‘unwary purchaser’ intending to buy 
one might have taken away the other. That is the question which I have to decide. There 
is no evidence of any deception; and, naturally, in this case, as in all others that ever 
I heard of, stress has been laid upon that. I think, sometimes, in urging that point, 
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nally in trade identity law such evidence was virtually requi- 
site for relief.** Presumably it is now believed, however, that 
the question of whether an appreciable amount of confusion 
is likely may not be conclusively answered by the mere show- 
ing that some persons have actually been misled by the mark 
in issue.*® 


(b) Misprrectep Mart, TELEPHONE CALLS AND THE LIKE. 
In this we usually have actual confusion evidence with the 
limitation that it often is not actual purchaser confusion. 
Again its conclusiveness would seem to be limited by the 
“appreciable amount” limitation which is sometimes applied 
to (a) above. 


(c) Testimony oF Purcuasers, DeaLers oF OtTHers Ex- 
PERIENCED IN THE TRADE. This is usually as to the reactions 
to the mark which they note of themselves and as to the reac- 
tion they would expect from those whose habits they have 
long observed in the sphere concerned (i.e., their customers).*’ 
In so far as the testimony is confined to the witness’ own 
individual reaction, it should be probative and entitled to 
weight; but in so far as it may be a prediction of the reaction 
of others, it is opinion and its competence is limited to the 
extent that it may be expert.’* If confined to individual reac- 


tion, however, it will be subject to the “amount” limitation 
mentioned above. 


Counsel forget that if one case of actual deception is proved there is no more to be 
said on either side. The case is at an end.” 

15. See 1 NIMS, UNFAIR COMPETITION AND TRADE-MARKS, Section 22lg (4 ed. 
1947) ; SCHECHTER, HISTORICAL FOUNDATIONS OF TRADE-MARK Law, c. 6, 7 (1925). 

16. See Premier-Pabst Corp. v. Elm City Brewing Co., 9 F. Supp. 754, 760, 25 
TMR 602 (D.C. Conn. 1935); Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F.2d 
969, 972, 40 TMR 669, 968 (C.A. 9, 1950), cert. denied 340 U.S. 920 (1951); McGraw- 
Hill Publishing Co. v. American Aviation Associates, 117 F.2d 293, 195, 30 TMR 113 
(D.C., D.C. 1940); American Automobile Ins. Co. v. American Auto Club, 184 F.2d 
407, 410, 40 TMR 955 (C.A. 9, 1950); 8. C. Johnson & Son, Inc. v. Johnson, 175 F.2d 
176, 39 TMR 557 (C.A. 2, 1949); Wholesale Service Supply Corp. v. Wholesale Building 
Materials Corp., 280 App. Div. 189, 93 USPQ 456 (N.Y. App. Div. 1952); Coca-Cola 
Co. v. Nehi Corp., 25 A.2d 364, 60 USPQ 345, 34 TMR 136 (Del. Sup. Ct. 1944); Time 
Incorporated v. Life Television Corp., 123 F. Supp. 470, 45 TMR 174 (D.C. Minn. 
1954) ; Sunbeam Corporation v. Payless Drug Stores, 113 F. Supp. 31, 43 TMR 948 
(N.D. Calif. 1953) ; Nagrom Corporation v. Cock ’N Bull, Inc., 149 F. Supp. 217, 219, 
47 TMR 635 (D.C., D.C. 1957); P. Lorillard Co. v. Peper, 86 Fed. 956 (C.C.A. 8, 
1898); Allan B. Wrisley Co. v. Iowa Soap Co., 104 Fed. 548 (S.D. Iowa 1900); 
RESTATEMENT, TORTS, Section 728; 2 Nims, UNFAIR COMPETITION AND TRADE-MARKS, 
Section 335 (4 ed. 1947). 

17. See Barbasol Co. v. Jacobs, 160 F.2d 336, 339, 37 TMR 135 (C.C.A. 7, 1947). 

18. See M. C. Peters Milling Co. v. International Sugar Feed No. 2 Co., 262 
Fed. 336, 10 TMR 207 (C.C.A. 6, 1919); Oakite v. Boritz, 161 Misc. 807, 293 N.Y.S. 
399, 26 TMR 654 (1936) wherein Judge Rosenman held for the plaintiff “without con- 
sideration of the testimony given by retail sellers of the products over defendant’s 
objection with respect to the effect of the sale of these packages upon the casual buyer.” ; 
Carafiol-Silverman Co. v. Julette Originals, 99 USPQ 142, 44 TMR 314 (Com’r, 1953) ; 
The Quaker Oats Co, v, St. Joe Processing Co., 102 USPQ 451, 452, 45 TMR 332 
(Com’r, 1954), 





THE TRADEMARK REPORTER Vol. 49 T.M.R. 





(d) THe Conpitions oF THE TrapeE. The environment of 
the sale,’® the strength or breadth of the secondary meaning 
attached to the mark,” the character of the purchase—i.e., 
impulse or studied,** and similar cireumstances—are always 
significant evidentiary facts relevant to the ultimate question 
of likelihood of confusion. 


(e) Reaction Tests. By this we mean the use of scientific 
psychological methods and techniques for testing aggregate 
reaction to the stimuli of the accused mark. Providing their 
validity can be demonstrated, it would seem upon theoretical 
analysis alone that the best solution for our problem should 
lie in these means.*”* The difficulty as to an appreciable or 








19. In S. 8S. Kresge Co. v. Winget Kickernick Co., 96 F.2d 978, 37 USPQ 653, 
28 TMR 342 (C.C.A. 8, 1938), it was held (p. 987): “While the trademark infringe- 
ment issue may be presented and determined on the basis of a bare comparison of the 
marks, yet it is evident that an entirely different situation is presented where the court 
has not only the marks before it but evidence of actual experience in the trade in the 
use thereof. Whatever the conclusion of the Judge might be upon merely a comparison 
of the marks, clearly he must be governed by what he believes the evidence shows as 
to actual experince in the trade. It is the view of and effect upon the purchasing public 
which is determinative.” See also California Fruit Growers Exchange v. Windsor Bev- 
erages, Ltd., 118 F.2d 149, 152, 31 TMR 121 (C.C.A. 7, 1941); Thomas Baer § Sons 
v. Prayaz Norain & Jagennath, 58 R.P.C. 25, 30 (Privy Council 1940); 2 Nims, UNFaIR 
COMPETITION AND TRADE-MARKS, Section 320 (4 ed. 1947); 3 CALLMANN, UNFAIR Com- 
PETITION AND TRADE-MARKS, Sections 80.5, 80.2(e) (2d ed. 1950). 

20. See Premier-Pabst Corp. v. Elm City Brewing Co., 9 F. Supp. 754, 760, 25 TMR 
602 (D.C. Conn. 1935); 2 Nims, UNFAIR COMPETITION AND TRADE-MARKS, Sections 319 
and 334 (4 ed. 1947). 

21. See Wirtz v. Eagle Bottling Co., 50 N.J. Eq. 164, 169, 24 Atl. 658 (1892); 
2 Nims, UNFAIR COMPETITION AND TRADE-MaRKS, Section 325 (4 ed. 1947). 

22. In Triangle Publications, Inc. vy. Rohrlich, 167 F.2d 969, 38 TMR 516, 657 
(C.A. 2, 1948) Judge Frank, in his dissenting opinion, said (p. 976): “I think that 
we should not pioneer in amplifying the trade-name doctrine on the basis of the shaky 
kind of guess in which the trial judge indulged. Like the trial judge’s, our surmise 
must here rest on ‘judicial notice.’ As neither the trial judge nor any member of this 
court is (or resembles) a teen-age girl or the mother or sister of such a girl, our 
judicial notice apparatus will not work well unless we feed it with information directly 
obtained from ‘teen-agers’ or from their female relatives accustomed to shop for them. 
Competently to inform ourselves, we should have a staff of investigators like those sup- 
plied to administrative agencies. As we have no such staff, I have questioned some 
adolescent girls and their mothers and sisters, persons I have chosen at random. I 
have been told uniformly by my questionees that no one could reasonably believe that 
any relation existed between plaintiff’s magazine and defendant’s girdles. I admit that 
my method of obtaining such data is not satisfactory. But it does serve better than 
anything in this record to illuminate the pivotal fact. It convinces me that the plaintiff 
should bear a very heavy burden of proving that confusion is likely, a burden plain- 
tiff did not discharge. For instance, plaintiff or the trial judge might have utilized, but 
did not, ‘laboratory’ tests, of a sort now familiar, to ascertain whether numerous girls 
and women, seeing both plaintiff’s magazine and defendants’ advertisements, would 
believe them to be in some way associated.” (Emphasis supplied.) However, see Sears, 
Roebuck §& Co. v. Johnson, 121 F. Supp. 955, 956, 44 TMR 938 (D.C., E.D. Pa. 1954): 
“The evidence of the survey conducted by the plaintiff loses a good deal of its impres- 
siveness when one remembers that the questions were orally put. Spoken, the two words 
sound exactly alike, but it is by no means certain what the result would have been 
had the persons interviewed been shown the defendant’s ALL-STATE in print. Of course, 
a trade name cannot be appropriated by inserting spaces between its letters or by 
changing the spelling and leaving the pronunciation the same, but in assessing the 
value of evidence, such differences must be borne in mind and this is particularly true 
where the trade name was created by combining two ordinary English words in the 
sequence in which they are ordinarily used.” But on appeal, 219 F.2d 590, 592, 45 
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judicially cognizable amount, or as to projectability, found 
in the (a), (b) and (c) categories above should be met by 
such inquiry. A valid and reliable test presumably should 
offer a legitimate basis for a prediction expanded to encom- 
pass even the entire population, if that is called for. Such 
tests taken at intervals should also even establish a curve of 
predictability as to future changes in the confusion level. 


As we have noted, the implicit nature of our problem pre- 
cludes an ultimately conclusive determination of it, and even the 
best possible direct and conventional evidence apparently suffers 
from some deficiencies. It must also be seen that psychologic test- 
ing of mass reaction, even if accepted as utterly valid and reliable, 
an never be conclusive proof in the literal sense of the law because 
of the nature of the problem. The ultimate finding or conclusion 
by the court must always be something less than automatic, since 
the perfect analysis and controls of a physical laboratory or of 
mathematics can never be had. It is submitted, however, that the 
margin for error can often be made so small and the testing so 
realistic that its inconeclusiveness becomes merely theoretical and 
the conclusion or finding to be derived from it deserving of no 
practical doubt.” 





TMR 461 (C.A,. 3, 1955): “A survey conducted in the Philadelphia area indicated that 
of all persons orally interviewed, 74 per cent thought that the All-State Driving School 
was owned and operated by Sears, Roebuck and Company.” See also BARKSDALE, THE 
USE OF SURVEY RESEARCH FINDINGS AS LEGAL EVIDENCE, Printers’ Ink Books (1957) ; 
FRANK R. KENNEDY, LAW AND THE COURTS, pp. 92-108, THE POLLS AND PUBLIC 
OPINION (1949); Eugene P. Sylvester, Consumer Polls as Evidence in Unfair Trade 
Cases, 20 Gro. WASH. L. REv. 211 (1951); Public Opinion Surveys as Evidence: The 
Pollsters Go to Court, 66 Harv. L. Rev. 498 (1953); Louis Licht, Public Opinion Polls 
as Evidence in Unfair Competition Cases, Admissibility and the Law” (Part I); 
2 Prac. Law. 15, 46 TMR 1462 (1956); 2 Nims, UNFAIR COMPETITION AND TRADE- 
MARKS, Section 320 (4 ed. 1947) ; 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, 
Section 82.3(¢) (2d ed. 1950); Cleo Syrup Corp. v. Coca-Cola Co., 139 F.2d 416, 34 
TMR 34 (C.C.A. 8, 1943); Bristol-Myers Co. v. Federal Trade Comm., 185 F.2d 58, 60 
(C.A. 4, 1950); Crown Fabrics Corp. v. American Viscose Corp., 145 F.2d 246, 247, 
34 TMR 376 (C.C.P.A. 1944); Coca-Cola v. Nehi Corp., 36 A.2d 156, 34 TMR 136 
(Del. Sup. Ct. 1944) ; Lester E. Waterbury, Opinion Surveys in Civil Litigation, 44 TMR 
343 (1954). 

23. An address entitled The Psychology of Trade-Marks, which was delivered in 
1911 by Arthur Wm. Barber, then Secretary of The United States Trademark Asso- 
ciation, before the Proprietary Association of America and reported in 7 TM But. 
152, is most notable, both for its “ahead of the times” grasp of the fundamental prob- 
lems implicit in trade identity law as well as for its predictions of things then only 
dawning but which were to come. For example, at p. 153: “In its last analysis every 
trade-mark question reduces itself to a question of the operation of the human mind 
and becomes a subject for the study of the psychologist. I am aware that here we 
leave the realm of established fact, as that realm is popularly recognized and bounded, 
and enter a field that is commonly believed to be one of speculation, if not of pure 
imagining. It is quite true, that the science of psychology has not attained the exact- 
ness of some of the other natural sciences, the subject-matter of which is more concrete 
and less complex. The study of the human mind is relatively young. It is a science in 
the making. The reason of its uncertainty, however, is not the indefiniteness of its 
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II. Some Forms of Reaction Tests 
a. The Flash Card Technique 


Probably the first true reaction testing ever employed in the 
trade identity field used what has come to be called the “flash 
card” method.* For this, a series of cards are prepared so that 
each displays a trademark and possibly the term describing the 
goods to which it is applied—e.g., HorLick’s malted milk, cAMEL 
cigarettes, Ivory soap, etc. Among the series of cards is one 
bearing the mark thought to be infringed. These cards are shown 
serially to a group of persons who are given several seconds to 
read and study each. Somewhat later the same group is shown 
a series of similar cards in which there are several repeats from 
the original series but in which a card bearing the accused mark 
is substituted for the original genuine one. The respondents are 
asked at the beginning of the second series to write down all of 
the marks they can recall as having been shown on the first series. 
If a substantial percentage of an adequate sampling of persons 
indicates that the accused mark was shown to them in the original 


subject-matter, but the imperfection of our own knowledge. We have learned enough 
to know that the activities of the normal mind are not mere vagaries, a series of hap- 
penings, an unrelated sequence. They are as orderly and as responsive to well defined 
laws as is the succession of day and night. Science moves slowly. Apples had been 
falling for thousands of years, without anyone seeing in the uniformity of that simple 
phenomenon, the illustration of a natural law. But one day an apple in its fall hit Sir 
Isaac Newton in the eye and wakened him to the perception of a law of gravitation, 
a principle that binds together the whole material universe, making of it a universe 
and not a chaos. Far more complex and elusive are the laws that unravel the seeming 
labyrinth of human thoughts, but none the less certain and inexorable. Yet in this, the 
most subtle of the natural sciences, the growth of our knowledge is steady. The processes 
of mind are more and more seen to be capable of reduction to system, responsive to 
experiment, susceptible of classification and definite forecast. We are able to say that, 
given certain conditions, certain suggestions, certain stimuli, the mind will respond in 
a predetermined manner and direction. We have always known this to a degree, by 
that thumb rule process of deduction which we call a knowledge of human nature. The 
scientific study of mind is building up a more definite and extensive body of knowledge 
upon the same subject.” 

24. See Richard H. Paynter, Jr., A Psychological Study of Trade-Mark Infringe- 
ment, U.S.T.A., 1919. Historically interesting also is the informal test reported in Ex 
parte J. C. Blair & Co., 2 TMR 483 (1912), wherein Asst. Comm. Billings held in a 
Patent Office opposition proceeding: “The argument is made that the word SHEN-KING 
should be considered in its entirety, and when so considered it would appear to have 
a Chinese derivation. Counsel at the hearing stated that he made a test by asking 
adult members of his family if they desired to purchase goods with the trade-mark 
KING, whether they would be likely to purchase some similar goods bearing the trade- 
mark SHEN-KING. The answer was that they would not be confused and that they 
would expect to find the paper bearing the trade-mark SHEN-KING to be either paper 
imported from China or paper manufactured in imitation of that well-known article. 
I have put the test to several of the employees in the office, and the majority immedi- 
ately said that no confusion would result in their minds by the concurrent use of the 
two marks in question. On the whole, therefore. I am inclined to believe that the mark 
presented by appellant is entitled to registration, notwithstanding the previous regis- 
tration cited by the examiner.” See also Paynter. A Psychological Study of Confusion 
Between Word Trade-Marks, 11 TM Butt. 101 (19135). 
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series, it should be clear that to some extent the two marks are 
confusingly similar. This form of testing is a commonplace to 
the student of applied psychology, and it is most interesting to 
discover that beyond a few hundred subjects participating in 
these tests the percentage results as to confusion ordinarily change 
hardly at all. That is, were five thousand to participate in such 
a test the percentage of those indicating an erroneous recognition 
would usually vary no more than one or two points from that 
indicated at five hundred subjects. Only a brief exposure to this 
science suffices to convince one that we are all depressingly pre- 
dictable in our aggregate reaction to such stimuli as are found 
in our everyday lives. 

The above brief description is included to illustrate one of 
the basic forms of reaction testing that is useful in some cases. 
Tests of this genus may be devised in a multitude of species to 
meet an infinite number of likelihood of confusion problems. They 
are most adaptable, however, to cases where the goods involved 
are identical and where the only question resides in the character 
of the marks. When the question is a composite one of goods and 
marks, such tests may be helpful in casting light upon a part of 
the issue—that is, in determining whether the marks alone are 
likely to be confused one for the other—but they usually cannot 
be designed so as to offer a total answer to the ultimate issue. 
Moreover, such tests are perhaps less determinative than some 
of the other forms of reaction testing and are usually more artifi- 
cial and removed from the conditions of actual trade. It is sug- 
gested, however, that they are far more reliable than the theo- 
retically objective and otherwise unaided opinion of an equity 
judge comparing two trademarks in an evidentiary vacuum.” 

As a practical matter, it is often difficult to obtain access to 
an adequate representative sample of respondents for flash card 
testing. Although professors of psychology are frequently in- 
trigued with these problems from the workaday world, they are 
equally beset with schedules and pressures upon classroom time 


25. See Barber, op. cit. supra note 23, at 160: “So much by way of suggestion 
as to the value of trade-marks, seen from the psychological standpoint. The greatest 
service, however, that psychology can render to the trade-mark owner is in aiding him 
to solve the puzzling question of fact that arises, whenever infringement of trade-mark, 
or imitation of goods and packages is charged. How a court will look upon a case of 
imitation that seems perfectly clear to the party injured, it is never possible to say. 
We know that there are some judges, who deal with imitators strictly and severely; 
others, who can hardly be persuaded to see infringement, in any case that stops short 
of absolute counterfeiting. The differences appeal to them, far more than the 
resemblances.” 
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that inhibit their native enthusiasm of inquiry and even their 
desire to help a lawyer find the answer to his problem. Moreover, 
the reactions of college students of psychology can be challenged 
as to whether they are representative of, for example, the house- 
wife in the supermarket, even though it may be argued that, if 
anything, the student should be the more discriminating.” Suffice 
it to say that the sampling of respondents should be, by scientific 
standards, adequate in size and representative of the sales en- 
vironment of the goods involved if the results are to be offered 
as capable of projection. If the “universe” of the test is as broad 
as that involved in the usual trade identity case, the lawyer’s 
practical problem of access to willing respondents for flash card 
testing is a considerable one. 


b. The Point of Sale Technique 


Another general category of reaction testing adaptable to 
trade identity cases is that which involves recording purchaser 
or customer response to a controlled situation at the actual point 
of sale. Assume, for instance, that the products of both parties 
are predominantly sold to the housewife by self-service from 
supermarket grocery store shelves. The issue is one of likelihood 
of confusion alleged to be attributable to the general get-up of a 
latecomer’s breakfast food package. Observers are stationed, 
hopefully with the consent of the store manager, so as to note 
all persons who select the accused product and subsequently to 
interview them. The interviewer follows questions prescribed on 
a questionnaire sheet which are as few as possible but which are 
designed to inquire as to whose breakfast food the customer thinks 
she has in her shopping cart. All interviews are recorded on 
separate, serially numbered sheets, and names and addresses of 
the interviewers are requested. Obviously the results of such 
testing should be cogent evidence if a substantial percentage of 
those who selected the questioned package erroneously respond 
with the statement that they have in their cart the prior user’s 
package. 


26. See Coca-Cola Co. v. Nehi Corp., 36 A.2d 156, 160, 34 TMR 136 (Del. Sup. 
Ct. 1944) in which a classroom test was held as being entitled to little weight because 
of differences in the mental reactions of students in a classroom from those of buyers 
in the market place. See also Quaker Oats Co. v. General Mills, Inc., 134 F.2d 429, 
433, 33 TMR 178 (C.C.A. 7, 1943): “Purchases of merchandise are not made in a 
vacuum with Professor Quiz in charge.” 
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This type of testing is subject to unlimited variations. Per- 
haps you are anxious to prove as a fact that the make-up of a 
label, which also bears a technical trademark, is of itself a trade- 
mark in that it functions independently for the buyer as a means 
for identification of the brand of merchandise. Perhaps the 
product is a toothbrush which is selected by the purchaser himself 
from a display rack in the drug store and handed to the clerk 
for wrapping and payment. If so, the rack may be filled with 
brushes in specially prepared packages which bear only the alleg- 
edly distinctive make-up but which have substituted for the tech- 
nical trademark some meaningless assortment of unpronounceable 
letters. Again, an interviewer-observer records all that transpires 
at the rack. If a substantial number of customers purchase the 
brushes without noticing the alteration and upon questioning 
reveal their belief that they have selected the brand which they 
have been accustomed to finding in the package of that make-up, 
are not their reactions compelling evidence that the package de- 
sign does indeed perform the trademark function? 

Although the writer knows of no instance where it was actu- 
ally undertaken, it would seem that a test such as the above might 
well include a concealed microphone and a continuous record of 
all that transpired during the test, or better yet, a continuous 
sound motion picture, were the costs not prohibitive. Perhaps it 
is only by such means that the courts will be truly persuaded to 
the understanding that the well-known, average, reasonable man 
is a startingly unwary purchaser.” 

The point of sale method of reaction testing, while it offers 
certain obvious advantages for some situations, is also usually 





27. See Edward S. Rogers, The Unwary Purchaser, A Study in the Psychology 
of Trademark Infringement, 8 MicH. L. REv. 613 (1910); Edward S. Rogers, An 
Account of Some Psychological Experiments on the Subject of Trade-Mark Infringe- 
ment, 18 Micu. L. REv. 75 (1919); EpDwarp 8S. RoGErRs, Goop WILL, TRADE-MARKS AND 
UNFAIR TRADING, 67 (1914); Julius R. Lunsford, Jr., The Unwary Purchaser in Unfair 
Trade Cases, 1 MERCER L. REv. (1949). But some courts have recognized that the ordi- 
nary purchaser is the: “unwary purchaser” (Allen v. Walker & Gibson, 235 Fed. 230, 
6 TMR 496 (D.C., N.D.N.Y. 1916)); “casual customer” (Chesebrough Mfg. Co. v. Old 
Gold Chemical Co., 70 F.2d 383, 385, 24 TMR 149 (C.C.A. 6, 1934)); (Sazlehner v. 
Eisner & Mendelson Co., 179 U.S. 19, 41 (1900)); or is “thoughtless” (Little v. Kellam, 
100 Fed. 353, 354 (C.C., N.D.N.Y. 1900)); “unsuspecting” (Celluloid Mfg. Co. v. Cel- 
lonite Mfg. Co., 32 Fed. 94, 97 (C.C., D.N.J., 1887)); “ignorant,” “unthinking,” 
“eredulous” (Florence Mfg. Co. v. J. C. Dowd Co., 178 Fed. 73 (C.C.A. 2, 1910)); 
“careless” (Brown v. Seidel, 153 Pa. St. 60, 74, 25 Atl. 1064 (1893), Ohio Baking Co. 
v. National Biscuit Co., 127 Fed. 116, 121 (C.C.A. 6, 1904), Coleman v. Crump, 70 N.Y. 
573, 578 (1877)); and that he “merely looks, perhaps hastily” (Ward Baking Co. 
v. Potter-Wrightington, Inc., 298 Fed. 398, 401, 14 TMR 253 (C.C.A. 1, 1924)); with 
the “usual inattention of a purchaser” (Pillsbury v. Pillsbury-Washburn Flour Mills 
Co., 64 Fed. 841, 847 (C.C.A. 7, 1894)); and is at best “unwary” (Bissell Chilled Plow 
Works v. Bissell, 121 Fed. 357, 366 (C.C. Mich., 1902) ). 
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found to be lacking in complete suitability for the average trade 
identity case. Under the best circumstances there is the problem 
of obtaining the recorded reaction of an adequate sample, since 
no one item is ordinarily sold in substantial quantity every day 
in a self-service store. If the goods in question are not those to 
be found in self-service stores, the practical difficulties of con- 
ducting point of sale testing under uniformly controlled conditions 
become almost insuperable. The problem of obtaining the coopera- 
tion of actively disinterested third parties, such as store owners 
and managers, is likewise a limitation upon the usefulness of 
this method, as is the expense inherent in such undertakings if 
a reasonably broad sampling is needed. Finally, such tests can 
include no selection control over the respondents, and thus any 
projection or prediction derived from them is subject to challenge 
in that it is not universally representative. If properly designed 
and conducted in appropriate cases, however, tests of the “point 
of sale” category are not subject to attack as lacking in relevance 
or materiality because of unrealism or artificiality. They may 
only be said to be lacking, if at all, in ultimate conclusiveness as 
to the issue before the court. 


c. The Interview Technique 


Of the various forms of reaction testing that have been used, 
or that seem usable, in solving the likelihood of confusion problem 
of proof, it is believed that the most broadly applicable and reli- 
able is that which employs the device of a fixed form of interview 
seeking the unbiased reaction of a representative sampling to 
the mark in issue. Every fact situation calls for variations in 
design and conduct of such tests, but it is thought that the funda- 
mental requisites to be discussed later herein will apply to all. 
As with the flash card form of testing, the science of psychology 
has long since established the validity, reliability and limits of 
adaptability of this method of fact finding. Its usefulness is now 
a truism in business and seemingly in all quarters, except for 
some courts. Briefly, it involves the following: 


1. A questionnaire which is utterly unbiased and in no 
way leading in its introduction or inquiry, but which will 
elicit answers demonstrative of the reaction or state of mind 
of the respondents respecting the origin of the goods bearing 
the mark in issue. 
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2. Interviewers who will adhere to a prescribed, uniform 
pattern of interrogation and who will record responses accu- 
rately. 


3. A scientific selection of respondents thereby providing 
an adequate and representative sampling which may be validly 
projected as applicable to the requisite universe of the inquiry. 


4. An accurate tabulation of the data revealed on the 
completed questionnaires. 


5. A valid scientific interpretation of the results of the 
tabulation and evaluation of the accuracy of the basic data. 


III. The Design and Conduct of a Reaction Test 
a. Design 


When the decision has been reached to undertake reaction 
testing in a likelihood of confusion case, the form to be employed 
presents the first difficult problem. The points mentioned above, 
as well as many other particular fact considerations, must be 
applied to the circumstances at hand and the most appropriate 
method (or variation thereof) selected. Since it is beyond the 
scope of this paper to discuss in detail all forms of testing, let 
us assume, for example, that the interview technique appears 
most likely to offer reliable results. If so, the most important 
work to be done is the design of an appropriate questionnaire. 
In fact, assuming honesty and accuracy, this is the crucial stage 
in the entire process of such reaction testing. There is no set 
formula or content prescribed for these questionnaires. Obvi- 
ously there could be none, because of the infinite variety of fact 
situations which may be encountered as a part of the problem. 
There are, however, certain established rules to be observed and 
certain frameworks within which one may construct a test to 
meet the exigencies of the case at hand.** The principal rules sug- 
gested for the drafting of the questionnaire are: 


1. It should be short but not so short that the key ques- 
tion may be given abnormal or excessive emphasis. 


2. It should be in no respect likely to lead or “trigger” 
any particular response to the key question nor susceptible 
to bias by articulation or other interviewer emphasis. 


28. An excellent, brief explanation of the elements of proper design and technique 
for the conduct of reaction testing in trade identity cases is found in R. C. Christopher- 
sen’s Public Opinion as Evidence in Unfair Competition Cases, Weight and the Technique, 
Admissibility and the Law (Part II), 2 Prac. Law. 22, 46 TMR 1469 (1956). 
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3. It should be caleulated to achieve results which are 
directly in point to the issue of whether confusion is likely 
to result from the use of the accused mark. 


4. It should be calculated to obtain and hold the interest 
of the interviewee so that responses will not be casual or 
flippant. 

5. It should be readily understandable by anyone of 
ordinary intelligence. 


6. It should be susceptible to a simple, positive tabula- 
tion of its results. 


Of the above, the avoidance of anything leading or sugges- 
tive is paramount and will invariably present the most difficulty. 
What seems utterly unbiased to counsel will oftentimes be found 
glaringly leading when exposed to the cold light of an opponent’s 
criticism. It is suggested, therefore, that this consideration be 
focused upon from every imaginable perspective, and when at 
last one’s best objective efforts are expressed, the questionnaire 
be submitted to a qualified expert in the field for independent 
evaluation. 

It is not suggested, however, that the task of framing a ques- 
tionnaire be relegated initially to a psychologist. We have already 
remarked upon the peculiarly obtuse nature of the question of 
likelihood of confusion in trade identity matters. When this ordi- 
narily unfamiliar problem is combined with the law’s require- 
ments for courtroom presentation in accordance with the rules 
of procedure and the law of evidence, the task as a whole is one 
for the lawyer who is closely familiar with what is needed. The 
psychologist’s role is as the technical adviser, consultant and 
expert within his sphere, but in these matters he cannot yet serve 
to good advantage as the architect for the entire structure. 

One fundamental framework within which many reliable 
reaction test questionnaires have been developed is illustrated 
in the recent case, International Milling Company v. Robin Hood 
Popcorn Co.” The lucid and precise opinion by Assistant Com- 
missioner Leeds in that proceeding is clearly the best judicial 
revelation to date, both of the nature of reaction tests in trade 
identity cases and the weight to which they are entitled when 


29. 110 USPQ 368, 46 TMR 1306, 1308 (Com’r, 1956). 
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properly designed, conducted and offered. Mrs. Leeds’ descrip- 
tion of that test is quoted here in its entirety (p. 369): 


“The evidence here is not a survey of public opinion. 
Rather, it is a test of consumer reaction conducted for the 
purpose of determining whether or not applicant’s package 
bearing the mark sought to be registered is likely to cause 
purchasers and potential purchasers to associate the product 
packaged therein with opposer or its product. 

The test was conducted under the supervision of a pro- 
fessor of psychology, and it comprises the recorded reaction 
of 512 householders in Minneapolis selected on a random 
basis to represent a cross section of the people residing in 
the city. Working under the professor’s direction were two 
interviewers and a consultant who performed a spot check 
verification of the records made by the interviewers. The 
two interviewers were never told who was their actual em- 
ployer nor what result were expected from them. The pro- 
fessor supplied them with written instructions and materials 
for the test and assigned territories in which their interviews 
were to be performed. When their work was completed, 
the results were delivered to the professor who tabulated 
them. 

Under the instructions given them each interviewer was 
supplied with a number of copies of a questionnaire setting 
forth four questions, a place for checking the age group of 
the person interviewed (under 30, 30-40, and over 40), entering 
the name, address, and occupation of the person interviewed, 
and a place for signature of the interviewer and the date 
of the interview. Each interviewer was also given six actual 
labels, wrappers or bags, as the case may be (with the name 
of the producer removed) from CARNATION milk, Ivory soap, 
ROBIN HOOD popcorn, BAKER’s chocolate, Loa CABIN syrup, and 
MONARCH green beans, respectively. 


The first question asked was, ‘What is the name of the 
company that makes’—and the labels were shown, one at a 
time in the order listed above, to the person interviewed, and 
the interviewer recorded the response. 


The second question asked was, ‘Have you or any member 
of your family ever bought’—and the labels were shown, one 
at a time in the order listed above, to the person being inter- 
viewed. The interviewer recorded the response by checking 
the appropriate box beneath the columns headed ‘Yes,’ ‘No’ 
and ‘Don’t Know.’ 
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The third question was, ‘If yes, who bought it?’ The inter- 
viewer recorded the response. 

The fourth question was, ‘If you can think of any other 
products put out by each of these companies, please name 
them’—and the labels were shown, one at a time in the order 
listed above, to the person interviewed. The interviewer 
recorded the response, and then checked the appropriate age 
group of the person interviewed, entered the name, address 
and occupation of such person, signed her own name, and 
entered the date of the interview.” 


The questionnaire itself is also reproduced below: 


Q. 1. 


What is the name of the company that makes 

(show pictures). 

CARNATION ? 

IVORY? 

RRS ETT re Snr ae eve ee ener aren 
BAKER’S? 

LOG CABIN? 


MONARCH? 


Have you or any member of your family ever bought 
Don’t 
Yes No 


CARNATION ? 
IVORY? 
ROBIN HOOD? 
BAKER’S? 
LOG CABIN? 
MONARCH ? 


. If yes, who bought it? 


If you can think of any other products put out by each 
of these companies, please name them. 


CARNATION 
IVORY 
ROBIN HOOD 


BAKER’S 
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LOG CABIN 
MONARCH 


Under 30 
30-40 
Over 40 


It is by no means suggested that the questionnaire framework 
employed in the Robin Hood case is the only one adaptable to 


trade identity inquiry. It is, however, a valid and workable modus 
operandi which may, with appropriate variation, be found satis- 
factory for a test to be undertaken in a typical case of alleged 
infringement or trade identity unfair competition. 


b. Conducting the Test 


Having devised a satisfactory questionnaire, the next problem 
is where and to whom it shall be put. This first involves a deter- 
mination of the “universe” of the test. It must be decided whether 
the results need be capable of projection over the general popula- 
tion, and if so, within what limits of accuracy. Are special geo- 
graphic considerations involved? Will results which may be 
projected over the population of one city suffice? Is it expected 
that the percentage results will be rather low, and if so, should 
a broad universe be sought so as to demonstrate that although 
the level of likelihood of confusion is low it prevails throughout 
the country? How much money is available for the test? This 
last is a controlling factor that is rarely absent in reaching a 
decision as to how universal a test is to be undertaken.*® Obvi- 


30. See Kennedy, op. cit. supra, note 22 at 106, notes 44-46, as to the limitations 
that may be enforced by the economics of reaction testing. 
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ously, the broader the base of respondent inquiry, the more com- 
pelling the results. But, equally obviously, it should not be 
necessary in most cases to achieve results which are indisputably 
projectable over the entire population. In the Robin Hood case 
the test offered was constructed only to be projected over the 
population of the city of Minneapolis, Minnesota, for it happened 
that both parties did business there under the respective marks. 
It would seem that the basic rules to apply to the decision 
as to breadth of universe are as follows: 
1. As broad a base geographically as possible, or at least 


as seems reasonably called for under the circumstances of 
the particular case. 


2. An entirely sufficient sampling, at least in one locality, 
of all strata that could be expected to come within the com- 
mercial orbit of the products in question. 


Some guidance in arriving at the above decision, as well as in 
reaching the decisions and choices that must be made in question- 
naire design, can frequently be had in the device of “pilot” testing. 
A “pilot” test is, of course, one in which only a limited number 
of respondents, perhaps fifty or one hundred, are interviewed 
so that some indication of problems and ultimate results may be 
had in advance of launching the full-dress undertaking. 

The actual selection method to be applied in obtaining respon- 
dents who will provide an adequate sampling of the population, 
or any part of it, is a technical matter probably best left to the 
statistical psychologist experienced in this field. No doubt ordi- 
nary common sense could be applied to the matter with fairly 
creditable results, but the subject has been exhaustively researched 
by the scientists, and one should profit by the benefits of their 
precision. One technique which may oftentimes be appropriate 
was that prescribed by Professor Kenneth E. Clark in the previ- 
ously mentioned Robin Hood case. He described and explained 
it in detail when testifying, and, since it is informative of the 
entire subject, this part of his testimony is quoted as follows: 


“The sample used was drawn by a procedure known as 
‘cluster sampling.’ This involved the selection in each of the 
thirteen wards of the city, of five interview points. The wards 
were used because they gave reasonably equal distribution 
in terms of the population of the residents in the city. 
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The five points in each ward were selected by numbering 
every block on a map of the city—numbering in what is re- 
ferred to as a ‘serpentine’ fashion—and a table of random 
numbers was then entered.” 


Q. 13. “What is the table of random numbers?” 

A. “The table of random numbers is a compilation of 
numbers prepared so as to provide a basis for permitting 
chance to operate in a circumstance where otherwise there is 
no readily available method for permitting chance to so oper- 
ate. They are provided in standard statistics texts or in such 
journals as ‘The Journal of American Statistics,’ an associa- 
tion which is currently running a long series of checks on 
random numbers which have been prepared by the Rand 
Corporation. This series is one of the best available at the 
present time.” 


Q. 14. “What is the serpentine calculation?” 

A. “The serpentine procedure involves going in a fairly 
horizontal manner—as nearly as possible—but in a continuous 
manner in numbering so that you would proceed across the 
top row of blocks. For example, going to the right, and then 


coming back across the second row of blocks going to the left, 
and continuing in this fashion, and circling around, if neces- 
sary, in any irregular areas so that a given block will have 
the same number—will have a number one larger than the 
block immediately to its left or right—and then continuing 
in this fashion until all blocks have received a number. 

“The purpose of serpentine numbering is to prevent any 
kind of order in numbering which might result in some kind 
of bias in selection.” 


Q. 15. “What was the purpose of the random numbers 
table?” 

A. “The purpose of the random numbers table was to 
permit the selection of the first block in each of these wards. 
If there were 400 blocks in a ward, and we were to pick five 
interview points, one of those interview points should be in 
the first eighty, one should be in the second eighty, and so 
on. The question then is, which of the first eighty should be 
selected? In order that the selection should be random, the 
table of random numbers was used. What this does, in effect, 
is to give every one of those eighty blocks an equal chance of 
showing up in the final sample of blocks,” 
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The five points in each ward were selected by numbering 
every block on a map of the city—numbering in what is re- 
ferred to as a ‘serpentine’ fashion—and a table of random 
numbers was then entered.” 


Q. 13. “What is the table of random numbers?” 

A. “The table of random numbers is a compilation of 
numbers prepared so as to provide a basis for permitting 
chance to operate in a circumstance where otherwise there is 
no readily available method for permitting chance to so oper- 
ate. They are provided in standard statistics texts or in such 
journals as ‘The Journal of American Statistics,’ an associa- 
tion which is currently running a long series of checks on 
random numbers which have been prepared by the Rand 
Corporation. This series is one of the best available at the 
present time.” 


Q. 14. “What is the serpentine calculation?” 

A. “The serpentine procedure involves going in a fairly 
horizontal manner—as nearly as possible—but in a continuous 
manner in numbering so that you would proceed across the 
top row of blocks. For example, going to the right, and then 
coming back across the second row of blocks going to the left, 
and continuing in this fashion, and circling around, if neces- 
sary, in any irregular areas so that a given block will have 
the same number—will have a number one larger than the 
block immediately to its left or right—and then continuing 
in this fashion until all blocks have received a number. 

“The purpose of serpentine numbering is to prevent any 
kind of order in numbering which might result in some kind 
of bias in selection.” 


Q. 15. “What was the purpose of the random numbers 
table?” 

A. “The purpose of the random numbers table was to 
permit the selection of the first block in each of these wards. 
If there were 400 blocks in a ward, and we were to pick five 
interview points, one of those interview points should be in 
the first eighty, one should be in the second eighty, and so 
on. The question then is, which of the first eighty should be 
selected? In order that the selection should be random, the 
table of random numbers was used. What this does, in effect, 
is to give every one of those eighty blocks an equal chance of 
showing up in the final sample of blocks,” 
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Q. 16. “Do I understand that you entered the table of random 
numbers in the approved way and thereby obtained a number 
which you used to select the block?” 

A. “That’s right.” 


Q. 17. “You take the block of the corresponding number?” 
A. “That’s right.” 


Q. 18. “Please go on.” 

A. “What then was done was to take the corresponding 
number in each of the five segments of the ward, thus coming 
out with a total of five interview points in each of thirteen 
wards. 

The interviewers were instructed to count the number of 
dwelling units in a given block and then to conduct their 
interviews in such a way as to spread them evenly throughout 
the block, insofar as this was possible, without requiring the 
interviewer to come back at a later time for the completion 
of the right interviews. 

This provided in each ward forty interviews, and a total 
of 520 interviews in the city as a whole. The actual number 
of interviews completed was 512, since the interviewers were 
instructed to interview all of the persons in a block, if there 
were less than eight dwelling units, but more than zero. 

What this meant was, in some blocks there were only 
four or five dwelling units, so that we interviewed in that 
block not eight, but four or five.” 


Q. 19. “What was the reason for that instruction?” 

A. “The reason was, that we did not want to automati- 
cally eliminate from the sample those blocks which contained 
fewer than eight dwelling units, since this would introduce a 
bias. At the same time, we did not want to completely omit 
those blocks which had no dwelling units, and random proce- 
dures were used to select blocks to replace those which turned 
out to be city parks or schools, or otherwise unoccupied 


blocks.” ™ 


The questionnaire having been designed and the testing proce- 
dure formulated, there remains a further and important step— 
obtaining interviewers who are willing and able to follow exactly 


31. Transcript of Record, pp. 35-38, International Milling Co. v. Robin Hood 
Popcorn Co., 110 USPQ 368. 46 TMR 1306 (Com’r, 1956). See also: PARTEN. SURVEYS, 
Potts AND SAMPLES (1950); MecCarthv. Sample Design in RFSEARCH METHODS IN 
Soctan RELATIONS (Jahoda et al., 1951); Deminc, SoME THEORY OF SAMPLING 
(John Wiley & Sons. 1950); Deming, W. E., On the Presentation of the Results of 
Sample Surveys as Legal Evidence, 49 J.A.M. STATIST. Ass’N, Dec., 1954. 
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their instructions and to record accurately all responses. As an 
advance determination of the qualifications of interviewers the 
above mentioned “pilot” test is often useful. The completed ques- 
tionnaires, to anyone experienced in this work, will usually reveal 
quite conspicuously whether a satisfactory job is being done by 
the interviewer. For example, if the recorded responses of a par- 
ticular interviewer follow a uniform pattern of sameness, it is 
a safe assumption that something is wrong. By the same token, 
accurate work is self-evident to anyone familiar with this aspect 
of applied psychology statistical research. 


Finally, each interviewer should be supplied with simple, 
explicit written instructions as to exactly what is expected in 
performing the job. Under no circumstances should the inter- 
viewers be permitted to know why they have been employed, what 
results are hoped for from their work, or even who is their actual 
employer. They should be supervised while on the job by a quali- 
fied person who has over-all responsibility for the conduct of the 
test. All of their questionnaires should be serially numbered 
before being delivered to them and, preferably, should be bound 


together in books. Each completed questionnaire should be signed 
by the interviewer, and when the test is completed the question- 
naires should be delivered to the supervisor. 


c. Tabulating and Verifying the Test 

Accuracy, of course, is the paramount consideration in tabu- 
lation, and it should be performed only by one who is thoroughly 
experienced in the field. A primary rule should be that when 
any possible ambiguity appears in a response, that response 
should never be included in the category indicating confusion. 
Each questionnaire should be marked to indicate exactly how 
it has been tabulated so as to enable the tabulator to testify later 
as to how any particular questionnaire figured in the final tabula- 
tion offered the court. 


A worthy precaution before offering a reaction test is for 
the supervisor to consult a random number table, apply it to the 
serial numbers of the questionnaires and then call upon a portion 
of the interviewees thereby selected in order to verify the data 
appearing on their questionnaires, 
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IV. The Introduction of Reaction Test Evidence 


That otherwise satisfactory reaction test evidence is not 
barred by the hearsay rule is no longer really subject to doubt.” 
Whether it be treated as an exception to the rule, or simply as 
not within its scope, may be a matter of disagreement between 
the authorities, but assuming that the other requisites such as 
materiality, relevance, competence and reliability are met, that 
it should not be excluded as hearsay is settled law. The ultimate 
evidence, the responses themselves, obviously are not offered to 
prove the truth or lack of it of the statements made, but only 
the fact that they were made and are thus demonstrative of the 
state of mind of the respondent upon exposure to the stimulus 
prescribed. Perhaps the best summation and authority on this 
subject is found in the opinion by Judge Hastie in United States 
v. Eighty-Eight Cases, More or Less, Containing Bireley’s Orange 
Beverage, which was a “state of mind,” although not a trade 
identity, action: 





32. Standard Oil Co. v. Standard Oil Co., 252 F.2d 65, 75, 48 TMR 168 (C.A. 
10, 1958) ; Arrow Metal Products Corp. v. Federal Trade Com’n, 249 F.2d 83, 84 (C.A. 
3, 1957); Marcalus Mfg. Co. v. Watson, 156 F. Supp. 161, 164, 48 TMR 331 (D.C., 
D.C., 1957); Great A. g& P. Tea Co. v. A. & P. Trucking Corp., 144 A.2d 172, 179, 
118 USPQ 560, 565, 49 TMR 45 (N.J. Super. Ct., App. Div., 1958). 

33. 187 F.2d 967, 974 (C.A. 3, 1951). See also 4 WIGMORE, EVIDENCE, Section 
1766, p. 177 (3d ed. 1940): “The theory of the Hearsay rule is that, when a human 
utterance is offered as evidence of the truth of the fact asserted in it, the credit of 
the assertor becomes the basis of our inference, and therefore the assertion to evidence 
the matter asserted, but without reference to the truth of cross-examination. If, there- 
fore, an extra-judicial utterance is offered, not as an assertion can be evidence the 
matter asserted, but without reference to the truth of the matter asserted, the Hearsay 
rule does not apply. The utterance is then merely not obnoxious to that rule. It may 
or may not be received, according as it has any relevancy in the case; but if it is not 
received, this is in no way due to the Hearsay rule. * * * * The Hearsay rule excludes 
extra-judicial utterances only when offered for a special purpose, as assertions to evi- 
dence the truth of the matter asserted.” And Section 1790, p. 237, Utterances as Indi- 
cating Circumstantially the Speaker’s Own State of Mind: “The conditions of a speaker’s 
mind, as to knowledge, belief, rationality, emotion, or the like, may be evidenced by 
his utterances, either used testimonially as assertions to be believed or used circum- 
stantially as affording indirect references. Utterances of the former sort may be received 
under the Exception for Statements of a Mental Condition (ante, Section 1714). Yet 
such direct assertions of a mental condition, as ‘I know that Doe is insolvent,’ or 
‘I dislike Roe,’ are relatively less common as a source of proof. The usual resort is 
to utterances which circumstantially indicate a specific state of mind causing them. 

“To such a use, then, the Hearsay rule makes no opposition, because the utterance 
is not used for the sake of inducing belief in any assertion it may contain. The 
assertion, if in form there is one, is to be disregarded, and the indirect inference alone 
regarded. This discrimination, though well accepted in the law, is easy to be ignored, 
and it needs perhaps to be emphasized. 


a * ~~ 


“Tt is worthwhile to emphasize the legitimacy of this circumstantial aspect of such 
evidence, because it incurs the risk of being ignored, through a judicial disposition in 
part to account for it by the unmeaning shibboleth of ‘res gestae’ (ante, Section 1767), 
or by the Exception for Statements of a Mental Condition (ante, Section 1715), the 
evidence is circumstantial, not testimonial; and it is therefore not obnoxious to the 
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“Appellant objected to the admission by the district court of 
certain surveys taken on behalf of the government. These 
surveys collate answers given by some 3539 persons to ques- 
tionnaires prepared by the government to determine what 
they thought was contained in the Bireley product. Many 
objections were made to the manner in which the surveys 
were taken. The principal contention, however, was that the 
surveys were hearsay and therefore inadmissible. The hearsay 
objection is unfounded. For the statements of the persons 
interviewed were not offered for the truthfulness of their 
assertions as to the composition of the beverage. They were 
not offered to prove that BrreLey’s Orange Beverage is or 
is not orange juice. They were offered solely to show as a 
fact the reaction of ordinary householders and others of the 
public generally when shown a bottle of BrreLey’s Orange 
Beverage. Only the credibility of those who took the state- 
ments was involved, and they were before the court.” 


The hearsay rule, however, is not the only consideration in 
the proper introduction of reaction test evidence. Trustworthi- 
ness, reliability, accuracy, complete disclosure, availability for 
cross-examination, authentication, foundation, interpretation and 


verification are all concepts that must be accorded a full measure 
of attention. It is important to remember that the basic evidence 


Hearsay rule, nor needs for its admission any Exception to that rule.” McKELvey, 
EVIDENCE, 390 (5th ed. 1944), is to the same effect: 

“Statements may be original circumstantial evidence of facts in issue, and are 
then admissible. They are admissible because the fact of their making throws light 
upon the question of the truth or falsity of the disputed facts; not because they state 
anything in regard to the existence or non-existence of such facts, but because they in 
some way illustrate an attitude or state of mind or other evidential fact from which 
the main fact may be inferred.” See also: Edward 8S. Rogers, New Directions in the 
Law of Unfair Competition, 77 N.Y.L. REv. 317, 329 (1940); Hall, Evidence, Hearsay, 
Admissibility of Public Opinion Polls, 52 Micu. L. Rev. 914; Professor Kennedy sug- 
gests that reaction test evidence should be offered simply as an aid to the court in taking 
judicial notice, although the suggestion is derived from the conviction that the evidence 
should be held admissible and that the hearsay rule at that time presented a major 
obstacle to such holdings. Professor Kennedy’s article is not limited to the use of 
psychological testing in trade identity cases, and seems more occupied with the intro- 
duction of mass opinion evidence than with mass reaction evidence. In fact, a careful 
reading leaves doubt that the differences between the two and the inapplicability of 
the former to trade identity cases is appreciated. See KENNEDY, op. cit. supra, note 22, 
at 92, 102. Some of the decisions which have applied the “state of mind” rule or excep- 
tion in other areas of the law are: American Cooperative Serum Association vy. Anchor 
Serum Co., 153 F.3d 907, 912 (C.C.A. 7, 1946) (fair trade); Bridge v. Ruggles, 202 
Cal. 326, 260 Pac. 533 (1927) (fraudulent endorsement of note); Adkins v. Brett, 184 
‘al. 252, 193 Pace. 251 (1920) (alienation of affections); Howard v. Russell, 75 Tex. 
1, 12 S.W. 525 (1889) (identity of a person); Pederson v. Nixon, 284 Ill. 421, 120 
.E. 323 (1918) (sanity of testator); McDonald v. Crosby, 192 Ill. 283, 288, 61 N.E. 
505 (1901) (as to a conversation heard in proof that a contract was made). See also: 
Household Finance Corp. v. Federal Finance Corp., 105 F. Supp. 164, 166 (D.C. Ariz. 
1952). 
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involved are the questionnaire sheets themselves. If a proper 
foundation is laid for their introduction into evidence, the test 
becomes a part of the record. The questionnaires then speak for 
themselves, and their tabulation is a mere aid to the court, as is 
such other interpretation of the results as may be offered. In 
introducing a questionnaire or interview type test it is suggested 
that the following outline of courtroom routine is one which may 
be employed satisfactorily: 


1. The supervisor of the test should be called to testify 
as to the general facts of what was undertaken and how it 
was performed. 


2. All interviewers who participated in the test should 
then testify as to their instructions and what they did to carry 
them out. Those questionnaires which the witnesses com- 
pleted should be identified and authenticated by their testi- 
mony, as should be any other exhibits which may have been 
used, such as photographs, cards or labels, and perhaps the 
written instructions the interviewers received.™ 


3. The tabulator should then testify factually as to his 
qualifications, the method he employed, the coding he used, 
and the statistical results of his tabulation. 


4. An expert psychologist, preferably one who has been 
consulted previously concerning the design of the question- 
naire and the selection of the sample, should then be called 
and qualified. He should testify as to the scientific validity, 
reliability, and margins for error of the test. He may then 
be asked to interpret the collation and its significance. 


5. An adequate foundation having been laid, the ques- 
tionnaires and other documentary or physical material per- 
taining to the test should be offered into evidence. 


An additional verification step that may be desirable under 
certain circumstances is the use of a random numbers table selec- 
tion of several interviewees who may be called to testify, con- 
fronted with their questionnaire sheet and examined concerning 
its accuracy and what occurred at the time they were interviewed. 
They are, of course, exposed to cross-examination and it is likely 


34. See People v. Franklin National Bank of Franklin Square, 200 Misc. 556, 
566, 105 N.Y.S8.2d 81, 90 (N.Y. Sup. Ct. 1951). But in Ohlsson § Rice, Inc. v. Ohlsson, 
No. 15592 (D.C., S.D. Cal.) Chief Judge Yankwich ruled, after hearing testimony by 
the expert psychologist concerning a test, that he would not require the testimony of 
the interviewers unless opposing counsel insisted. Licht, op. cit. supra note 22. 
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that several, or even all, will turn out to be respondents whose 
answers are not favorable to the cause of the proponent of the 
test. Experience demonstrates, however, that the credibility and 
reliability of an honestly and properly conducted test is usually 
enhanced by such testimony.* 


V. The Weight to Which Reaction Test Evidence Is Entitled 


In recent years, the earlier doubts as to the admissibility of 
this evidence seem to have been largely resolved, but as yet there 
are few reported decisions in trade identity cases which indicate 
that reaction test evidence is entitled to compelling weight.** Often 
in eases where those familiar with the trial were convinced that 
great persuasive weight was actually accorded the test evidence 
the courts seem to have been reluctant to disclose that fact in 
their opinions, but instead have expressed their findings as pri- 
marily resting upon the more traditional forms of evidence. 
Perhaps this hesitance is understandable, and it probably will 
continue in most quarters until there is eventually a substantial 
and emphatic body of appellate law on the subject. What is new 


is so often suspect merely because it is new,*” and why should 
we expect a trial judge to delineate his various reasons for decid- 


35. In Frawley Corp. v. Penmaster Co., 131 F. Supp. 28 (D.C., N.D. Til. 1956) 
five interviewees were subpoenaed during the trial, but after the first two had testified 
the court accepted the honesty of the test. Licht, op. cit. supra, note 22. 

36. See Standard Oil Co. v. Standard Oil Co., 252 F.2d 65, 74, 48 TMR 168 
(C.A. 10, 1958) ; International Milling Co. v. Robin Hood Popcorn Co., 110 USPQ 368, 
46 TMR 1306 (Com’r, 1956) ; Laskowitz v. Marie Designer, Inc., 119 F. Supp. 541, 550, 
44 TMR 661 (D.C., 8.D. Calif., 1954). Some of the other trade identity decisions which 
have held such evidence at least to be admissible and entitled to varying degrees of 
weight, however, are: Oneida, Ltd. v. National Silver Co., 25 N.Y.S.2d 271, 286 31 
TMR 64 (1940) ; Campbell Soup Co. v. Armour & Co., 81 F. Supp. 114 (D.C. Pa. 1948) 
(aff’d 175 F.2d 795. 3rd Cir. 1949); Procter & Gamble Co. v. J. L. Prescott Co., 102 
F.2d 773, 776, 39 TMR 566 (C.C.A. 3, 1939); Jacob Siegel Co. v. Federal Trade Com- 
mission, 150 F.2d 751, 753 (C.C.A. 3, 1944) (rev’d 327 U.S. 608, 36 TMR 117 (1946) 
but on different grounds); DuPont Cellophane Co. v. Waxed Products Co., 6 F. Supp. 
859, 24 TMR 187 (D.C.N.Y. 1934) (aff’d 85 F.2d 75, 26 TMR 513. C.C.A. 2. 1936); 
Sunbeam Corporation v. Sunbeam Furniture Corp., 88 F. Supp. 852, 40 TMR 308 
(aff’d in part, rev’d in part, 191 F.2d 141, 41 TMR 818, C.A. 9, 1951); Sunbeam 
Corporation v. Sunbeam Lighting Co., 83 F. Supp. 429, 430 (DC. Cal. 1949) (aff’d 
in part, rev’d in part, 183 F.2d 969, 40 TMR 669, 968, C.A. 9, 1950); Sunbeam Corp. 
v. Bernard J. Spear, 120 F. Supp. 538, 44 TMR 490 (D.C. Pa. 1954); Sunbeam Cor- 
poration v. Sunbeam Furniture Corp., Expert Lamp Co. et al., 134 F. Supp. 614, 45 
TMR 1310 (N.D. Ill. 1955); Household Finance Corp. v. Federal Finance Corp., 105 
F. Supp. 164, 166 (D.C. Ariz. 1952); People v. Franklin National Bank of Franklin 
Square, 200 Mise. 557, 566, 105 N.Y.S 2d 81, 90-91, (N.Y. Sup. Ct. 1951); Frawley 
Corp. v. Penmaster Co., 131 F. Supp. 28 (N.D. Ill. 1956); Ohlsson & Rice, Inc. v. 
Ohlsson, C.A. No. 15592 (D.C., 8.D. Cal.) ; Simonize Co. v. Stumpmier, 117 USPQ 130, 
131, 48 TMR 938 (D.C.. N.D. Tl, 1957). 

37. Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 547, 46 TMR 1509 
(C.A. 2, 1956). 
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ing a case in a manner which might unnecessarily expose it to 
reversal? 

Perhaps another contributing factor has been the inept use 
to which this evidentiary form has already so frequently been 
put.** To say that such evidence is basically valid, reliable and 
highly probative of the prime issue in most trade identity cases 
is not to say that every attempted poll or survey is entitled to 
such an evaluation.*® Quite possibly it is not, and quite possibly 
it may not even be admissible evidence. Unless the test is strictly 
directed toward obtaining an utterly unbiased reaction to the 
mark or label make-up in issue, it will likely be less than worth- 
less as courtroom evidence. Should it comprise anything of an 
opinion character, for instance a statistical sampling of aggregate 
opinion as to likelihood of confusion, so lacking is it of probative 
value that it is doubtful it should even be admitted. Should it, 
on its face reveal any actual bias likely to induce anything other 
than uninfluenced responses, it is worse than useless, for it is 
misleading. Should its actual conduct not be subject to complete 
verification, as by cross-examination, the weight to which it is 
entitled, if not its admissibility, is doubtful. If its character is 











38. See Hawley Products Co. v. United States Trunk Co., 259 F.2d 69, 77 (C.A. 1, 
1958); American Luggage Works v. United States Trunk Co., 158 F. Supp. 50, 52, 
48 TMR 579 (D.C. Mass., 1957) ; Marcalus Mfg. Co. v. Watson, 156 F. Supp. 161, 164, 
48 TMR 331 (D.C., D.C. 1957). 

39. In National Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 32 
TMR 516 (D.C. Mass. 1942) the court held (p. 508): “With respect to the claim that 
prospective purchasers associate plaintiff’s goods with defendant and mistake the true 
source (cf. Restatement, Torts, 731 (a), my finding is that the evidence of confusion 
is surprisingly limited not merely geographically but quantitatively. No attempt, 
similar to Neil H. Borden’s Scientific Study of Determination of Confusion in Trade- 
Mark Conflict Cases, 23 Harv. Bus. Rev. 3 (1936), was made to show the scientific 
likelihood of confusion. For its proof defendant relied upon informal test conducted 
by retail grocers. Those tests occurred under what seemed to me peculiar conditions 
that predetermined the result of the experiments. Moreover, the trickle of complaints 
received by defendant showed that regardless of theory, actual complaints of confusion 
were negligible. This is more surprising in view of the period of time that had elapsed 
since plaintiff first used WHITE HOUSE as a mark. Cf. RESTATEMENT, TorRTS, 731 (h).” 
In Lerner Stores Corp. v. Lerner, 162 F.2d 160, 162, 37 TMR 452 (C.C.A. 9, 1947) 
the court criticized the fact that plaintiff’s interviewers merely stopped persons passing 
in front of one of plaintiff’s own stores to inquire as to their understanding of the 
significance of plaintiff’s trade name. In Oneida, Ltd. v. National Silver Co., 25 N.Y.S. 
2d 271, 286, 31 TMR 64 (N.Y. Sup. Ct. 1940) the court criticized the sample taken 
since the “survey” was made in the community near plaintiff’s manufacturing plant. 
The defendant also conducted a “survey” in the area where plaintiff’s competitor was 
located. The decision points up the significance of sales environment, particularly casual 
inspection by the purchaser. See also Radio Corp. of America v. Decca Records, Inc., 
51 F. Supp. 493, 496, 33 TMR 404 (D.C.N.Y. 1943). In Sears, Roebuck & Co. v. All State 
Life Insurance Co., 246 F.2d 161, 114 USPQ 19, 25, 47 TMR 1216 (C.A. 5, 1957), the 
court excluded the plaintiff’s “survey” which consisted of 10 interviewers telephoning 100 
persons each. After properly criticizing the substance of the “survey,” the court correctly 
held that the evidence pertaining to the “survey” was hearsay since the plaintiff did not 
even call the interviewers as witnesses, but instead called only the author of the questions 
which were propounded by the interviewers. 
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such that its statistical results cannot be positively adduced in 
tabulation, it is of questionable reliability. 

But these requirements are really only those which have 
always been requisite jor any form of evidence, and to apply 
them to a reaction test, both for court and counsel, calls for little 
more than ordinary legal common sense and an elementary under- 
standing of the technique involved. The same courts are called 
upon to comprehend and rule upon matters in patent cases involv- 
ing the most complex developments of electronics, physics and 
chemistry, compared with which a sufficient grasp of this subject 
is a trifling accomplishment. It would seem, in fact, that only 
these three basic concepts must be mastered: 


1. The nature of the problem of likelihood of confusion. 


2. The elements of the scientific methodology employed 
by psychologists in gathering information of the character 
needed. 


3. The reliability of these applied psychology techniques 
in ascertaining aggregate reaction to a given stimulus. 


It must be clear from the discussion above that there is noth- 
ing of a controversial nature involved in these tests. Nothing of 
the “dream analysis” or “psychologist’s couch” character is there- 
by being foisted upon the courtroom under the guise of ordinary 
evidence. If properly conducted, reaction tests are, like the rest 
of the current research of a similar nature, factual in character, 
reliable in their findings and readily subject to sound evaluation 
by the court with a modicum of aid by the expert. Moreover, there 
are actually no such things as legitimately contradictory reaction 
tests.*° Whenever they may be argued as presenting contradictory 
results, there is something fundamentally wrong with one or both 
of them which precludes the reliability of the facts they purport 
to show. With even the casual familiarity of the subject referred 
to above, the flaws become conspicuously obvious. The courts 
and opposing counsel are qualified to appraise such flaws at least 
as readily as they are to cope similarly with X-ray photographs 


40. But see Kennedy, op. cit. supra, note 22, at 98; Oneida, Ltd. v. National Silver 
Co., 25 N.Y.S.2d 271, 31 TMR 64 (N.Y. Sup. Ct. 1940); Quaker Oats Co. v. General 
Mills, Inc., 134 F.2d 429, 33 TMR 178 (C.C.A. 7, 1943); DuPont Cellophane Co. v. 
Wazxed Products Co., 6 F. Supp. 859, 24 TMR 187 (D.C.N.Y. 1934), modified, 85 F.2d 
75, 26 TMR 513 (C.C.A. 2, 1936); A. EF. Staley Mfg. Co. v. Staley Milling Co., 253 
F.2d 269, 278, 48 TMR 730 (C.A. 7, 1958). 
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offered in evidence to portray the alleged injuries to a com- 
plainant’s back. 

Expert statistical psychologists can, and often do, disagree 
as to refinements of testing or sampling technique. But areas for 
disagreement that are actually material to the issue before the 
court cannot exist in properly designed, conducted and tabulated 
tests. Obviously it is of no consequence if the experts may dis- 
agree as to a fraction of per cent of margin for possible variation 
of the results of a test indicating a twenty or thirty per cent area 
of likelihood of confusion. Moreover, such a test indicating a 
substantial percentage level of association is not offered for the 
proposition that a directly corresponding percentage of persons 
will wrongly impute the source of the goods when purchasing 
them. It is only evidence that an appreciable number are likely 
to do so.** 

To summarize, it is urged that a fairly designed, honestly 
conducted and adequately authenticated reaction test should reveal 
that the mark and goods in issue either do or do not indicate the 
complainant as their source.**? Whatever the results, they are 


41. See Kennedy, op. cit. supra, note 22, at 102, 103. 

42. Lest any imagine that the application of psychological methods to the prob- 
lems of proof in trade identity cases is wholly original with American jurisprudence, 
the following is quoted from HAANDBOG I VAREMAERKERET The Trademark Handbook), 
a Danish text by Harry v.p. HuDE and JULIE OLSEN (C.A. Reitzels Forlag, Axel Sandal, 
1945) p. 202: “As an illustration of how the question of confusion can lead to com- 
prehensive scientific investigations, we can refer to the Danish Supreme Court opinion 
of August 30, 1944 which was concerned with the question of confusion between two 
bottle labels for cherry fruit wine, KIRSINETTA—MORELLI. 

“In that case the plaintiffs in support of their claim that the two labels resembled 
each other too much, wished to illustrate for the court the possibilities of confusion 
which could be presumed to take place in common trade. Of course it would have been 
ideal for the purpose if one could have had a chance number of customers see the 
two bottles in an ordinary shop under exactly the same conditions as would exist during 
daily shopping where all the small occurrences of daily life could play a part. However, 
since it was impossible to carry out the experiment on such a natural basis the plain- 
tiffs asked the leader of the Psychotechnical Institute, Mr. Paul Bahnsen M.A. to make 
an investigation of the possibilities of confusion between the two marks, at the Institute. 
The Maritime and Commercial Court which did not find that the marks resembled each 
other too much had been presented with the result of a similar investigation made by 
Mr. Langkjaer M.A. at the Commercial College. However neither the Maritime and 
Commercial Court nor the Supreme Court seem to have laid much weight on the results 
of these experiments, since they are not mentioned in the premises of their opinions. 
The results of both investigations were in the plaintiffs’ favor but the defendants were 
nevertheless acquitted in both instances, in as much as the courts did not find that 
the marks seen in their entirety were confusing. As far as we know this is the first 
time in this country that psychology has been used in the service of Trade Mark law 
to illustrate the question of confusion. 

“That the courts, as far as we can judge, did not lay stress on these tests, does 
not exclude the possibility that through experiments of this sort, a guide to the public’s 
reaction could be found, and it is the reaction of the buying public which the regis- 
tration authorities and the courts should take into consideration, cfr. the wording of 
the law ‘in the common trade.’” (Translated by authors.) There follows a detailed 
explanation of the above test, pp. 203-209, as well as color illustrations of the various 
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fact which cannot be changed, and all subsequent legitimate tests 
will merely confirm the first. These tests provide the court with 
that technique which it most needs and for which there is frequently 
no satisfactory substitute in trade identity cases—a reliable means 
for determining the crucial question of whether the accused use 
is likely to result in appreciable confusion of source. It is believed 
that often no other available evidence can be as pertinent to the 
issue or entitled to as much weight.* 


VI. Conclusion 


Properly so, the progression of the law follows rather than 
leads in the affairs of man, for as Mr. Justice Holmes has said: 
“The life of the law has not been logic, it has been experience.” “* 
But the need for employment of a better means than “speculation” 
and “contemplation” *° in answering trade identity questions has 
been increasing for a century, and for half of it the methods of 
applied psychology have been recognized as offering that means. 
Is it, even yet, premature to propose that these methods be ac- 
cepted into the jurisprudence family as adult members? Is the 
experience had still insufficient? Any psychologist would scoff at 
such a query, and it appears he would be justified. Without a 
microscope there was little other than “contemplation” and 
“speculation” available to the searcher into certain of the mys- 


labeled products employed in the testing. The difficulties experienced in impressing the 
court, despite the scientific methodology applied and the positive results achieved, will 
not be surprising to American counsel who have worked in this field. 

43. In 1911 Arthur W. Barber, op. cit. supra, note 23, at 164, 165, wrote: “So, 
step by step, we shall arrive at the point where, given two trademarks or labels, the 
original and the imitation, we shall be able to affirm as a matter of fact, and not of 
opinion, that the imitation does mislead, or that it is rejected by the normal mind as 
spurious. Then we shall be able at once to simplify the task of the court and to aid 
the administration of justice. Then we can offer the testimony of real experts, students 
of the human mind, testifying, not of what they believe, but of the experiments they 
have made and the results they have reached. Then the judge will become a judge of 
facts, no longer a speculator in the realm of opinions. Then we shall be rid of much 
of the uncertainty, confusion, and looseness of thought, that characterizes today our 
application of the principles of justice to the facts of trade.” 

44, HOLMES, THE COMMON LAW, 1 (1881). 

45. See note 10, supra, Colburn v. Puritan Mills, Inc., 108 F.2d 377, 378, 30 TMR 
57 (C.C.A. 7, 1939). See also: Barber, op. cit. supra, note 23, at 155, 156: “It is 
to science that we must look to bring order out of this uncertainty. Psychology will 
supply the exact knowledge that will ultimately enable us to affirm, where today we 
only conjecture, to walk with a clear vision, where today we are stumbling in the twilight 
of the dawn.” 
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teries of biology. With such a tool speculation was promptly 
replaced by factual research and reliable findings. It is suggested 
that the present inquiry is analogous, and that we should delay 
no longer the application of so needed and truthworthy a tool.* 


46. See Barber, op. cit. supra, note 23, at 162: “In most cases, we cannot even 
prove deception of the careless and ignorant. We must content ourselves with trying 
to convince the court that confusion of the goods and deception of the customer are 
reasonably probable. Then we are at a loss to know how we shall do this. Usually in 
our helplessness, we bring the trade-marks, labels or packages into court, show them 
to the judge, and according as we are on one side of the case or the other, point out 
their likenesses or analyze their differences. Then the judge, in the exercise of his 
judicial common sense, settles the rights of the parties as they look to him. The method 
is very much as if, in a suit involving the area of a farm, the parties should ignore 
the fact that there is an exact method of arriving at the area and men skilled in doing 
so, and the judge, after first listening to the testimony of men who had paced the 
boundaries, as nearly as they could locate them, should adjourn to go by himself and 
pace the limits, to settle the fact by the evidence of his own legs.” Since the initial 
preparation of this article the volume entitled THE USE or SuRVEY RESEARCH FINDINGS 
AS LEGAL EVIDENCE by HIRAM C. BARKSDALE (note 22, supra) has been published. Any 
consideration of reaction testing in trade identity cases should include reference to this 
work which is the most comprehensive that has appeared to date on the general subject. 
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PATENT OFFICE 


Trademark Statistics 


January, 1959 January, 1958 


Applications filed 1,624 1,804 


Registrations issued 
Principal Register 1,257 1,196 
Supplemental Register 65 82 


1,322 1,278 
Renewals 208 237 
See. 12(c), publications 50 34 
Sec. 8, affidavits filed 1,013 1,062 
Sec. 8, cancellations 386 396 
Cancellations, other 8 31 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Canada 
Opposition Proceedings 


The following are decisions of the Registrar of Trade Marks 
in opposition proceedings: 


(a) FORMULA TWENTY-EIGHT applied for in respect of a pre- 
menstrual tension tablet was opposed by the owner of 
the trademarks 282, TABLETS 282, S.E.C. NO. 82, all of which 
were registered in respect of various pharmaceutical 
preparations. The Registrar held that, since the appli- 
cant’s mark is essentially TwENTY-EIGHT, the marks are 
confusingly similar and the application was rejected. 


ETERNALITE, in script form, applied for in respect of light 
bulbs was opposed by the owner of ETERNALITE registered 
in respect of candles. The Registrar held that “the marks 
being identical and the wares similar, there is likelihood 
that the concurrent use of both trademarks would lead 
to the inference that the wares were manufactured or 
sold by the same person.” The application was rejected. 


(c) piLcotiTte applied for in respect of concrete blocks was 
opposed by the owner of picaLiTEe registered in respect of 
diatomaceous earth products. The Registrar accepted the 
application holding “although the marks resemble each 
other in appearance and in sound, they do not convey the 
same idea. Having regard to this difference but more 
particularly to the difference in the specific wares to which 
they are applied, I do not consider the marks are con- 
fusing.” 


A representation of a female figure dressed in a gown 
and the words ancew’s TtoucH applied for’in respect of 
piece goods and fabrics for women’s lingerie, blouses and 
dresses was opposed by the owner of the trademark ance. 
ToucH registered in respect of girdles. The opponent 
alleged that since women’s lingerie, blouses and dresses 
would be sold in the same shops as women’s girdles, con- 
fusion would be likely. The Registrar upheld the opposi- 
tion and rejected the application. 


30 Canadian Patent Reporter 46 to 54 (Section IT). 
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Egypt 


Service Marks 


Regulations for the registration of service marks have been 
published and service marks may now be registered in Egypt. 


Federation of Rhodesia 
and Nyasaland 


Registered User Applications 
Referring to the note herein, 48 TMR 157, the time limit 
within which to whitewash previous unrecorded licensed use in 
the Federation by filing a Registered User application will expire 
on April 1, 1959. 


Germany (Federal Republic) 


Defensive Marks 


Plaintiffs, founded in 1902 under the name “Export- 
Parfumerie-Fabrik Colonia m.b.H.,” were acquired in 1948 by 
the firm 4711, the well-known toilet water company. In 1950, 
plaintiffs applied for registration of the trademark coLoNnia in 
respect of virtually all goods in the German classification, includ- 


ing articles of clothing. This application issued to registration on 
April 24, 1954. 

Defendants, manufacturers of ladies’ suits, were founded in 
1953. On October 21, 1954 plaintiffs asked defendants to eliminate 
the word coton14 from their name and, not receiving satisfaction, 
instituted suit for an injunction. Defendants counter-sued for the 
cancellation of plaintiffs’ coLon1a registration insofar as it covered 
“articles of clothing,” on the basis that, with respect to these 
goods, the registration was purely defensive and therefore invalid. 
In defending against the counter-suit plaintiffs proved that, from 
January 1, 1956 on, they had supplied various articles of clothing 
bearing the coton1a mark to their parent company, the firm 4711, 
and to other subsidiaries of the latter, for use by employees in 
the course of their employment. 

The Court of First Instance dismissed the suit and granted 
the counter-suit. The Court of Appeals dismissed both suit and 
counter-suit. The Supreme Court granted the suit and dismissed 
the counter-suit. 

At the heart of the Supreme Court’s decision was the holding 
that the fact that plaintiffs began to use their mark on articles 
of clothing within a reasonable period after its registration made 
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it, with respect to those goods, a reserve mark rather than a defen- 
sive mark. Although defendants adopted coton1a as part of their 
trading name in 1953, or three years prior to the commencement 
of use by the plaintiffs, they could not be heard to argue that, in 
1953, coLonta was only a defensive registration with respect to 
clothing, for the commencement of use of the mark on these goods 
in 1956—a reasonable time after the grant of registration in 1954— 
entitled the registrants to protection as of the date of the trade- 
mark application in 1950. 

The defendants’ contention that use of the mark in commerce 
exclusively with firms affiliated with the plaintiffs did not consti- 
tute such use as to change the character of the mark from a defen- 
sive to a reserve mark was rejected, partly on the basis that 
plaintiffs were not the sole suppliers of work clothes to other 
companies of the “4711” group and were therefore using their 
mark in competition with other suppliers. 


Decision of the Supreme Court dated January 31, 1958, reported 
at 1958 GRUR 544. 


Great Britain 
Passing-Off 

The High Court decision in the rurmrx case (Oertli v. Bowman 
(1956), R.P.C. 282) was reported at 46 TMR 1346 and the Court 
of Appeal decision in the same ease ((1957) R.P.C. 388) was 
reported at 47 TMR 1457. The case has now been taken to the 
House of Lords. The House of Lords upheld the decision of the 
Court of Appeal and specifically confirmed the fact that the ruRMIx 
registration had been invalidated because of failure to enter the 
defendant as a Registered User. In the words of Viscount 
Simonds: 


“The requirements of Section 28 of the Trade Marks Act were 
not complied with in regard to this license; accordingly the 
registration of the mark was invalidated. No question there- 
fore arises of infringement of statutory Trade Mark.” 


Oertli v. Bowman (1959), R.P.C. 1. 


Rectification Proceeding 


The Assistant-Comptroller’s decision in the expungement 
proceedings against the registration of NATURLIZET is reported at 
48 TMR 1371. The Assistant-Comptroller had held that the 
American Company, which was seeking the cancellation of 





Vol. 49 T. M. R. NOTES FROM OTHER NATIONS 179 





NATURLIZET because of its ownership of NATURALIZER, was unable 
to establish the reputation of its own trademark in Great Britain 
largely because the American made shoes were never sold in Great 
Britain. On appeal to the High Court, Mr. Justice Wynn-Parry 
upheld the Assistant-Comptroller’s decision on that point but, 
nevertheless, ordered that the NatuRLIzEt registration be expunged 
on the ground that NaTURLIZET was copied from NATURALIZER and 
that the Court should exercise its discretion in favor of the 
American Company. In this connection the Judge stated: 


“It is incumbent on an applicant for registration of a trade- 
mark which has not yet been used in trade to assert that it 
is proposed to be used by him and that he claims to be the 
proprietor thereof. If there is an owner of a similar trade- 
mark who has made an earlier assertion of proprietorship 
and who has not abandoned that claim, then the claim of the 
applicant is not well founded and the application should not 
be allowed to go forward. 

Here it is true two words are involved—NATURALIZER and 
NATURLIZET. The Assistant-Comptroller disposed of this part 
of the case by saying that on the question of discretion he 
found nothing in the evidence to establish that the Respon- 
dents had copied the Appellants’ mark. With all respect to 
him, that can hardly be a satisfactory way of dealing with 
the problem. No evidence by the Appellants on such a point 
could be expected. It must to my mind be a question of res 
ipsa loquitur or nothing. I find it impossible to treat the case 
as one of coincidence and to take the view that in evolving the 
word NATURLIZET as a trademark in relation to ladies’ shoes 
the Respondents had no regard to the Appellants’ mark 
NATURALIZER. 

Apart from the application of the principle res ipsa 
loquitur, there is a circumstance on which the Appellants 
relied to which no reference is made by the Assistant- 
Comptroller, but to which, in my view, considerable signifi- 
cance ought to be attached. The Chairman of the Respondents 
made a declaration: the Appellants then intimated that they 
would desire to cross-examine him at the Hearing before the 
Assistant-Comptroller. On receipt of this intimation, the 
Respondents withdrew the declaration. I was asked by Mr. 
Bevan (attorney for the Appellants) to regard this with- 
drawal as being quite colourless. I am unable to do so.” 


Application by Brown Shoe Company Inc. for Rectification of the 
Register (1959) R.P.C. 29. 
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Mexico 
Registrability of Geographical Names 


An application was filed to register the trademark tTuxsa in 
respect of machinery and tools. The Patent Office refused the 
application on the ground that Tulsa is a geographical term. After 
several appeals, the applicant obtained a Ruling from the Mexican 
Supreme Court that the application should be accepted. The 
Court’s decision stated that not all geographical names denote a 
source of origin; TuLsA has no meaning whatsoever in the tool 
industry and does not create any association with the origin of 
such products in the mind of the public. The prohibition in the 
law against registration of geographical names is deemed to cover 
only such names which the public associates with specific products. 
The fact that the applicant’s factory was located in Tulsa, Okla- 
homa is irrelevant because the applicant might change the location 
of its factory and, in any event, since TULSA is not an unregistrable 
geographical name, other tool manufacturers (not located in a 
place named Tulsa) would be in a position to register this name 
as a trademark and the same should accordingly also apply to 
those who by coincidence are actually located in Tulsa. The pro- 


hibition against registration of geographical names as trademarks 
is intended to protect the consuming public from confusion or 
deception about the origin of products and to prevent one manu- 
facturer from benefiting from the reputation or fame acquired by 
a region or place as a center for manufacture of particular 
goods. 


Decision of the Mexican Supreme Court, 2nd Division, November 
19, 1958. 


Norway 
Cancellation Action 


The defendant, a Norwegian Company, obtained a registra- 
tion for the trademark GarpIzeETTE in respect of curtains. The 
plaintiff, a German Company, brought an action to cancel this 
registration on the ground of its prior use of GARDISETTE in respect 
of the same goods. It was established that the German firm had 
begun to use its mark in Germany in 1952 and in 1953, before the 
defendant’s GARDIZETTE application was filed, the plaintiff had 
already sold some of its curtains under the trademark GARDISETTE 
in Norway to several different dealers. The plaintiff was able 
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to establish that it had made substantial sales of GARDISETTE cur- 
tains in several countries of Europe and that many Norwegian 
and other European dealers knew about the product and the trade- 
mark. In 1955 the defendant began to use GARDIZETTE. 

The Court pointed out that the plaintiff was negligent in wait- 
ing six years before attempting to obtain a registration of its 
mark in Norway but, nevertheless, an unregistered trademark is 
entitled to protection under certain circumstances. Section 10 of 
the Norwegian Trade Mark Law provides, inter alia, that a trade- 
mark registration may be expunged on the ground of prior use 
of a similar trademark if, before the filing of the application for 
the registration to be expunged, the prior mark “was known within 
the business circle in question as another firm’s trademark for 
articles of the same or similar kind.” The defendant argued that 
even though there might have been some use of the plaintiff’s 
mark in Norway prior to the defendant’s application, the plain- 
tiff’s mark was not known in Norwegian business circles before 
the relevant date. However, there was no question as to the 
established reputation of GARDISETTE in several other European 
countries. 

The Court held: 


“It is of no consequence whether this business circle is in or 
outside this Empire... It is the intention of the law to give 
legal protection as far as there is an actual interest present 
to prevent somebody else from utilizing the same trademark. 
Need of legal protection is not only present within the market 
where the trademark is already fully established, but there is 
also a need present, and legal protection must be given, for 
a market that lies within the natural expansion possibilities... 
The Court does not agree with (the) interpretation of the 
law that implies a limitation of a foreign exporters’ right on 
the Norwegian home market. Such a result rests upon an 
interpretation of Section 10 which has no support in the text of 
the law and which is out of keeping with the spirit of the Paris 
Convention and which implies a most unconvincing chain of 
reasoning. In any case Norway is not interested in limiting 
the rights of the export trade in this way since Norway’s 
own export trade is of decisive importance to the prosperity 
of the whole Country. According to the results that the Court 
has reached above, it is unnecessary to take a stand upon 
the question of whether (the plaintiff) had made its trademark 
known as its special trademark in the trade circles in question 
in Norway. The Court confines itself to pointing to the plain- 
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tiff’s sales and advertisements in Norway. At the same time 
one will by no means dismiss the possibility that the trademark 
was known on the Norwegian market as the plaintiff’s special 
trademark in the relevant trading circles. The defendant 
has lost the case and must pay his opponent the costs of the 
law suit.” 


Decision dated May 12, 1958 of the County Court of Halden, 
Norway. 


Union of South Africa 
Opposition Proceedings 

An application for strrouac in respect of sterilized fresh milk 
in liquid form and flavored milk in liquid form was opposed by 
the owners of ouac, there being two registrations thereof, one in 
respect of specially prepared infants’ foods and the other in 
respect of all goods in the food class, and rEcouac registered in 
respect of specially prepared food in powder form for infants. 
The Registrar held that strroLac and ouac were not confusingly 
similar. However, having decided that sterilized fresh milk in 
liquid form and flavored milk in liquid form on the one hand and 


specially prepared food in powder form for infants on the other 
hand are goods of a similar kind, the Registrar held that there 
was a reasonable possibility of confusion between sTEROLAC and 
RECOLAC and rejected the application. 


Patent Journal, Volume 11, No. 45, November 12, 1958. 





Vol. 49 T.M.R. LIST OF OTHER TRADEMARK ARTICLES 


LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 

American Optical Co., The. 
Dynamic Design for Professional Line. (Modern Packaging, January, 1959, pp. 
102-103, 165.) 
Inventory reductions and simplified packaging gain new identity for American 
Optical’s 2,000 products. 

Curran, R. E. 
Protecting the Consumer. (Food Drug Cosmetic Law Journal, Vol. 13, No. 11, 
November, 1958, pp. 706-718.) 
Canadian law has standards for food and drugs to prevent consumer from being 
misled or deceived. 

Diamond, Sidney A. 
How to Choose a Brand Name. (Advertising Age, January 12, 1959, pp. 74, 76.) 

Engelhard Industries, Inc. 
9 Companies Under 1 Banner—Engelhard Finds a Unified Image Gets Best Recall. 
(Printers’ Ink, January 16, 1959, pp. 35, 38.) 

Iran. 
Trademarks. New Classification of Goods. (Patent and Trade Mark Review, Vol. 
57, No. 3, December, 1958, p. 65.) 

Jordan. 
Trade Marks Law in Jordan. (Middle East Law Review, Vol. 1, No. 9, December, 
1958, pp. 440-461.) 

New AMA Survey Probes Uses and Values of Marketing Research. (Printers’ Ink, 
January 16, 1959, pp. 19-22. 

Rotondi, Mario. 
Unfair Competition in Europe: Its Present Theory and Unfair Trade Practice. 
(The American Journal of Comparative Law, Vol. 7, No. 3, Summer, 1958, pp. 
327-349.) 

Schrank, M. C., Co. 
Million-Dollar Pajama Package. (Modern Packaging, January, 1959, pp. 80-81, 
170.) 
600 different items with range of styles, colors and sizes are now being packaged 
with a five-point plan that capitalizes on every phase of new packaging. 


Why Do Business Papers Change Titles? (Printers’ Ink, February 6, 1959, pp. 44, 46.) 
Why more than 50 business publications changed names last year. 


RECENT PUBLICATIONS 


TraDEMARK Laws. A compilation of the trademark laws in force 
as of January 1, 1959. Washington, D. C., U. S. Government 
Printing Office, 1959. 20 cents per copy. 


Rvutes oF PRACTICE OF THE PATENT OFFICE, as amended and effec- 
tive on January 1, 1959. Washington, D. C., U. S. Government 
Printing Office, 1959. 30 cents per copy. 


Both publications may be obtained from the Superintendent of 
Documents, U. S. Government Printing Office, Washington 25, 


D. C. 


* Copies of these articles are available for reference in the Association’s library. 
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RAISIN GROWERS OF CALIFORNIA 
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REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
In a trademark infringement action in 1929, plaintiff sought to restrain defen- 
dant from using SUN-MAID on any products other than raisins or raisin products, 
as contained in an agreement signed in 1915 in settlement of an infringement action 
brought by plaintiff’s predecessor, the district court ruled the contract of settlement 
valid but denied relief on the ground of plaintiff’s laches, and ruled there was no 
likelihood of confusion between SUN-KIST and SUN-MAID. The decision was reversed 
on appeal, the court holding the contract valid; relief not barred by laches and 
granted an injunction. The defendant now moves to dissolve the injunction on the 
ground that plaintiff has abandoned use of the trademark SUN-KIST and that plain- 
tiff’s use of the mark has been monopolistic, and therefore the injunction is 
inequitable. 

Contract, valid at time of execution, cannot be invalidated by subsequent events. 
Contract not in violation of Sherman Act since contract did not restrict defendant 
from selling competitive goods but merely restricted defendant’s freedom to extend 
use of trademark. 

REGISTRABILITY—TITLE 
REGISTRABILITY—ASSIGNMENTS 

Owner may assign trademark with business, but this does not terminate its 

rights under contract. Assignor still has right to enforce injunction. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Injunction may be modified in light of changing conditions, but not unless 
conditions have so altered as to change judgment into an instrument of wrong. 
Settlement of a disputed claim is good consideration for agreement of compromise, 
and vacated findings of lack of confusing similarity and subsequent assignment are 
not such changed conditions as to justify modification of a judgment. Motions 

denied. 

































é Action by California Packing Corporation v. Sun-Maid Raisin Growers 
of California for trademark infringement. Defendant moves to dissolve 
injunction. Motion denied. 
See also 24 TMR 383, 26 TMR 255. 
Pillsbury, Madison & Sutro and George A. Sears, of San Francisco, Cali- 
fornia, for plaintiff. 
Boyken, Mohler & Wood and Gordon Wood, of San Francisco, California, 
for defendant. 













YANKwicH, Chief Judge. 
This is a motion by the defendant Sun-Maid Raisin Growers of Cali- 
fornia, to be referred to, at times, as Sun-Maid, to dissolve the injunction 
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issued in this case on June 15, 1936, or, in the alternative, to join Sun-Kist 
Growers, Inc. as a party. The gist of the demand for relief is stated by the 
movant substantially in this manner: 

The basis for the motion is the general power of the Equity Courts 
to relieve a person of the effect of an injunction if conditions have changed, 
and the direct provision of Subdivision (b)(5) of Rule 60 of the Federal 
Rules of Civil Procedure, which authorizes the court to relieve a person 
from a final judgment when “it is no longer equitable that the judgment 
should have prospective application * * *.” 


I. THe Prior PROCEEDINGS 


A proper understanding of the motion requires an outline of the facts 
from which the litigation stemmed. 

The action was begun on October 16, 1929, by a complaint filed by the 
plaintiff, California Packing Company, a corporation, seeking to restrain 
the defendant from using the trademark SUN-MAID on any products other 
than raisins or raisin products. The plaintiff was the owner of the trade- 
mark SUN-KIsT. On June 15, 1915, an action had been instituted in the 
United States District Court for the Southern District of New York by 
plaintiff’s predecessor, J. K. Armsby Co., against Ernest L. Heebner and 
Archibald C. Clark. In it, it was alleged that the J. K. Armsby Co. owned 
the trademark SUN-KIST, which was infringed by the trademark SUN-MAID 
used by the defendants. The action was settled by an agreement whereby 
plaintiff’s predecessor granted to Sun-Maid the right to use SUN-MAID on 
raisins or raisin products only. In the instant suit, it was alleged that the 
plaintiff had acquired the right of the predecessor to the business then 
conducted by them, that of preparing and marketing foods and ingredients 
of foods and the good will, and that the trademark of the plaintiff’s prede- 
cessor was included. 

It was also alleged that the plaintiff’s predecessor had used the trade- 
mark SUN-Kist from about 1903 to such an extent that, in the mind of the 
public, the word SUN-KIsT became associated with their products, which 
included canned fruits, vegetables, jams, jellies and other products, and 
that the trademark was registered on various occasions to cover various 
products, beginning with the first registration on January 28, 1908, the 
last one being on October 10, 1916. 

On November 8, 1916, the Armsby Company assigned to the plaintiff 
the right to use the trademark suN-KIsT. On March 10, 1917, an agreement 
was entered into between the then parties to the lawsuit. In consideration 
of the settlement of the controversy, the California Associated Raisin Com- 
pany, defendant’s predecessor, was given the right to use the name SUN-MAID 
on raisins and raisin products only. The California Associated Raisin 
Company changed its name on February 17, 1922, to Sun-Maid Raisin 
Growers. 
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In 1923, Sun-Maid Raisin Growers found itself in financial difficulties 
which led to the determination that it would have to liquidate its business 
and dispose of its assets. The defendant was organized for the purpose 
of taking over its raisin packing business. On August 1, 1923, a contract 
was entered into between the Sun-Maid Raisin Growers and the defendant 
by which, among other things, it agreed to transfer its raisin packing 
business and the good will, including the applicable trademarks. On June 
3, 1924, Sun-Maid Raisin Growers was adjudged a bankrupt. In the bank- 
ruptey proceedings, its assets, including the trademark SUN-MAID were 
transferred to the defendant in accordance with the Agreement of August 
1, 1923. Of the effect of this contract, the Court of Appeals has said: 


“The appellee {defendant here] claims that it had no knowledge 
of the agreement of March 10, 1917, and is not bound thereby, and 
that the agreements contained in that contract to be performed on 
behalf of its predecessor are covenants which do not run with the per- 
sonal property assigned and are binding only on the parties to the 
contract. This contention overlooks the character of the trademark and 
the right to its use. The California Associated Raisin Company under 
its own name, the Sun-Maid Raisin Growers, could not convey any 
right to the use of a trademark which it did not own, and that right 
had been expressly limited by the agreement of March 10, 1917, wherein 
the parties had agreed to limit the use of that trademark to raisins and 
raisin products. Consequently, the trustee in bankruptcy sold that 
right and no other. By its agreement to refrain from using the trade- 
mark SUN-MAID on any other than raisin products, it acquired the un- 
questioned right, so far as the parties here involved were concerned, 
to the use of that trademark on raisin products. The contract of settle- 
ment of the divers claims of the parties to the use of the trademarks 
SUN-MAID and SUN-KIST was based upon mutual concessions as to 
doubtful claims. The appellee has enjoyed the fruits of that contract 
ever since it was executed and has packed nearly $250,000,000 worth 
of raisin products under the trademark ‘Sun-Maid.’ The appellee hav- 
ing purchased the rights of one of the parties to the contract of March 
10, 1917, cannot avoid the corresponding burden.” California Packing 
Corporation v. Sun-Maid Raisin Growers, 81 F.2d 674, 676-677, 28 
USPQ 302 (26 TMR 255). (Emphasis added.) 


To continue with the allegations of the Complaint in the present case: 

It was alleged that, on January 1, 1929, the defendants had, in viola- 
tion of the Agreement, applied the word SUN-MAID to canned goods, canned 
fruits and vegetables and other products of the same class which had been 
preempted by plaintiff’s predecessor under the trademark suN-KIST, in viola- 
tion of the Agreement of March 10, 1917, and that the similarity between 
the two trademarks was such as to create confusion as to the source and 
sponsorship of the goods. 

The Complaint asked that the defendant be enjoined from using the 
trademark sUN-MAID otherwise than on packages containing raisins or raisin 
products or confections made wholly from raisins. 
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The Answer, which, in effect admitted the existence of the contract, 
denied that the defendant, at the time it acquired, in bankruptcy, the rights 
of its predecessor, knew of its existence, disputed the claimed confusing 
similarity between the two trademarks and pleaded laches. 

In other respects, the Answer need not concern us because Judge Paul 
J. McCormick, in his judgment, found generally in favor of the defendant. 
His findings, dated March 12, 1934, were preceded by a published opinion, 
dated February 23, 1934 (California Packing Corp. v. Sun-Maid Raisin 
Growers of California, 7 F.Supp. 497, 23 USPQ 139, 24 TMR 383), which, 
in substance, while holding that the defendant did not know of the exis- 
tence of the contract of March 10, 1917, ruled that it, nevertheless, was 
bound by it. However, he denied relief upon the ground of laches in fail- 
ing to institute proceedings against SUN-MAID for the use of the trademark 
on other than raisin products. Certain findings and conclusions of law 
only are important because they are among the grounds urged for the 
present motion. They read: 


Finding 15: 

“The name SUN-MAID both with and without the suN-mMAmD girl pic- 
ture, indicates and is understood to indicate in the grocery trade and 
to the public, that the goods to which it is applied come from the 
defendant.” 

Finding 16: 

“Defendant in this case has not acted fraudulently and is not 
seeking to take advantage of complainant’s reputation or the reputa- 
tion of its suN-KIsT goods. Defendant is acting in good faith and there 
is no confusing similarity between the two trademarks in suit. The 
use by defendant of the trademark SUN-MAID is not likely to, and does 
not, produce any confusion or mistake, or represent directly or indi- 
rectly that defendant’s goods come from complainant.” 


Conclusions of Law 2 and 4 read: 
“2. The word SUN-MAID is not an infringement of SUN-KIsT when 
both are used on goods of the same descriptive properties. 


4. Defendant has the right to use its SUN-MAID trademark on and 
as applied, not only to raisin goods, but to non-raisin goods.” 


These conclusions were not carried over into the judgment. Absent a 
counter claim for declaratory relief (28 U.S.C. §§ 2201, 2202) for the 
defendant as to the validity or infringement of its mark, the Complaint 
was ordered dismissed. The decree of dismissal dated March 26, 1934, after 
a brief preamble, consists of one short paragraph: 


“Ordered, adjudged and decreed that the bill of complaint herein 
be and the same is hereby dismissed with costs to defendant * * *.” 


On appeal the Court of Appeals for the Ninth Circuit reversed the 
judgment. California Packing Corp. v. Sun-Maid Raisin Growers, 81 F.2d 
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674, 28 USPQ 302 (26 TMR 255). The opinion, in effect, held that Sun- 
Maid was bound by the contract of March 10, 1917. In a brief paragraph, 
the Court stated the problem: 


“The primary question in the case is whether or not the appellee 
Sun-Maid Raisin Growers of California, is bound by the contract of 
March 10, 1917.” At page 676, 28 USPQ at 303 (26 TMR at 257). 


The Court found that the contract was binding and that neither laches 
nor any other equity consideration stood in the way of enforcing it against 
Sun-Maid. 

Upon the mandate of reversal reaching the Court below, apparently 
without any objection,—and indeed with the approval of the then attorneys 
for the defendant,—under the then Local Rule 44, a final decree was 
entered on June 15, 1936, granting an injunction as originally prayed for 
in the Complaint, enjoining Sun-Maid from using the trademark SUN-MAID 
otherwise than 


“on packages containing raisins or on packages containing food products 
or confections made wholly or in part from raisins, provided that such 
injunction shall not enjoin or restrain defendant from using its present 
corporate name.” 


No further proceedings were had until December 16, 1954, when the 
defendant filed a motion identical with the present motion to dissolve the 
injunction. It alleged, in substance, the same facts as are alleged in the 
present motion, that the plaintiff has abandoned the use of the trademark 
SUN-KIsT and that it appears from a deposition of an officer of the plaintiff 
that they have no interest in continuing the injunction and generally that 
it would be inequitable to continue to enforce it prospectively. The matter 
was heard upon documentary evidence and a deposition, by Judge Peirson 
M. Hall, who, on the 20th day of January, 1956, entered an Order declining 
to rule on the merits, but directing the dismissal of the motion, for failure 
to comply with the requirement that a proceeding to affect a final judgment 
should be addressed, in the first instance, to the Circuit Court of Appeals 
which had ordered the judgment entered. An appeal from that Order was 
taken, and on January 16, 1957, the Court of Appeals dismissed the appeal 
as not being from a final order. Considering the proceeding before it as 
a request for permission to proceed in the District Court, they granted it. 
Sun-Maid Raisin Growers of California v. California Packing Corp., 244 
F.2d 895. 

Before the Court now is the same motion on practically the same 
grounds with the added ground that the plaintiff has used the trademark 
SUN-KIST monopolistically and that, for that reason, the further enforce- 
ment of the injunction would be inequitable. 
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II. ALLEGED INVALIDITY OF CONTRACT AS MONOPOLISTIC 


In dealing with the validity of the contract, it is to be borne in mind 
that a contract valid at the time it was entered into cannot be invalidated 
by conditions developing at a later date. 17 C.J.S., Contracts, § 22. The 
decision in this case is based upon a valid contract which stemmed from 
litigation relating to the SUN-KIsT and SUN-MAID trademarks. The findings 
as to the absence of confusing similarity between the sUN-KIST and SUN-MAID 
trademarks contained in the original findings in the case were not trans- 
muted into the decree finally entered in the case. For that decree was 
based solely upon the court’s conclusion that the defendant’s predecessor 
by contract had assumed the obligation to limit its use of the mark SUN-MAID 
to raisins or raisin products only, and that no reason existed, in equity, 
for relieving it from the obligation. Speaking more specifically of the 
contention that the contract of March 10, 1917, is monopolistic: The con- 
tract did not then, nor does it now create a monopoly in violation of the 
Sherman Anti-Trust Act. (15 U.S.C. §1 et seq.) The present trend of 
the courts is not to consider control of a commodity in itself as constituting 
a monopolistic practice which goes counter to the Sherman Anti-Trust Act 
unless the control of the market is such that the public has no access to 
competitive commodities. The Supreme Court in United States v. E. I. 
Du Pont De Nemours & Co., 351 U.S. 377, 394, stated the problem in this 
manner: 


“#* * * When a product is controlled by one interest, without sub- 
stitutes available in the market, there is monopoly power. * * * But 
where there are market alternatives that buyers may readily use for 
their purposes, illegal monopoly does not exist merely because the 
product said to be monopolized differs from others. If it were not so, 
only physically identical products would be a part of the market.” 


Even when the right to trade is limited, there is no anti-trust violation 
in an agreement unless it result in an unreasonable restraint. Restatement, 
Contracts, §§ 512-513; Apex Hosiery Co. v. Leader, 310 U.S. 469, 485-486, 
497; Times Picayune Pub. Co. v. United States, 345 U.S. 594, 611; Stearns 
v. Tinker & Rasor, 252 F.2d 589, 116 USPQ 222; Klor’s, Inc. v. Broadway- 
Hale Stores, Inc., 255 F.2d 214. And see the writer’s opinion in Martin v. 
Ford Alexander Corporation, 160 F.Supp. 670, 686-687, 117 USPQ 378, 
390-391. 

So, even if the agreement of March 10, 1917, had the effect of pre- 
venting Sun-Maid’s predecessor, and consequently Sun-Maid, from engag- 
ing in the production and marketing of products other than raisins and 
raisin products, the monopolistic feature would not be a violation of law 
or public policy without an actual showing that there were no others in 
the field engaging in the production and sale of products competitive to 
those of the plaintiff. However, the agreement is much narrower. It does 
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not prevent Sun-Maid from engaging in the production of canned products 
of fruits and vegetables other than raisin and raisin products. It merely 
restricts the use of the trademark SUN-MAID to such products. Sun-Maid’s 
predecessor was free, and Sun-Maid itself has been free all these years, to 
can anything,—vegetables, or fruits,—and market them under any name 
so long as that name is not SUN-MAID. The owner of a trademark has prop- 
erty right which attaches to the mark so long as the mark is used in the 
conduct of a business, or in the sale of goods. 15 U.S.C. § 1051; 87 C.J.S. 
Trademarks, Trade Names, and Unfair Competition § 2; Stork Restaurant 
v. Sahati, 166 F.2d 348, 352, 76 USPQ 374, 376 (38 TMR 431) ; Continental 
Distilling Sales Co. v. Brancato, 173 F.2d 296, 298, 80 USPQ 543, 544 (39 
TMR 305) ; Bulova Watch Co. v. Steele, 194 F.2d 567, 569, 92 USPQ 266, 
268 (42 TMR 299). 

Generally, the owner of a trademark may assign or transfer the mark 
to others for use in conjunction with a business or products, even if a proper 
name is a part of the mark and the purchaser will be protected. 87 C.J.S. 
Trademarks, Trade Names, and Unfair Competition § 171; Guth v. Guth 
Chocolate Co., 224 F. 932, 9834 (5 TMR 380); Reddy Kilowatt, Inc. v. 
Mid-Carolina Electric Co-op., 240 F.2d 282, 289, 112 USPQ 194, 199 (47 
TMR 241). And see, 15 U.S.C. §§ 1052, 1127. 

In the case before us, the plaintiff, since the issuance of the injunction, 
has sold its trademark SUN-KIstT and the good will attached to it. This sale 
does not terminate its rights under the contract, so far as SUN-MAID mark 
is concerned. During the negotiations for the sale of the mark, the existence 
of the injunction was considered as a part of the good will which was being 
transferred. Much is made of the fact that the contract of September 20, 
1950, does not transfer the injunction. In a sense, a judgment is a contract. 
49 C.J.S. Judgments §6; Am.Jur., Judgment, §7. As stated by the 
Supreme Court in Blount v. Windley, 95 U.S. 1738, 176: 

“Tt is undoubtedly true, in some sense and for some purposes, that 

a judgment has been treated and considered as a contract; and we 

are not disposed to deny that the judgment in this case is evidence of 

a contract. But the judgment is only a contract because it is evidence 

of a debt or obligation on the part of defendant due to plaintiff. The 

judgment itself presupposes, and is founded on, some antecedent obli- 
gation or contract, because it now has the sanction of the judicial 
determination of its validity and the amount by a court of law. 

The essential nature and character of the contract remains unchanged.” 

(Emphasis added.) 


And it may well be assumed that, if a judgment granting injunctive relief 
is assignable, the courts would protect the assignee because the effect of an 
assignment absolute in form is “to vest the legal title” in the assignee. 
Spiller v. Atchison, T. & 8. F. Ry. Co., 253 U.S. 117, 134. But such an 
assignment is not necessary in order to continue to secure the benefits of 
the injunction. An assignor at common law had the sole right to protect 
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the assignee, by legal means, in the thing he assigned or in the rights 
ancillary to it. 6 C.J.S. Assignments § 124. Now the assignee has such 
right in his own name, as he is the real party in interest in the thing 
assigned. 6 C.J.S. Assignments § 125; California Code of Civil Procedure, 
§ 367; Lucey Mfg. Corp. v. Morlan, 14 F.2d 920; Curtin v. Kowalsky, 145 
Cal. 431, 434-435; Cohn v. County Board of Supervisors, 135 Cal. App.2d 
180, 184. Regardless of any provision in the contract, the plaintiff would 
be required, should its rights to the injunction be challenged, to defend 
them insofar as they affect the rights of the assignee. More important than 
the right to the use of the trademark SUN-KIST is the fact that through the 
contract Sun-Maid’s predecessor bound itself to limit its use of the SUN-MaAID 
trademark to raisins and raisin products. When the plaintiff’s predecessor 
acquired the right not to have the SUN-MaID trademark used on other prod- 
ucts, it also confirmed Sun-Maid’s exclusive right to the use of the mark 
on raisins and raisin products. Indeed, the preamble to the Agreement 
States: 


“Whereas, the party of the first part desires that its right to use 
the said trademark SUN-MAID in connection with the packing and sale 
of raisins and food products or confections containing raisins shall 
be established as against said The J. K. Armsby Company, or its 
successors, or any one claiming through or under them, the right to 
use said trademark SUN-KIST, and to that end to procure the dismissal 
of said suit ;” 


There is added strength to this position when we consider that the Court 
of Customs and Patents Appeals, in a contest over the same trademark, held 
that, by reason of the contract Sun-Maid 


“was restricted in its use of its mark SUN-MAID, and may not assert 
ownership of the same as applied to the goods described in its pending 
applications.” California Packing Corp. v. Sun-Maid Raisin Growers, 
64 F.2d 370, 376, 17 USPQ 255, 261 (26 TMR 255). 


III. No SHOWING oF OPPRESSIVE EFFECT OF INJUNCTION 


Factually, the showing made by the affidavits, exhibits and depositions 
is insufficient to cause us to relieve Sun-Maid of its contractual obligations. 
A court of equity may, in the light of changed conditions, relieve a person 
of the effect of an injunction. However, courts will not do so unless the 
conditions have so altered as to change the judgment “into an instrument 
of wrong.” United States v. Shift & Co., 286 U.S. 106, 115. In the case 
just cited, in which the phrase just quoted was used, a leading case on the 
subject, the Court said: 


“There is need to keep in mind steadily the limits of inquiry 
proper to the case before us. We are not framing a decree. We are 
asking ourselves whether anything has happened that will justify us 
now in changing a decree. The injunction whether right or wrong, 
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is not subject to impeachment in its application to the conditions that 
existed in its making. We are not at liberty to reverse under the guise 
of readjusting. Life is never static, and the passing of a decade has 
brought changes to the grocery business as it has to every other. The 
inquiry for us is whether the changes are so important that dangers 
once substantial, have become attenuated to a shadow. No doubt the 
defendants will be better off if the injunction is relaxed, but they are 
not suffering hardship so extreme and unexpected as to justify us in 
saying that they are victims of oppression. Nothing less than a clear 
showing of grievous wrong evoked by new and unforeseen conditions 
should lead us to change what was decreed after years of litigation 
with the consent of all concerned.” 286 U:S. at page 119. 


The Court of Appeals for the Ninth Circuit has applied this principle 
in Morse-Starrett Products Co. v. Steccone, 205 F.2d 244, 98 USPQ 62 (43 
TMR 1158). The Court, after quoting the language of the Swift case, set 
out above, stated: 


“In the instant case there has been no adequate showing either 
that changed conditions make continuation of the injunction inequitable 
or that operation of the injunction cannot have the intended effect. 
See Restatement, Torts, § 943, comment (e) (1939). The case upon 
which Mr. Steccone relies for the proposition that such a showing is 
unnecessary, Coca-Cola Co. v. Standard Bottling Co., 138 F.2d 788, 59 


USPQ 366 (34 TMR 2), does recognize that modification of a decree 
depends upon a showing of changed circumstances of sufficient im- 
portance to warrant such modification.” 205 F.2d at page 248, 98 
USPQ at 65 (43 TMR at 1163). 


Significantly, in Footnote 5 of the opinion (at page 249, 98 USPQ at 65), 
Judge Orr adverts to the statement of the Advisory Committee on the 
Amendments to the Rules, that Rule 60(b) of the Federal Rules of Civil 
Procedure does not assume 


“to define substantive law as to the grounds for vacating judgments, 
but merely prescribes the practice in proceedings to obtain relief.” 
(See, 28 U.S.C., Rule 60, p. 313.) 


See, Block v. Thousandfriend, 170 F.2d 428, 430; Elgin Nat. Watch Co. v. 
Barrett, 213 F.2d 776, 780; Federal Deposit Insurance Corp., to Use of 
Secretary of Banking v. Alker, 234 F.2d 113, 116 and Footnote 4. 

In effect, this means that the rule referred to does not go beyond the 
principles which have obtained in Courts of Equity for granting relief 
from judgments. 49 C.J.S. Judgments §§ 341-342; 43 C.J.S. Injunctions 
§ 237; 28 Am.Jur., Injunctions, § 323. And see, Milk Wagon Drivers Union 
of Chicago, Local 753 v. Meadowmoor Dairies, 312 U.S. 287, 298; Cole v. 
Fairview Development, Inc., 226 F.2d 175. 
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IV. THE COMPROMISE AS THE BASIS FOR THE INJUNCTION 


It is axiomatic that the settlement of a disputed claim is a good con- 
sideration for an agreement to compromise. 1 C.J.S. Accord and Satisfac- 
tion § 4, p. 475. The decree of the court entered after the reversal of the 
original decree made no reference to the rights to the Sun-Kist trademark. 
It read: 


“Tt is further ordered, adjudged and decreed that an injunction 
issue herein perpetually enjoining and restraining the defendant, its 
agents and servants, and all claiming and holding through or under 
it, from using the trademark SUN-MAID otherwise than on packages 
containing raisins or on packages containing food products or confec- 
tions made wholly or in part from raisins, provided that such injunc- 
tion shall not enjoin or restrain defendant from using its present 
corporate name.” 


Significantly, no new findings were made, and as the decree was 
approved by both sides, it may be assumed that, although the original 
findings disappeared with the reversal of the judgment in favor of the 
defendant, counsel for both parties waived new findings. So Sun-Maid 
cannot, at the present time, recapture the benefit of a finding of non- 
confusion which the Court of Appeals’ decision set aside, and upon such 
finding base the argument that the plaintiff no longer being interested in 
the sUN-KisT label, they should be deprived of the benefit of the judgment. 

The short answer to this contention is that the injunction merely 
confirmed rights with which Sun-Maid’s predecessor had parted in 1917. 
In truth, the final injunction issued was based upon one ground only, 
namely, that Sun-Maid’s predecessor by contract had limited itself to using 
the SUN-MAID trademark on raisins and raisin products only. So that, in 
reality, Sun-Maid is seeking now to be relieved of a contract from which 
courts repeatedly have declined to relieve them in the past. The present 
use by plaintiff’s assignee of sUNKIsT rather than sUN-KIsT did not terminate 
the right of the plaintiff to the contract whereby the defendant’s prede- 
cessor agreed to limit the use of its mark SUN-MAD to raisins and raisin 
products. The contract of 1917 contemplated that the benefits inure to the 
assignee of both parties, including the assignee of defendant’s predecessor, 
and its successors, for that matter. The clause already quoted guaranteeing 
the rights of Sun-Maid indicates this with clarity. 

During these years Sun-Maid has had and received great benefits from 
the exclusive use of the mark on raisins and raisin products. No one has 
challenged their right to such use. By the same token, the plaintiff, 
through its predecessor, has acquired the right to have the label confined 
to such products. Under the guise of modifying the injunction, the defen- 
dant, in reality, is seeking to be relieved of the burdens of the contract. 
The detriments of which they now complain flow not from the injunction, 
but from the contract their predecessor entered into, and by which they are 
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bound. Even if the defendant’s predecessor was wrong in settling the 
lawsuit, the defendant cannot be relieved of the contract by which it limited 
the use of its own trademark sUN-MaD to certain products in order to avoid 
litigating the possible infringement of the SUN-KIsT mark. 

The situation is thus akin to that wherein a person agreeing to pay for 
an idea which is not protected, will be held to his bargain notwithstanding 
the fact that, before disclosure, he could have used the idea without paying 
for it. Desny v. Wilder, 46 Cal.2d 715, 110 USPQ 433. 

This court, the Court of Customs and Patent Appeals and the Court 
of Appeals for the Ninth Circuit have held that the contract of 1917 was 
valid and binding on the defendant, although the defendant at the time 
it acquired the assets of its predecessor, California Associated Raisin Com- 
pany, through bankruptcy, did not know of its existence. 

In sum, the change of ownership in the trademark SUN-Kist and the 
acquisition of it and the good will by the Sun-Kist Growers, Inc. does not 
alter the situation or the rights flowing to the parties from the Agreement 
of March 10, 1917, and the injunction which limited Sun-Maid’s use of the 
trademark to raisins and raisin products only. 

Grant that a court of equity may, upon a clear showing of unfore- 
seen and unanticipated conditions, modify an injunction. United States v. 
Swift & Co., 286 U.S. 106, 119. Nevertheless, that right does not extend 
to rights fully accrued upon facts so nearly permanent as to be substantially 
impervious to it: 


“A continuing decree of injunction directed to events to come is 
subject always to adaptation as events may shape the need. * * * 
The distinction is between restraints that give protection to rights 
fully acerued upon facts so nearly permanent as to be substantially 
impervious to change.” United States v. Swift & Co., supra, 286 U.S. 
at page 114. 


Here, nothing has happened except a change in the ownership of the mark 
which had formed the basis of the lawsuit which preceded the Agreement 
of March 10, 1917. To repeat, the injunction merely confirmed it and 
nothing has been produced at this hearing to indicate that the injunction 


“has been turned through changing circumstances into an instrument 
of wrong.” United States v. Swift & Co., supra, 286 U.S. at page 115. 


SUMMARY AND CONCLUSION 


In summary, it appears that the movant here has based this motion 
upon grounds that are entirely irrelevant. It insists that, by reason of the 
fact that the plaintiff has sold the trademark SUN-KIST and the buyer uses 
the form SUNKIST, the defendant should no longer be bound by the injunc- 
tion which prohibited it from using the trademark SUN-MAID on products 
other than raisins and raisin products. 
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The argument is a non-sequitur. It presupposes that the original decree 
was grounded upon the ownership by the plaintiff of the hyphenated trade- 
mark SUN-KIST. This was not the case. The original litigation in New York 
between the parties was based on contentions relating to this mark and 
its infringement. But the decree in the present case was issued solely 
because the parties compromised a lawsuit, in which the conflicting claims 
were doubtful and which the courts found to be binding upon them and the 
defendant, as their successor, regardless of the merits or demerits of the 
lawsuit. 

So the vacated finding to the effect that there was no confusing simi- 
larity between the marks sUN-MAID and SUN-KIsT and the alleged subsequent 
abandonment by the plaintiff of the use of the mark SUN-KIST, for an un- 
hyphenated suNKIST, lose all significance. They are not the type of changed 
conditions for which relief is granted from the effects of a judgment. 

On the contrary, it would be inequitable, at the present time, when no 
other conditions exist, to relieve the defendant of the binding effect of its 
predecessor’s contract.’ 








1, There is nothing in Coca-Cola Co. y. Standard Bottling Co., 138 F.2d 788, 789, 
59 USPQ 366 (34 TMR 2), relied on by Sun-Maid, which goes counter to this conclusion. 
There, an injunction had been issued enjoining the defendant from 

“selling and product under the names CHERRY and COLA, AYER’S COLA, STANDARD 

COLA, or any like word, name or names, or words, that are colorable imitations of 

the trademark coca-coLta; (f) selling any product other than genuine COCA-COLA 

upon calls of COKE.” 


Later, the Court held that the Coca-Cola Company was not entitled to the exclusive use 
of the word coisa. In the circumstances, the right to the trademark having been limited 
by court action, the Court found it inequitable to continue an injunction which deprived 
the defendant of the right to use, on soft drinks, the word COLA in conjunction with 
words other than coca in the combination CocaA-coLA which was the defendant’s trade- 
mark. This is not the situation here. While the plaintiff has, since the injunction was 
issued, assigned its trademark SUN-KIST, neither it nor its successor in interest has 
abandoned it. But, even if they had, the defendant is still bound by the contract with 
its predecessor entered into in 1917 limiting the use of its own trademark SUN-MAID 
to raisins and raisin products, and retaining the exclusive right in that field. In Morse- 
Starrett Products Co. v. Steccone, 205 F.2d 244, 249, 98 USPQ 62, 65 (43 TMR 1158), 
and in Bowdil Co. v. Central Mine Equipment Co., 216 F.2d 156, 160-161, 103 USPQ 
227, 231, the scope of Coca-Cola Co. v. Standard Bottling Co., supra, is limited as herein 
indicated. Indeed, in the Bowdil case, an Order modifying the original injunction, which 
was based upon a stipulated agreement, was reversed because the Court of Appeals con- 
cluded that the showing that the 

“discontinuance by the plaintiff of the making of true diamond-shaped bit, standing 

alone, was not a circumstance justifying the modification of the injunction.” 216 

F.2d at page 160, 103 USPQ at 231. (Emphasis added) 


So, here, the sale of the mark does not end Sun-Maid’s obligations embodied in the 
contract of settlement which was carried over into the decree. 

And we may disregard entirely the fact that it stemmed from the settlement of a 
lawsuit involving the alleged infringement of the plaintiffs’ trademark suN-KIsT. For, 
if the plaintiff’s predecessor, without possessing any mark of its own, had, for adequate 
consideration, entered into an agreement with the defendant’s predécessor in which they 
agreed not to use SUN-MAID on any product other than raisins and raisin products, the 
contract would be just as effective. And the sale of its business to others would not 
deprive the plaintiff of the right not to have the defendant use its mark on competitive 
products, See, Hamilton, Brown Shoe Co. v. Sam B. Wolf Sons Co., 39 F.2d 272, 273- 
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Nor would it be fair to substitute a new party-plaintiff,—Sun-Kist 
Growers Inc.,—which was not a party to the original litigation, and reliti- 
gate a judgment which has been final for over twenty years. 

In truth, there is nothing left to litigate. 

Hence the following rulings: 


1. The Motion to Dissolve the Injunction issued on June 15, 1936 is 
denied. 


2. The Motion to Join Sun-Kist Growers, Inc., as a party is denied. 


Formal findings and Order to be prepared by counsel for the plaintiff 
under Local Rule 7, West’s Ann. Code. Costs to the plaintiff. 


HARRIS MANUFACTURING COMPANY v. WILLIAMS et al. 
No. 704—-D. C. W. D. Ark., Hot Springs Div. — August 12, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 

In action for misuse of trade secrets District Court found plaintiff’s trade 
secrets had been unlawfully misappropriated, granted an injunction against the use 
by defendant of any mastic based in substantial part upon plaintiff’s domestic 
mastic and ordered an accounting. Plaintiff urges that it is entitled to substantial 
compensatory and punitive damages and for a broader injunction. Plaintiff’s proof 
that it had suffered damages of $160,000 not sufficient. Testimony as to cartons 
purchased to pack bondwood does not prove production figures. Damages may not 
be based upon mere conjecture or speculation. Plaintiff entitled to $20,000 com- 
pensatory damages. Punitive damages are not favored ard are granted only if 
defendant’s actions were malicious. Request for punitive damages denied. 


Action by Harris Manufacturing Company v. Glenn J. Williams and 
Arkansas Parquet Flooring Company for misuse of trade secrets. Judg- 
ment for plaintiff on accounting. 

See also 48 TMR 833. 


Owens, McHaney, Lofton & McHaney, of Little Rock, Arkansas and Bryant 
& Brandt, of Johnson City, Tennessee, for plaintiff. 
McMath, Leatherman & Woods, of Little Rock, Arkansas, for defendants. 


MILLER, District Judge. 

Originally this case was tried to the court without a jury on October 28, 
29, and 30, 1957, and on December 31, 1957, the court filed its written 
opinion and judgment was rendered thereon. Briefly stated the court found 
that plaintiff’s trade secrets with regard to its domestic mastic and the 


274, 5 USPQ 338, 339 (20 TMR 201); R. M. Hollingshead Corp. v. Davies-Young Soap 
Co., 121 F.2d 500, 504, 505, 50 USPQ 71, 75-76 (31 TMR 260). 

We repeat: Sun-Maid may pack and sell, if it wishes to, all the varities of orange, 
lemon, grape and other products, as exemplified by the twenty-one exhibits introduced 
at the hearing as there is nothing in the contract or in the injunction which prevents it 
from expanding its activities into packing and selling such products. All it is forbidden 
to do, as a result of its predecessor’s act, is to use the SUN-MAID label on them. 
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V-3 assembly machine had been unlawfully appropriated and used by 
the defendants, Glenn J. Williams and Arkansas Parquet Flooring Com- 
pany, an Arkansas corporation. 

The court enjoined said defendants, their agents, successors, servants, 
and employees from further use of two assembly machines then in the 
possession of the defendant corporation and from the use of any assembly 
machines based in substantial part upon plaintiff’s V-3 assembly machine. 
The court further enjoined the defendants from further use of the A.P. 
No. 7 mastic then being used by the defendant corporation and from the 
use of any mastic based in substantial part upon plaintiff’s domestic mastic. 
The judgment further provided that the case would be set for hearing 
on the question of the damages, if any, to which plaintiff was entitled, 
and upon the question of proper disposition of the defendant corporation’s 
assembly machines. See, Harris Manufacturing Co. v. Williams, 157 
F.Supp. 779, 788-789, 116 USPQ 499, 505-506 (48 TMR 833). 

The case was set for hearing on July 29, 1958, and at the conclusion 
of the hearing the court took the case under advisement pending 
receipt of briefs from the parties and the deposition of a witness con- 
cerning certain records at Dallas, Texas. The briefs and a stipulation in 
lieu of the deposition have been received, and the case is now ready for 
final disposition. 

Plaintiff contends very earnestly that it is entitled to recover com- 
pensatory damages in the sum of $160,287.39; punitive or exemplary 
damages in the sum of $250,000; more effective injunctive relief; and the 
destruction of a part of defendants’ assembly machine. Just as earnestly, 
however, defendants contend that plaintiff is entitled to none of the relief 
requested and particularly is not entitled to recover any damages. 

The possible remedies of the injured party in a case of this nature 
are set out in the Restatement of Torts, Sec. 757, Comment e, as follows: 


“One who has a right under the rule stated in this Section is 
entitled to a remedy or remedies appropriate under the circumstances. 
He may recover damages for past harm, or be granted an injunction 
against future harm by disclosure or adverse use, or be granted an 
accounting of the wrongdoer’s profits, or have the physical things 
embodying the secret, such as designs, patterns and so forth, sur- 
rendered by the wrongdoer for destruction. Moreover, he may have 
two or more of these remedies in the same action if the court is com- 
petent to administer them.” 


The court has already granted plaintiff injunctive relief, and the 
remaining question is whether plaintiff is entitled to recover the profits, 
if any, made by defendants and the damages, if any, sustained by plaintiff. 
See, EZ. L. Bruce Co. v. Bradley Lumber Co., 79 F.Supp. 176, 189, 79 
USPQ 102, 114; Annotation, 170 A.L.R. 449, 491. 

There was no direct evidence in the case at bar that defendants made 
a profit from the sale of their bondwood ; the only evidence on this question 
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was that they sustained a substantial loss. With regard to compensatory 
damages this leaves only the question of whether the plaintiff suffered 
any damage by reason of defendants’ appropriation of its trade secrets, 
and if so, the amount of said damages. 

At the hearing plaintiff sought to prove that its actual damage was 
over $160,000, said damages consisting especially of loss of profits by 
plaintiff and market disruption caused by defendants’ competition. In the 
opinion of the court plaintiff’s evidence fell far short of establishing dam- 
ages in such an amount. The computations made by Mr. Hinderer, a 
Certified Public Accountant, were based on so many assumptions that his 
conclusion is entirely unreliable. Moreover, his calculations did not take 
into account market conditions, and the effect of valid competition as 
opposed to competition solely by use of plaintiff’s trade secrets. In this 
connection, plaintiff has no monopoly in this entire field and is only pro- 
tected against the violation of its trade secrets by the defendants, Glenn 
J. Williams and Arkansas Parquet Flooring Company, an Arkansas cor- 
poration. It should also be noted that many of plaintiff’s contentions are 
based upon actions of J. W. Wilson, individually, who is no longer a party 
to this action. 

There was a great deal of testimony relating to the actual amount of 
bondwood produced by defendants prior to December 31, 1957. Plaintiff 
sought to prove this production by proof of the cartons and paper pur- 
chased by defendants and by a record of the deposits made by the 
Arkansas Parquet Flooring Company and Arkansas Parquet Flooring 
Company, Inc., from October 9, 1956, to December 31, 1957. The missing 
links in this theory of plaintiff are such as to throw great doubt on its 
validity. With regard to the purchases of cartons, it was established by 
Mr. Wilson that of the 3,079 cartons purchased from Texas Paper Com- 
pany on October 19, 1956, 879 got wet and were destroyed, leaving only 
2,200 to be used. It is also probable that at least a few other cartons 
were destroyed in the course of production and packaging of the bondwood, 
and there was no reliable evidence as to the inventory or probable inventory 
of cartons on December 31, 1957. 

A similar situation exists with reference to the purchase of paper. 
Mr. Wilson established that the check of November 16, 1956, in the amount 
of $150 was an advance on the first shipment of paper and did not in itself 
represent a purchase of paper. He did not remember about the check for 
$300 dated March 8, 1957, but did note that it would be very unlikely 
that the purchase price of paper would be in an even amount such as 
$300. Here again, there was no reliable evidence as to the inventory of 
paper on December 31, 1957. 

As to the deposits, it was clear that many of them were advances made 
by Wilson and did not represent the sale of bondwood. When all these 
factors are considered, the court is convinced that a preponderance of the 
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evidence supports defendants’ contention that the total production of bond- 
wood from October 1956 to December 31, 1957, was approximately 312,000 
feet. 

The court must keep in mind the rule that damages cannot be based 
upon speculation or conjecture, but that when the cause and existence of 
damages have been established by the evidence, recovery will not be denied 
merely because the damages are difficult to ascertain. See, Good Canning 
Co. v. London Guarantee & Accident Co., 128 F.Supp. 778, 789 (and cases 
therein cited) ; Crow v. Russell, 226 Ark. 121, 123; Midland Valley R. Co. 
v. Excelsior Coal Co., 86 F.2d 177, 183. In the instant case, when all the 
evidence is considered in the light of governing law, the court is convinced 
that the total amount of plaintiff’s compensatory damages is the sum of 
$20,000, and plaintiff is entitled to a judgment against defendants in said 
amount. 

With regard to punitive or exemplary damages, such damages are 
not a favorite of the law, and should be granted only if defendants’ actions 
were malicious or oppressive in character. See Annotation, 170 A.L.R. 449, 
494; 15 Am. Jur., Damages, Sec. 268. The court is of the opinion that 
the circumstances of this case do not call for the allowance of punitive or 
exemplary damages, and the court is denying plaintiff’s prayer for such 
relief. 

Plaintiff points out the difficulty confronting it in establishing a vio- 
lation by defendants of the court’s injunction of December 31, 1957, and 
requests the court to grant more effective relief, especially by enjoining 
defendants from using any mastic with PVA as a base. The court passed 
on this question in its opinion of December 31, 1957 (see 157 F.Supp. at 
page 788, 116 USPQ at 505), and is of the opinion that plaintiff’s prayer 
for relief in this regard should be denied. 

Plaintiff’s final contention relates to the assembly machine. The record 
is insufficient for the court to make any specific finding on this question, 
and therefore the court cannot grant plaintiff the relief sought by it. 

In accordance with the foregoing discussion plaintiff is entitled to a 
judgment against the defendants, Glenn J. Williams and Arkansas Parquet 
Flooring Company, an Arkansas corporation, in the sum of $20,000 as com- 
pensatory damages, but is not entitled to the remaining relief sought by 
said plaintiff. 

A judgment in accordance with the above should be entered. 
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ROSSO AND MASTRACCO, INCORPORATED, trading as 
GIANT OPEN AIR MARKET v. GIANT FOOD SHOPPING 
CENTER OF VIRGINIA, INCORPORATED et al. 


No. 4820 — Virginia Sup. Ct. App. — September 10, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

No likelihood of confusion was found to exist between plaintiff’s use of GIANT 
OPEN AIR MARKET for a supermarket and defendant’s use of GIANT FOOD and GIANT 
FOOD SHOPPING CENTER for a chain of supermarkets; the full names of the parties 
are clearly different in the manner in which they are used. The instances of con- 
fusion shown were due to incidental circumstances, lack of investigation or the 
failure to exercise reasonable care rather than any mere similarity between the 
names. Confusion is not shown by a mere casual misunderstanding. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

One who claims a secondary meaning for a trade name has a substantial burden 
of proof. 

Unfair competition is a question of fact or of mixed fact and law and each 
case must depend upon its own particular facts and circumstances. Virginia follows 
the general rule that the test is whether the resemblance between the names is so 
close that it is likely to confuse a prospective buyer using ordinary care. 


Action for unfair competition by Rosso and Mastracco, Incorporated, 
trading as Giant Open Air Market v. Giant Food Shopping Center of 
Virginia, Incorporated, and Lebrad, Incorporated. Plaintiff appeals from 
Cireuit Court, City of Norfolk, Virginia, from decree for defendants. 
Affirmed. 


M. R. Broudy, Joseph E. Baker, Richard F. Broudy, and Broudy & Broudy, 
of Norfolk, Virginia, for appellant. 

Thomas H. Willcox, William P. Dickson, Jr., and Willcox, Cooke, Savage 
¢& Lawrence, of Norfolk, Virginia, and Raymond R. Dickey, Bernard 
Gordon, Robert F. Rolnick, and Danzansky & Dickey, of Washington, 
D.C., for appellees. 


Before EaciEeston, Chief Justice, and SPRATLEY, BUCHANNAN, MILLER, 
WHITTLE and SNEAD, Justices. 


SPRATLEY, Justice. 

Rosso and Mastracco, Incorporated, a Virginia corporation, trading as 
Giant Open Air Market, instituted this proceeding to enjoin the defendant, 
Giant Food Shopping Center of Virginia, Incorporated, from using the 
word GIANT, or any similar name or designation, in the conduct of the 
business of the latter, then or thereafter to be conducted in the City of 
Norfolk, Virginia, and the surrounding area. The plaintiff alleged in its 
bill that its trade name, GIANT OPEN AIR MARKET, had acquired a second- 
ary meaning, that is, a peculiar significance that associated it with plain- 
tiff’s store, in the mind of the public it served; and that the word GIANT 
in the trade name of the defendant was likely to cause, and had caused, 
confusion among the consuming public in the area served by the plaintiff, 
to the damage of the plaintiff. 
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Giant Food Shopping Center, Incorporated, a Delaware corporation, 
the sole owner of Giant Food Shopping Center of Virginia, Incorporated, 
was, on its motion, admitted as a defendant. Likewise, Lebrad, Incorpo- 
rated, a Delaware corporation, the proposed operator of the store of the 
Virginia corporation, was, on motion of the plaintiff, made a party defen- 
dant. 

Giant Food Shopping Center of Virginia, Incorporated, hereinafter 
referred to as the defendant, answered, denying all of the material alle- 
gations in plaintiff’s bill, and filed a cross-bill seeking to restrain plaintiff 
from using the word GIANT in its trade name. In its answer it alleged that 
the names GIANT FOOD and GIANT FOOD SHOPPING CENTER had been used by it 
and the other defendants, in Virginia, since 1941, and in the Washington, 
D.C. metropolitan area since 1935; that the defendant operated a total of 
seventeen stores, three of which were in Virginia; and that their yearly 
rate of sales was in a large amount. The intervening defendant and the 
added defendant adopted the answer and cross-bill of the original single 
defendant. 

The case was heard oxe tenus. Plaintiff presented its evidence and 
announced that it rested its case. Thereupon defendant moved to strike the 
evidence on the ground “that there had been no showing as to confusion” 
between the trade names of the respective parties. The court, in a verbal 
opinion, stated that while the actual trade name, GIANT OPEN AIR MARKET 
had been shown to have a secondary meaning identifying it with plaintiff’s 
business, there was no evidence to show that the single word Giant had 
acquired such a meaning, by use, registration, printing, or advertisement. 
The court then added that it was further of opinion that the trade names 
of the respective parties were “not so similar as to deceive the ordinary 
buyer,” or create confusion. The motion to strike was then sustained and 
the bill of the plaintiff was ordered to be dismissed. Upon motion of defen- 
dants, the cross-bill was dismissed without prejudice. 

Plaintiff contends that the evidence viewed in the light most favorable 
to it shows that its trade name had acquired a secondary meaning, and that 
the defendant had unfairly used a simulation of it. In addition, it assigns 
error to the refusal of the court to admit certain testimony. 

The defendant having moved to strike the evidence of the plaintiff, 
the effect was to submit the case for the decision of the chancellor, viewing 
the evidence in the light most favorable to plaintiff. The chancellor having 
sustained the motion, the question before us is whether the evidence, viewed 
as above stated, shows that the defendant was guilty of unfair competition. 
Kiss v. Gale, 187 Va. 667, 674, 675, 47 S.E.2d 353.* In order to sustain its 
action for an injunction, the burden was on the plaintiff to show facts 
which clearly and satisfactorily entitled it to such relief. Stoneman vy. 


* By Code, § 8-122.1, Acts 1954, Chapter 605, the legislature modified the holding 
in Kiss v. Gale, supra, as to procedure after a motion to strike has been overruled. 
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Wilson, 169 Va. 239, 248, 192 S.E. 816. It must also be remembered that 
when a matter is submitted to the sound discretion of a chancellor, the 
determination will not be set aside unless it is shown to be clearly erroneous. 
1M. J., Appeal and Error, §§$277 and 278. 

The evidence, so far as pertinent, may be summarized as follows: 

In 1939, W. P. Rosso began trading as the OPEN AIR MARKET at the 
present place of business of the plaintiff: 339 Campostella Road, in the 
City of Norfolk, Virginia. In 1944-45, he entered into a partnership with 
his brother, L. H. Rosso, and Vincent J. Mastracco, and they continued the 
business as OPEN AIR MARKET under the firm name of Rosso and Mastracco. 
In 1948, the partnership altered its trade name by prefixing the word GIANT 
to the words OPEN AIR MARKET and continued thereafter as GIANT OPEN AIR 
MARKET. Subsequently, the plaintiff’s business was incorporated as Rosso 
and Mastracco, Incorporated. 

The plaintiff corporation has advertised extensively by means of news- 
papers, radio, television and billboards throughout the City of Norfolk and 
the surrounding territory, Tidewater, Virginia, and Eastern North Carolina. 
Every one of its newspaper and billboard advertisements shows its trade 
name aS GIANT OPEN AIR MARKET. The newspaper advertisements described it 
as “Virginia’s Most Unusual Store, Giant Open Air Market, Open Twenty- 
four Hours a Day, Campostella Road, at Campostella Bridge.” However, on 
several occasions in its radio and television advertisements, it referred to 
itself as GIANT. Through honest advertising, reasonable or cheaper prices, 
and friendly treatment of customers, it has built up a very large business. 
Various kinds of merchandise have been included in addition to food and 
groceries, and a bakery shop opened. 

In 1952 or 1953, some of plaintiff’s officers and its general manager 
visited certain stores of the defendants in Washington, D.C., Alexandria 
and Richmond, and observed the character of the business conducted in 
their stores, the facilities offered, and the physical set-ups. 

In June, 1956, officers of plaintiff saw a newspaper article announcing 
that the Giant Food Shopping Center of Virginia, Incorporated, had 
entered into a contract for the construction of a store to be opened by it 
under the name of GIANT FOOD Or GIANT FOOD SHOPPING CENTER. In November 
of that year, plaintiff repainted the sign above its store, which bore its 
trade name, and in the repainting increased the size of the word GIANT 
substantially, and reduced the size of the words OPEN AIR MARKET. It then 
began to place more and more emphasis on the word GIANT in its advertising. 
It also announced its intention to build a new store for its own use on the 
east side of Campostella Road, near its present location. 

The June, 1956, advertisement of the defendants showed that they 
were planning the construction and operation of a store in the Southern 
Shopping Center in Norfolk, at Tidewater Drive and Little Creek Road, 
six or seven miles distant from the location of plaintiff’s store. It contained 
a picture of the architects’ conception of the proposed building, which 





Vol. 49 T. M.R. ROSSO AND MASTRACCO, INC. v. GIANT FOOD 203 


showed a sign at the top of the structure, consisting of the words, GIANT 
Foop. Below the picture there appeared the name “Giant Food Shopping 
Center of Virginia, Incorporated.” 

In March, 1957, defendant caused to be published in a Norfolk, Vir- 
ginia, newspaper the following advertisement : 


“Southern 
Shopping Center 


OPENS 
April , 1957 
Little Creek Road and Tidewater Drive 


GIANT 
FOOD 


36 Giant Supermarkets 
Serving Maryland, 
Virginia, And The 

District of Columbia. 


“Since 1947 Giant Food Stores have quadrupled in number with ten 
of America’s most beautiful food stores now serving the Old Dominion 
state.” 


The first OPEN AIR MARKET was what its name implies, that is, a market 
in the open; but as its business increased the major portion of its opera- 
tions was conducted in a large one-story room. The exhibits show that the 
store buildings of the respective parties differ greatly in architecture, 
color, and equipment. The store of the plaintiff is somewhat outmoded in 
structure and in equipment, while defendant’s store is modern in structure 
and in such particulars as lighting, color, space, and departmental service. 
The respective trade names as used are wholly different, except as to 
the word GIANT. 

Plaintiff advertises as an unusual store; while defendant advertises 
not as one store but as a large chain of modern stores. The full names of 
each of the parties appearing on their stationery, on their signs, and on 
their advertisements are clearly different. The manner in which the re- 
spective names are used and displayed, the character and appearance of 
the two stores show a substantial variance and distinction. 

In 1955, plaintiff, for the first time, filed a certificate under Virginia 
Code, §59-169, the so called “Trader’s Act,” setting forth that it traded 
under the name of GIANT OPEN AIR MARKET. At the same time, it also got 
its first business license under that trade name. 

A majority of plaintiff’s witnesses had never seen or heard of defen- 
dant’s stores or its advertisements. About the time defendant announced 
the opening of its store, and the need for employees, the plaintiff announced 
its intention to build a new store for its own use. This operated to create 
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some confusion in the minds of several witnesses as to the ownership and 
names of the new and proposed stores. It is apparent that the confusion 
was due to incidental circumstances, lack of investigation or failing to ex- 
ercise reasonable care, rather than to any mere similarity in the respective 
trade names. 

The doctrine of secondary meaning as an element of unfair competition 
embraces a great area of the law, and has been discussed and considered 
in many cases. The definition and elements of secondary meaning may be 
briefly stated as follows: 


“Words and symbols used in connection with one’s goods, services, 
or business, or physical attributes of goods, not capable of being 
appropriated as a technical trademark, are deemed to have acquired 
a secondary meaning when they have become associated in the minds 
of purchasers or customers with the source or origin of goods or 
services rather than with the goods or services themselves.” Annotation, 
130 A.L.R., page 1079. 


See also C. J. S., Trademarks, Trade Names and Unfair Competition 
§90, pages 319 et seq.; 52 Am. Jur. Trademarks, Trade Names and Trade 
Practices, §72, pages 554 et seq. 

“To constitute unfair competition in respect to a trade name, two 
elements must be present. The name must have acquired a secondary 
meaning or significance that identifies the plaintiff, and the defendant 


must have unfairly used the name or a simulation of it, to the preju- 
dice of the plaintiff’s interests.” 150 A.L.R., Annotation, page 1076. 


One who claims a name used by him in connection with his business 
has acquired a secondary meaning has the burden of proof, and that burden 
is a substantial one, that is, must be sustained by a fair preponderance of 
evidence or by substantial evidence sufficient to show that the use of the 
trade name by another will result to the prejudice of the complainant. 
150 A.L.R. 1078. 

Courts generally are in agreement that unfair competition is a question 
of fact, or of mixed law and fact, and each case must depend for its 
correct solution on its own peculiar facts and circumstances. Crump Co. v. 
Inndsay, 130 Va. 144, 160, 107 S.E. 679, 17 A.L.R. 747 (11 TMR 286) 18 
M.J., Trademarks, Trade Names and Unfair Competition, §4, page 488; 
87 C.J.S., Trademarks, Trade Names and Unfair Competition, §100, pages 
346 et seq. Cf. 52 Am. Jur. Trademarks, Trade Names and Trade Practices, 
§77, page 557. 

Proof of confusion, or the likelihood of confusion, between trademarks 
or trade names is a fundamental issue when unfair competition is charged. 
In Virginia we have adopted the general rule that in determining the 
exercise of unfair competition in the use of trademarks or trade names, 
the test is whether the resemblance between them is so close that it is likely 
to confuse a prospective buyer or customer exercising ordinary caution in 
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his dealings. Va. Baking Co. v. Sou. Biscuit Works, 111 Va. 227, 68 S.E. 
261, 30 L.R.A. (N.S.) 167; Crump Co. v. Lindsay, supra. The judgment of 
the eye and the ear is more satisfying than other evidence as to the pos- 
sibility that a party may be deceived so as to take one article or one store 
for that of another. Glenmore Distilleries Co. v. National Distillers Prod- 
ucts Corp. (Va.), 23 F. Supp. 928, 39 USPQ 65 (28 TMR 485) affirmed in 
101 F.2d 479, 40 USPQ 264 (29 TMR 305) Cert. denied 307 U.S. 632, 59 
S. Ct. 835, 83 L. Ed. 1515, 41 USPQ 799. 

See also Standard Brands, Inc. v. Eastern Shore Canning Co. (Va.) 
172 F. 2d 144, 80 USPQ 318 (39 TMR 203) Cert. denied 337 U.S. 923, 69 
S. Ct. 1171, 93 L. Ed. 1733, 81 USPQ 573; Vol. 3 Callmann, Unfair Compe- 
tition and Trademarks, 2d Ed., pages 1444, 1461. 

In Va. Baking Co. v. Sou. Biscuit Works, supra, in determining whether 
the marks CROWN and JAMESTOWN used on “ginger snaps” and “jumbles,” 
respectively, infringed upon the use of the same names in connection with 
soda crackers and small cakes, known as “drops,” this was said: 


“Tt is not sufficient that some person might possibly be misled, 
but the similarity must be such that any person, with such reasonable 
care and observation as the public generally are capable of using and 
may be expected to exercise, would mistake one for the other.’” Inter- 
national Trust Company v. International Loan & Trust Company, 153 
Mass. 271, 278, 26 N.E. 693, 695, 10 L.R.A. 758 (111 Va., page 230). 


“<*The defendant will not be enjoined from using certain trade- 
marks or labels, when they are not so similar to the ones used by the 
plaintiff, in appearance or in connection of the words, as to deceive a 
person of ordinary intelligence, using ordinary care.’” White v. 
Trowbridge, 216 Pa. 11, 64 Atl. 862 (111 Va., pages 230, 231). 


In Crump Co. v. Lindsay, 130 Va., supra, at page 160, we said with 
respect to unfair competition that “The essential element of unfair trading 
is deception, by means of which goods of one dealer are palmed off as those 
of another, whereby the buyer is deceived, and the seller receives the profit 
which, but for such deception, he would not have received.” The same rule 
applies to unfair use of trade names tending to deceive. 

The word GIANT, as found in the full name of each of the parties, is an 
adjective. In common and ordinary acceptance, it is descriptive of tre- 
mendous, or extraordinary size. It is applicable to the size of the stores 
and the extent of their business operations. It bears no relation to the 
peculiar type or character of merchandise which the parties here offered 
for sale. 

Plaintiff’s trade name connotes a large open market area; while defen- 
dant’s name connotes a large supplier of food. Viewed as common words, 
the respective trade names look and sound different. They bear no resem- 
blance except in the use of the word GIANT. They are so different that there 
is no good reason why any person of ordinary intelligence, using reasonable 
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eare and observation, should confuse one with the other, either through the 
advertisements mentioned, or the physical character of the store buildings. 
There is a fundamental difference in appearance and sound, clearly dis- 
tinguishable to the eyes and ears of an observant person. Confusion as to 
names is not shown by a mere casual misunderstanding, or mistaken ideas. 

We find no merit in plaintiff’s contention that the trial court erred in 
refusing to admit testimony concerning the operation and sales of the Giant 
Esso Center, a gasoline station. Neither plaintiff nor the defendant was 
engaged in the gasoline business and the Giant Oil Company, Incorporated, 
a subsidiary of the plaintiff, which operated the gasoline station, is not a 
party to this suit. There may have been a score, or more, of good reasons 
why Giant Esso Center increased its sales, such as location, surroundings, 
facilities, availability, prices charged, and services rendered. 

Upon consideration of the whole evidence, we are of opinion that the 
plaintiff failed to show clearly and satisfactorily, that it has used the word 
GIANT alone in such a manner as to give it a secondary meaning. Its actual 
trade name is GIANT OPEN AIR MARKET which has acquired a secondary mean- 
ing. We are further of opinion that the names GIANT FOOD or GIANT FOOD 
DEPARTMENT STORE are not so similar to GIANT OPEN AIR MARKET as to de- 
ceive persons of ordinary intelligence, using ordinary care. 

For the foregoing reasons, the decree of the trial court is affirmed. 


HEYMAN, doing business as PLEASURE PRODUCTS CO. 
v. AR. WINARICK, INC. et al. 


No. 134-273—D. C., S. D. New York — October 24, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
The failure of the plaintiff to offer facts in support of its claim for a secondary 
meaning in the “dip” technique for a fingernail hardener precluded the grant of its 
motion for a temporary injunction in view of the further circumstances that the 
defendant’s similar product was sold under a different name, in a bottle which bore 
no resemblance to the plaintiff’s and at a much lower retail price. The additional 
claim that the defendant had copied the plaintiff’s advertising format was also 
rejected, for the similarity—use of the “before and after” technique—was commonly 
employed to demonstrate product effectiveness. 


Action by Everett Heyman, doing business as Pleasure Products Co. 
v. Ar. Winarick, Inc., Ar. Winarick, Inc., Dura-Gloss Division, Jules 
Winarick, Hugo L. Bell, and William J. Hanley for unfair competition. 
Plaintiff moves for preliminary injunction. Motion denied. 


Bass & Friend, of New York, N. Y., for plaintiff. 
Blackman & Willner, of New York, N. Y., for all defendants except Hanley. 


Bryan, District Judge. 
Plaintiff sues for an injunction, damages and an accounting of profits 
alleging misappropriation of trade secrets, unfair competition and breach 
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of contract by defendants. He moves for a preliminary injunction restrain- 
ing defendants pendente lite from using his alleged trade secrets, manufac- 
turing or selling the competing products, soliciting plaintiff’s customers 
and engaging in alleged unfair advertising practices. 

Plaintiff, a citizen of California, has, since October 1956, been engaged 
in the manufacture and sale of a finger nail hardener called IT’s A PLEASURE. 
This product is designed to strengthen the finger nails by the daily immer- 
sion of the tips of the fingers in a prepared solution. Plaintiff claims that 
he originated this product after considerable research and experimentation, 
and that his was the first finger nail hardener utilizing the dip technique to 
reach the market. 

Defendant, Ar. Winarick, Inc., a New York corporation, is a large 
cosmetic firm which has a yearly volume of business in excess of three and 
one-half million dollars. Among the products manufactured by defendant 
are such widely sold items as JERIS and HERPICIDE hair preparations and the 
DURA-GLOSS and DR. ELLIS lines of nail polishes and other finger nail prepara- 
tions and accessories. 

Defendants Jules Winarick and Hugo L. Bell are officers and em- 
ployees of Ar. Winarick, Inc. Defendant William J. Hanley is a business 
consultant and negotiator who was retained by the corporate defendant 
Ar. Winarick, Ine. in connection with the transaction involved in this suit. 
Winarick and Hanley are citizens of New York. Bell is a citizen of Con- 
necticut. 

On September 26, 1957 plaintiff placed an advertisement in the Wall 
Street Journal in which he offered to sell his nail hardener business for 
$80,000. The defendant Ar. Winarick, Inc., through its broker, the defen- 
dant Hanley, contacted the plaintiff in California and indicated its interest 
in plaintiff’s business. Plaintiff forwarded his financial statement to 
Hanley, and, on October 18, 1957, defendant Bell, who was General Sales 
Manager of the corporate defendant, called on the plaintiff at his place of 
business in Los Angeles. At that time Heyman told Bell about some aspects 
of the techniques he used to manufacture, market and sell It’s A PLEASURE, 
and permitted Bell to examine certain of his books and records. 

On November 7, 1957 Bell again came to plaintiff’s establishment and 
examined plaintiff’s files and books once more. The next day plaintiff met 
with Bell and defendant Jules Winarick and negotiations for the sale of 
plaintiff’s business continued. It is during this conference that plaintiff 
claims he revealed to the defendants Bell and Winarick the secret formula 
used in making IT’s A PLEASURE nail hardener. Plaintiff claims that at that 
meeting he also permitted defendants to peruse his customer lists and make 
notes thereon. 

On November 13, 1957 defendants wired plaintiff that they were no 
longer interested in purchasing plaintiff’s business. 
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In March 1958 the corporate defendant placed on the market a dip 
type liquid finger nail hardener under the name of DURA-GLOSS FINGER NAIL 
HARDENER. Defendants’ product has been widely advertised and is sold at 
a retail price considerably below that of plaintiff’s product. 

In asking for preliminary relief plaintiff contends that the defendants 
never actually desired to purchase plaintiff’s business but entered into 
negotiations for the sole purpose of appropriating plaintiff’s secret formula 
and using it for their own commercial advantage. Plaintiff claims that the 
formula was disclosed to defendants in confidence in connection with the 
negotiations for the sale of plaintiff’s business, and that the defendants 
have breached the confidence reposed in them by appropriating the formula 
to their own use.’ 

Plaintiff claims further that the defendants have solicited his customers 
whose names were allegedly revealed to the individual defendants Bell and 
Winarick during the course of their discussions with plaintiff concerning 
the purchase of plaintiff’s business. He also claims that the defendants have 
copied his advertising format and phraseology, that the “dip” technique 
has acquired a secondary meaning and is generally associated in the public 
mind with plaintiff’s product, and that the defendants are thus wrongfully 
palming off their product as that of plaintiff. 

The defendants in their opposing affidavits strenuously deny that they 
were ever apprised of plaintiff’s formula, and claim that their product, 
DURA-GLOSS FINGER NAIL HARDENER was developed independently by Crag 
Products, Inc., and that it is not composed of the same ingredients as 
plaintiff’s product. There is, therefore, a sharp issue of fact as to whether 
plaintiff’s formula was ever disclosed to defendants Bell or Winarick during 
the negotiations in California. 

The plaintiff, Everett Heyman, has submitted an affidavit, the con- 
tents of which he requests be kept confidential, where he describes the 
ingredients of his product and the allegedly beneficial way in which it 
operates on brittle and broken finger nails. He annexes a report prepared 
in another connection by Zeidler-Bennett, Ltd., a research and testing 
laboratory, which compares the characteristics of plaintiff’s product to 
those of AMAZING, a competing “dip” nail hardener manufactured by Amaz- 
ing Products, Inc. of Coral Gables, Florida. There is no such comparative 
analysis submitted in relation to puRA-aLoss. The only attempt made by 
plaintiff to show the identity of IT’s A PLEASURE with DURA-GLOss is an affi- 
davit by a chemist, Dr. Chester A. Snell. This affidavit is superficial, to 
say the least, and does not include any detailed comparison of the ingredi- 
ents of the two products. Dr. Snell states, in conclusory terms, that “These 
two products are essentially the same” and that “both contain condensed 


1. See Franke v. Wiltschek, 2 Cir., 209 F.2d 493, 99 USPQ 431; Tabor v. Hoffman, 
118 N.Y. 30; Berry v. Glidden Co., D.C.S.D.N.Y., 92 F.Supp. 909, 86 USPQ 457; 
Restatement, Torts § 757. 
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polyethylene oxides and high molecular weight esters” and that “the color 
is given by similar red fluorescent dyes.” 

On the other hand, defendants submit a much more detailed study of 
the two products by the chemist who developed DURA-GLOss which indicates 
that some of the principal ingredients of plaintiff’s formula are not con- 
tained in defendants’ formula and that the effectiveness of the two products 
is dependent on entirely different chemical reactions. Defendants’ chemist 
concludes that “except for water and a trace of certified color, the only 
similar ingredient is the mony] phenyl polyethylene glycol ether which is 
recognized * * * as being a desirable ‘surface active agent,’ or a deter- 
gmt? > 9.” 

A question of fact is therefore presented as to the identity of the two 
formulae. Where a case contains complicated technical aspects the court 
should have the benefit of expert opinion clarified by cross-examination, 
and should not resolve the technical dispute upon conflicting affidavits 
submitted in support of a motion for a preliminary injunction. Hall Signal 
Co. v. General Ry. Signal Co., 2 Cir., 153 F. 907. 

A motion for a preliminary injunction is addressed to the discretion of 
the court. Burlington Mills Corp. v. Roy Fabrics, D.C.S.D.N.Y., 91 F.Supp. 
39, 85 USPQ 449 (40 TMR 551) ; American Visuals Corp. v. Holland, 2 Cir., 
219 F.2d 223, 104 USPQ 222; Huber Baking Co. v. Stroehmann Bros. Co., 
2 Cir., 208 F.2d 464, 99 USPQ 429 (44 TMR 429). While it is not necessary 
for a plaintiff to prove a case which will entitle it to a decree after trial, 
Burlington Mills Corp. v. Roy Fabrics, supra, it is nevertheless essential 
that plaintiff make a clear and convincing showing that he is entitled to 
the drastic relief of an injunction pendente lite. Chase v. Rieve, D.C.S.D. 
N.Y., 90 F.Supp. 184; Bernstein v. Herren, D.C.S.D.N.Y., 136 F.Supp. 493; 
Burlington Mills Corp. v. Roy Fabrics, supra; Hall Signal Co. v. General 
Ry. Signal Co., supra. 

The test is frequently phrased in terms of whether it is probable, under 
the facts presented, that the plaintiff will ultimately succeed at the trial. 
Margolis v. Franks, D.C.S.D.N.Y., 138 F.Supp. 9; Bernstein v. Herren, 
supra; Davis Electronics Co. v. Channel Masters Corp., D.C.S.D.N.Y., 116 
F.Supp. 919. 

Where sharp issues of fact are presented it is apparent that the case 
is not a fit one for preliminary relief and the resolution of the disputed 
issues must await trial. Chase v. Rieve, supra; American Visuals Corp. v. 
Holland, supra; Huber Baking Co. v. Stroehmann Bros. Co., supra; Hall 
Signal Co. v. General Ry. Signal Co., supra. 

In the case at bar, after reading the conflicting affidavits of the 
chemists relative to the identity of the products, and of the parties to the 
California negotiations relative to the disclosures there made, it is plain 
that these issues cannot be resolved upon a motion for a preliminary injunc- 
tion, but must await trial for their determination. 
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The factual dispute as to whether plaintiff’s customer lists were given 
to the defendant during the course of the negotiations is in the same 
posture. While defendants acknowledged that plaintiff revealed some of 
his principal accounts during the discussion, they claim that these were 
customers with whom the corporate defendant had been dealing for many 
years in its drug and cosmetic business and that plaintiff told the defen- 
dants nothing that they did not already know. In view of the fact that 
Ar. Winarick, Ine. has been extensively engaged in the drug and cosmetic 
business for forty-five years, it is apparent that it must have been thor- 
oughly familiar with the market. However, it is sufficient, for the purposes 
of this motion, that a sharp factual dispute exists as to whether a customer 
list was actually given to the defendants and whether the names of the 
customers given orally, in view of their prominence in the trade, can 
logically be said to have been given in confidence. 

The plaintiff’s bare allegation that the “dip” technique has acquired 
a secondary meaning and that it is associated in the public mind with 
plaintiff’s product, is a conclusion merely, and the supporting papers 
present no facts from which such a finding could be made. The fact that 
defendant’s product has a completely different name, that the bottles bear 
no resemblance to each other, and that DURA-GLOss sells at a much lower 
retail price would indicate that no possible confusion could result. 

Plaintiff’s claim that the “dip” technique was original and unique 
with him cannot be accepted by the court in view of the defendants’ show- 
ing that the Revlon Company preceded plaintiff by several years in the 
manufacture and sale of a so-called LACTOL MANICURE utilizing the “dip” 
technique which was designed to correct brittle or splitting nails. In con- 
nection with this claim, it should be noted that defendants’ affidavits and 
exhibits show that at least two other “dip” nail hardeners are currently 
on the market. Plaintiff has made no satisfactory explanation of how these 
competing products fit into the over-all picture, a question which should 
be answered in view of plaintiff’s claim of uniqueness and originality for 
his product. This is just another aspect of this case which should be fully 
developed at the trial. Plaintiff himself has attempted to demonstrate that 
one of these products, AMAZING, has substantial identity with his own. 

Nor has plaintiff satisfactorily established his claims that the defen- 
dants have copied his advertisements. The exhibits before the court do not 
convince me that there is any merit to this claim. Plaintiff’s advertisement 
contains three boxes. The first depicts a broken finger nail, the second, 
four fingers immersed in a bowl of liquid, and the third, a healthy finger 
nail. Defendants’ advertisement also has three boxes, but the first and 
third boxes show a whole hand rather than a single finger. While there is 
some similarity between the two advertisements, the “before and after” 
technique is commonly employed in commercial advertising to dramatize 
product effectiveness. The affidavit of Charles E. J. Clifford, defendants’ 
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advertising firm, states that defendants’ advertisement was prepared by 
his firm without any knowledge of plaintiff’s advertisement, and that no 
attempt was made to copy or imitate plaintiff’s format. It does not follow 
from a comparison of the two advertisements that one was copied from the 
other. 

In view of the factual questions presented it cannot be said with any 
degree of certainty that it is likely that plaintiff will ultimately prevail in 
this action. The case is therefore not one in which the extraordinary relief 
requested should be granted, and plaintiff’s motion for a preliminary in- 
junction is in all respects denied. The resolution of the factual issues 
presented must necessarily await trial. 

Settle order on notice. 


THE SEVEN-UP COMPANY v. BLUE NOTE, INC. 
No. 12297 —C. A. 7— October 28, 1958 


CouRTS—J URISDICTION 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Plaintiff, owner of trademark SEVEN-UP, sought damages and injunctive relief 

against passing off; in support of challenged assertion that jurisdictional require- 
ment had been met, plaintiff contended that value of its good will constituted 
measure of amount in controversy; appellate court affirms that amount is measured 
by extent of injury to sales caused or threatened, unless action be predicated on a 
theory of total destruction of good will; court also points to failure to meet require- 
ment that infringing use be in interstate commerce. 


Action by The Seven-Up Company v. Blue Note, Inc. for unfair com- 
petition. Plaintiff appeals from District Court for Northern District of 
Illinois from judgment dismissing complaint. Affirmed; Hastings, Circuit 
Judge, concurring with opinion. 

Case below reported at 48 TMR 957. 


Beverly W. Pattishall, of Chicago, Illinois, for appellant. 
Jack H. Oppenheim, of Chicago, Illinois, for appellee. 


Before Hastines and Knocu, Circuit Judges, and WuamM, District Judge. 


Knocu, Cireuit Judge. 

Plaintiff, owner of the registered trademark for a beverage SEVEN-UP, 
sought damages and injunctive relief against alleged passing off of a bev- 
erage, other than plaintiff's product, to persons requesting plaintiff’s prod- 
uct at defendant’s restaurant and place of entertainment. 

In support of its challenged assertion that the jurisdictional require- 
ment had been met, plaintiff contended that the value of its good will,— 
the right sought to be protected—, constituted the measure of the amount 
in controversy. 

In a carefully reasoned memorandum, the District Court came to the 
conclusion that plaintiff had failed to sustain its burden of establishing 
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the existence of federal jurisdiction. The District Court relied on Seagram- 
Distillers Corp. v. New Cut Rate Liquors, 1957, 245 F.2d 453, wherein this 
Court held that the amount in controversy was measured by the extent 
of the injury caused or threatened, unless the action were predicated on 
a theory of total destruction. This was consistent with the holding in 
Snap-On Tools Corp. v. Winkenweder & Ladd, Inc., 1957, 250 F.2d 154, 
115 USPQ 380 (48 TMR 348), mistakenly cited by plaintiff in support of 
its attempt to distinguish Seagram as dealing with unfair competition in 
retail sales price in contrast to plaintiff’s charge of unfair competition by 
passing off. 

However, as noted by the District Court, KVOS, Inc. v. Associated 
Press, 1936, 299 U.S. 269, 57 S.Ct. 197, 81 L.Ed. 183 (26 TMR 107); and 
McNutt v. General Motors Acceptance Corp., 1936, 298 U.S. 178, 56 S.Ct. 
780, 80 L.Ed. 1135; cited in the Seagram case, clearly indicate the reason- 
ing followed by this Court. 

Plaintiff argues that this case may fall within the same class of cases 
as that represented by Snap-On, or that jurisdiction may exist solely by 
reason of the trademark infringement charged. Neither argument is sup- 
ported by plaintiff’s pleadings or evidence. In holding adversely to plain- 
tiff’s assertion of federal jurisdiction by virtue of the Lanham Act, the 
District Court relied on our ruling in City Messenger of Hollywood v. City 
Bonded Mess. Serv., 1958, 254 F.2d 531, 116 USPQ 75 (48 TMR 587), cert. 
den. —— U.S. , 119 USPQ —. 

Judgment affirmed. 


Hastines, Circuit Judge, concurring. 

Appellant’s well-known trademark, SEVEN-UP, is registered both with 
the United States Patent Office and the Secretary of State of the State of 
Illinois. Appellee owns and operates a restaurant and place of entertain- 
ment in Chicago, Illinois. This suit was brought by appellant as a diversity 
action seeking damages for, and injunctive relief from, appellee’s alleged 
unfair practice of passing off a beverage other than SEVEN-UP to customers 
ordering that drink at appellee’s place of business. Appellee, in its answer 
denied, among other things, the formal allegation of the complaint that 
the amount in controversy exceeded the $3000 requisite for diversity juris- 
diction and moved to dismiss the suit. Appellant then moved for a pre- 
liminary injunction, pending the litigation, and, after both parties had 
submitted briefs and affidavits, the trial court ruled that appellant had 
failed to sustain its burden of establishing the existence of federal juris- 
diction, denied the motion for a preliminary injunction and dismissed the 
complaint. 

It is urged on this appeal that the trial court erred in determining the 
value of the amount in controversy by considering only the actual monetary 
damage resulting from the loss of sales (past and prospective) occasioned 
by appellee’s alleged illegal practices. Appellant contends, in effect, that, 
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by this action, it seeks primarily to protect its good will as symbolized by 
its registered trademark and that, consequently, the value of its good will, 
so symbolized, and vastly in excess of $3000 in value, is the actual amount 
in controversy. 

The trial court dismissed the complaint in this case in reliance upon 
this court’s decision in Seagram-Distillers Corp. v. New Cut Rate Liquors, 
Inc., 7 Cir., 245 F.2d 453 (1957); cert. den., 355 U.S. 837. That case 
involved a diversity suit to enjoin alleged violations of fair trade contracts 
entered into in accordance with the Illinois Fair Trade Act. This court 
held, with one judge dissenting, that, in a diversity suit, in which injunctive 
relief is sought for the protection of a property right, which property right 
is threatened with injury but not with destruction, the amount in contro- 
versy is, not the entire value of the property, but the actual extent of 
damages, past and prospective, to that property. The court based its de- 
cision on McNutt v. General Motors Acceptance Corp., 298 U.S. 178 (1936), 
and KVOS, Inc. v. Associated Press, 299 U.S. 269 (26 TMR 107) (1936), 
and, in line with the reasoning of those cases, held that where a defendant 
in such a suit properly challenges the allegations of jurisdictional facts, 
the burden is on the plaintiff to sustain those allegations by competent 
proof. The district court found that the instant case involved, at best, a 
threatened injury to plaintiff’s good will and held that there was a complete 
failure of proof that the extent of damages, past or threatened, totaled the 
requisite $3000. 

Appellant contends that it is a generally accepted rule that, in an 
action for unfair competition, the amount in controversy is the value of 
the trademark or good will sought to be protected. See Ambassador East, 
Inc. v. Orsatti, 3 Cir., 257 F.2d 79, 118 USPQ 47 (48 TMR 1251) (1958) ; 
Admiral Corp. v. Penco, Inc., 2 Cir., 203 F.2d 517, 520, 97 USPQ 24, 26 
(43 TMR 616) (1953). A closely related proposition is that in a suit to 
enjoin injury to property (such as nuisance or continuing trespass), the 
amount in controversy is the value of the property. Glenwood Light and 
Water Co. v. Mutual Light, Heat and Power Co., 239 U.S. 121 (1915); 
Kelly, Inc. v. Lehigh Nav. Coal Co., Inc., 3 Cir., 151 F.2d 748, 747 (1945). 

The authorities cited by appellant are not inconsistent with the 
Seagram case’s formulation of a distinction between two classes of diversity 
action of this type, although, admittedly, there is some conflict between the 
circuits in their approach to the jurisdictional question.1 The Court of 


1. The courts in at least two circuits have accepted jurisdiction in fair trade cases 
on the basis that the injury, if any, is to the good will of the plaintiffs. Sunbeam 
Corp. v. Richardson, D.C. W.D. Ky., 144 F.Supp. 583 (1956) (reversed by the Court 
of Appeals for the Sixth Circuit on other than jurisdictional ground, 243 F.2d 501 
(1957) ; Morris Corp. v. Hess Brothers, Inc., 3 Cir., 243 F.2d 274 (1957). The jurisdic- 
tional question was not raised in Morris Corp. nor was it raised in General Electric Co. 
v. Hess Brothers, Inc., D.C. E.D. Penn., 155 F.Supp. 57 (1957), recently decided in 
that circuit. The question was properly raised in the Sunbeam Corp. case, supra, but 
not successfully. The court, on appeal in that case, did not consider the question. 

Our court has since reaffirmed its holding in Seagram in the case of Calvert Dis- 
tillers Co. v. Wish, 7 Cir., F.2d (1958). 
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Appeals for the Third Circuit recently reaffirmed its holding that, in a suit 
to enjoin trade name infringement, the jurisdictional amount is to be based 
on the value of the property right (the good will of plaintiff) being 
injured. Ambassador East Inc. v. Orsatti, Inc., 3 Cir., 257 F.2d 79, 118 
USPQ 47 (48 TMR 1251) (1958). That court, in so doing, reversed the 
district court which had relied on the Seagram case of this circuit, and two 
other cases, Food Fair Stores, Inc. v. Food Fair, Inc., 1 Cir., 177 F.2d 177, 
83 USPQ 14 (39 TMR 894) (1949), and Pure Oil Co. v. Puritan Oil Co., 
Inc., D.C. D. Conn., 39 F.Supp. 68, 49 USPQ 628 (31 TMR 382) (1941),? 
as supplying the correct method to be used in calculating the jurisdictional 
amount. It held that the plaintiff, owner of a hotel in Chicago, could bring 
suit in the federal courts to enjoin a violation of its trade name by the 
owner of a hotel in Philadelphia. 

The Pure Oil case also involved a trade name infringement. The defen- 
dant in that case owned a single service station as opposed to the plaintiff’s 
nationwide operation. The suit was for the purpose of enjoining defen- 
dant’s use of the name PURE in connection with its oil and gas products. 
Chief Judge Clark of the Second Circuit, sitting as a district judge, held 
that, where the operations of a violating user of a trade name did not tend 
to divert customers, the unjustified appropriation of a trademark or name, 
while a wrong, did not carry with it definite damage unless the appro- 
priator’s service was of a low quality or the wrongful use destroyed what 
would otherwise be the uniqueness of associations of the mark. The value 
of the good will could be the amount in controversy only if the entire value 
of the good will was threatened by the alleged infringement. It was pointed 
out that the statements in the various authorities to the effect that the value 
of the good will is the amount in controversy signified only that damages 
were not to be limited to those accrued but should include those reasonably 
to be expected to occur in the future. 

The Court of Appeals for the First Circuit, following the approach 
of Chief Judge Clark outlined above, held that the requirement of juris- 
dictional amount was adequately met in Food Fair Stores Inc. v. Food 
Fair, Inc., supra. The defendant in that case also owned one local store, 
not in competition with those of plaintiff. The court held that in arriving 
at the amount in controversy it could and would consider the probability 
of injury to plaintiff’s plans to open a store in the locality of defendant’s 
store, and on this basis distinguished Pure Oil on the facts. 

In the instant case the alleged passing off by appellee of a beverage 
other than appellant’s SEVEN-up to customers ordering that drink is ad- 
mittedly wrongful. However, there is nothing in the affidavits of appellant 
to indicate that it results in a loss of sales to it or in any way inflicts injury 
on its trademark or good will. It would be manifestly arbitrary to measure 


2. Reverséd, 2 Cir., 127 F.2d 6, 52 USPQ 600 (1942), on grounds not material to 
the instant case. 





Vol. 49 T. M. R. TEMPERATO v. RAINBOLT 215 


the amount in controversy by reference to the value of appellant’s good 
will irrespective of the extent of injury to that property. Lacking proof 
of injury to its good will for which it would be entitled to damages, appel- 
lant cannot maintain this action in the federal courts as a diversity action. 

Although the only ground of jurisdiction alleged in the complaint is 
that of diversity of citizenship, appellant contends that jurisdiction also 
exists either because of the basic trademark infringement provisions of 
the Lanham Act (15 U.S.C.A. §§ 1057(b), 1115(a) and 1116) or under 
the unfair competition section of that Act (15 U.S.C.A. § 1126). 

With regard to the trademark infringement, it was not alleged nor 
was any evidence offered to show that the “passing off” by appellee had 
any substantial effect on interstate commerce. The requirement that the 
infringing use be in interstate commerce is clearly not satisfied in this case. 
15 U'S.C.A. § 1114; Admiral Corp. v. Penco, Inc., 2 Cir., 203 F.2d 517, 97 
USPQ 24 (43 TMR 616) (1953). 

The contention that jurisdiction is vested in the federal courts on a 
naked claim for unfair competition was, as pointed out by the majority 
opinion, adequately answered in the negative in our opinion in City Mes- 
senger of Hollywood v. City Bonded Messenger Service, 7 Cir., 254 F.2d 
531, 116 USPQ 75 (48 TMR 587) (1958), cert. den. US. ——, 119 
USPQ : 

For the foregoing reasons I would affirm the judgment of the district 
court. 


TEMPERATO v. RAINBOLT 
No. 3887 —D. C., E. D. Illinois— October 28, 1957 


REMEDIES—UNFAIR COMPETITION—DEFENSES 
Action for breach of contract and unfair competition against licensee and 
franchise holder of the mark DAIRY QUEEN for ice cream and frozen dairy products 
where defendant, in violation of license agreement, sells like goods under the mark 
DAIRY CREAM. Motion to dismiss complaint based on failure to state a cause of 
action, restraint of trade and lack of jurisdiction is denied since the license agree- 
ment prohibits the sale of any frozen dairy products other than the plaintiff’s in the 
franchise territory and the possibility of confusion between DAIRY CREAM and 
DAIRY QUEEN must be determined after a trial. 
CouRTS—J URISDICTION 
Action for breach of contract and unfair competition are properly within the 
jurisdiction of the Federal Court and does not rest with Federal Trade Commission. 


Action by Samuel J. Temperato v. Roy C. Rainbolt for breach of 
contract and unfair competition. Defendant moves to dismiss complaint. 
Motion denied. 

Blumenfeld & Abrams, of St. Louis, Missouri and Baker, Kagy & Wagner, 
of East St. Louis, Illinois, for plaintiff. 

Zeno Middleton, of East St. Louis, Illinois and Dreman & Sterling, of Belle- 
ville, Illinois, for defendant. 
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JUERGENS, District Judge. 

The complaint alleges that on or about May 25, 1950, defendant con- 
tracted with one W. J. Lanahan for license and franchise owned by Lana- 
han for the use, among other things, of the trade name DAIRY QUEEN; the 
franchise to be used within a specified territory. Defendant agreed, among 
other things, to construct a building in accordance with blueprints and to 
manufacture, prepare, and sell ice cream or frozen dairy products. The 
defendant further agreed that he would not use any other type or name of 
ice cream in the prescribed territory during the life of the contract which 
was for a ten year period, without written permission of Lanahan. There- 
after, Lanahan transferred his rights in the contract to the plaintiff in this 
suit, Samuel J. Temperato. Notwithstanding the above contract, the defen- 
dant engaged in a business within the above territory in competition with 
the plaintiff and further refused, and still refuses, to pay royalties on the 
product sold as DAIRY QUEEN as provided by the contract. Wherefore, 
plaintiff prays damages. The complaint also alleges that the plaintiff and 
his predecessor have spent considerable sums of money in advertising the 
name DAIRY QUEEN, inspecting the building, and generally insuring that 
the places where DAIRY QUEEN is sold are clean and attractive. Other sums 
of money have been spent by plaintiff and his predecessor in the develop- 
ment of the mix used in the manufacture of DAIRY QUEEN and in creating 
uniform design of products and containers. That as a result, the name 
DAIRY QUEEN has become associated in the minds of the public with a uni- 
form product of high quality and sold only at approved stores. That the 
trade name DAIRY QUEEN has acquired a secondary significance in the 
minds of the public. That on or about March 1, 1957, and continuously 
thereafter, the defendant has manufactured in the above mentioned build- 
ing a product similar to the plaintiff’s product for which the defendant 
has used the trade name DAIRY CREAM for advertising and sale of the prod- 
ucts, which name bears a confusing similarity to the plaintiff’s trade name 
DAIRY QUEEN. That the defendant has been notified of plaintiff’s objection 
to the use of the trade name DAIRY CREAM but defendant continues to use 
the above name in direct competition with plaintiff’s products. Wherefore, 
plaintiff prays this court to issue an injunction restraining and enjoining 
the defendant, his agents and servants and employees, from infringing the 
trade name DAIRY QUEEN by the use of the name of DAIRY CREAM or any 
name similarly confusing to DAIRY QUEEN and from selling to the public 
soft or semi-frozen ice cream, ice cream custard products or anything 
similar to these for the duration of the period of the contract or in the 
alternative for other specified relief. 

The defendant filed his motion to dismiss the complaint on the 
grounds that it fails to state a cause of action under which the plaintiff 
can be granted relief against this defendant, that the alleged contract is 
illegal and in restraint of trade, and that this court lacks jurisdiction of 
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the matter and that jurisdiction is exclusive to the Federal Trade Com- 
mission, and the plaintiff has not exhausted his administrative remedy. 

Under the Federal Rules of Civil Procedure, it is generally held that 
no pleading shall be bad in substance when it reasonably informs the 
opposition of the nature of a claim or defense which he is called upon to 
defend. Rogers v. Dwight, 145 F.Supp. 537. As was said in Wilson v. 
Illinois Central Railroad Company, 147 F.Supp. 518, 515: 


“Considering the branch of the defendant’s motion that attacks 
the legal sufficiency of the complaint, we note that under the practice 
laid down by the Federal Rules of Civil Procedure disposition of 
eases solely upon the pleading is not encouraged. The office of the 
motion to dismiss under Rule 12(b)(6) is simply to test whether the 
allegations of the complaint, liberally construed, are sufficient to make 
admissible enough evidence to support a verdict for the plaintiff * * *. 
If the plaintiff could recover upon any state of facts which might be 
proved under the allegations as laid, the complaint states a claim upon 
which relief can be granted and the motion must be denied.” 


The complaint here under consideration alleges the existence of a con- 
tract and the breach thereof and the court cannot say from these allega- 
tions that the plaintiff will be unable to prove his claim. The complaint 
further alleges unfair trade practices in the use of the name DAIRY QUEEN. 
The court cannot say with sufficient certainty, whereby the dismissal of the 
complaint would be warranted, that this name does not conflict with the 
name DAIRY QUEEN, especially in view of the fact that on the trial the 
plaintiff will be permitted to introduce other pertinent factors which taken 
together may constitute unfair trade competition. The court is, therefore, 
of the opinion that the motion to dismiss for failure to state a cause of 
action should be denied. 

The contention that the alleged contract is illegal and in restraint of 
trade does not appear on the face of the complaint. Therefore, a dismissal 
upon this ground should be denied. 

The defendant’s contention that this court lacks jurisdiction since 
jurisdiction rests exclusively with the Federal Trade Commission, is com- 
pletely without merit. The action here is brought by the plaintiff against 
the defendant on the grounds of breach of contract and unfair competition, 
arising out of the wrongful use of a trade name. 


“The remedies ordinarily available to redress or prevent infringe- 
ment of trademarks or unfair competition are common-law rather than 
statutory, * * *. They are the ordinary and usual legal and equitable 
remedies * * * and are not taken away by statute providing additional 
or cumulative statutory remedies.” 87 C.J.S. Trademarks, Trade 
Names and Unfair Competition §187, p. 527. 
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The court is of the opinion that it has jurisdiction to try the issues, pre- 


sented by the complaint. 
The court finds that the defendant’s motion to dismiss the complaint 


should be denied. 





SPORTWHIRL, INC. v. ABRAMSON 
N. Y. Sup. Ct., Spec. Term, New York Co.—November 19, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Petitioner, Sportwhirl, Inc., moves for order under New York Penal Law section 
964 restraining use of name THE SPORTWHIRL SHOPPE and SPORTWHIRL; petitioner 
does not state that its products are marketed in area or that buyers, who have 
inquired whether it is conducting a retail business in competition with its customers, 
supply outlets in area, or that respondent is in competition with petitioner’s cus- 
tomers in area; use in respondent’s business of petitioner’s name is not in circum- 
stances sufficient to warrant summary order. 


Petition by Sportwhirl, Inc. v. Abramson under section 964 of New 
York Penal Law. Petition denied. 


Streit, Justice. 

Petitioner moves in this summary proceeding for an order pursuant 
to section 964 of the Penal Law restraining the use of the name THE SPORT- 
WHIRL SHOPPE and SPORTWHIRL. The use in respondent’s business of peti- 
tioner’s name is not in the circumstances here sufficient to warrant a sum- 
mary order based upon intent to deceive. Petitioner alleges that it 
manufactures ladies’ and misses’ sportswear, separates and dresses and that 
its product is known throughout the United States, Canada and on the 
European continent. It conducts business at 498 Seventh Avenue in New 
York City. Respondent conducts a retail shop at 105 East 175th Street, 
New York City, selling similar items. Petitioner complains that buyers 
have inquired whether it is conducting a retail business in competition with 
its customers. The complaint and competition are not otherwise detailed. 
It is not stated that petitioner’s products are marketed in this area or that 
the buyer supplies outlets in this area or that respondent is in competition 
with petitioner’s customers here. Respondent, it appears, displays in his 
store window an announcement that he has no connection with the peti- 
tioner. The motion is denied without prejudice to the institution of a 
plenary suit. Order signed. 
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ESSO STANDARD OIL COMPANY v. STANDARD OIL 
COMPANY OF NEW ENGLAND INCORPORATED 
and ARNOLD POLONSKY 


No. 1845 —D. C., New Hampshire — December 18, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
COURTS—PLEADINGS AND PRACTICE 

CouRTS—MOTIONS 

Action for trademark infringement and unfair competition in which plaintiff 
seeks to restrain defendant from using the corporate name STANDARD OIL COMPANY 
OF NEW ENGLAND, INCORPORATED and the trade names STANDARD OIL OF NEW ENG- 
LAND, STANDARD OIL COMPANY OF NEW ENGLAND and STANDARD OIL OF NEW 
HAMPSHIRE. 

Plaintiff moves for summary judgment and defendant denies the jurisdictional 
amount on the basis that it has not commenced business operations, argues that its 
use of the corporate name is proper and approved by the Secretary of State, that 
the name STANDARD has fallen into the public domain and has become diluted by 
the use of other STANDARD OIL companies and plaintiff’s emphasis on Esso. The 
evidence as shown by affidavits indicates that plaintiff and its predecessors have 
conducted an extensive business in New Hampshire and New England since 1931 
under its trade name ESSO with very substantial sales under the marks ESSO and 
ESSO STANDARD OIL. 

Registration by the Secretary of State does not prove lack of unfair competition 
and defendants’ claim of dilution is without merit since each Standard Oil company 
has exclusive right within its respective territory to the use of its STANDARD OIL 
trademarks and trade names. 

The claim that rights in STANDARD OIL have been limited by plaintiff’s emphasis 
of ESSO is not valid since STANDARD OIL has been used as part of the phrase ESSO 
STANDARD OIL on products and in advertising, and the court concludes that the name 
STANDARD OIL has acquired a secondary meaning indicating plaintiff and that defen- 
dants’ use of the term STANDARD OIL COMPANY OF NEW ENGLAND would be bound to 
cause confusion. 

Defendant is guilty of unfair competition and infringement of plaintiff’s trade- 
marks and the motion for summary judgment is granted, limited to the area in 
which plaintiff is doing business. 


Action by Esso Standard Oil Company v. Standard Oil Company of 
New England, Incorporated and Arnold Polonsky for trademark infringe- 
ment and unfair competition. Plaintiff moves for summary judgment. 
Motion granted. 

Walter J. Halliday, Thomas B. Hayes, Nims, Martin, Halliday, Whitman & 
Williamson, and Francis X. Clair, of New York, N. Y., and Richard F. 
Upton, Sanders & Upton, of Concord, New Hampshire, for plaintiff. 

Arthur E. Porter, of Manchester, New Hampshire, for defendants. 


Connor, District Judge. 

This is a motion for summary judgment to restrain the defendants 
from using in any manner the corporate name THE STANDARD OIL COMPANY 
OF NEW ENGLAND, INCORPORATED, and the trade names STANDARD OIL OF NEW 
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ENGLAND, STANDARD OIL COMPANY OF NEW ENGLAND, and STANDARD OIL OF 
NEW HAMPSHIRE or any other name so closely similar to the corporate name 
of the plaintiff as to lead to confusion. The scope of the complaint embraces 
the use of such names both as corporate names and in connection with 
petroleum or petroleum products. 

The complaint in essence is based on two related theories: violation of 
plaintiff’s trademarks, which are protected by the Trademark Act of 
July 5, 1946 (15 U.S.C. §1051 et seq.), and unfair competition in that the 
public is likely to be confused as to the source of the defendants’ products. 

Diversity of citizenship and $3,000.00 in controversy is alleged, but 
defendants deny that the jurisdictional sum is present, on the ground that 
the defendants have not actually commenced business operations. 

In view of the fact that the unfair competition claim is substantial 
and related to the trademark laws within the meaning of 28 U.S.C. 
§1338(b),1 there is no need to determine whether or not $3,000.00 is in 
controversy. 

The uncontroverted facts, as shown by the affidavits, indicate that the 
plaintiff, which, prior to 1948 was named the Standard Oil Company of 
New Jersey, has been doing an extensive business in New Hampshire and 
New England continuously since 1931, through a subsidiary, under its 
trade name Esso, and for the past decade, under its own trade name, 
STANDARD OIL COMPANY. As of June 30, 1957, there were 264 dealers dis- 
tributing the products of plaintiff in New Hampshire. Over $50,000 has 
been spent on radio advertising in New Hampshire alone in the past decade. 
In 1957, there were 39 billboards on the roads and highways entering New 
Hampshire and throughout the state which invited motorists to use products 
of Esso Standard Oil Company. There is distributed annually in the State 
of New Hampshire in excess of one-half million cans of motor oil and other 
petroleum products upon most of which the name Esso Standard Oil Com- 
pany appears. 

The defendant Arnold Polonsky in July, 1957, registered with the 
Secretary of State of New Hampshire the trade names Standard Oil of 
New England, Standard Oil Company of New England, and Standard Oil 
of New Hampshire for the purpose of building a retail establishment to 
market petroleum products in Littleton, New Hampshire. As of the date 
of the hearing, the defendants had not actually commenced the operation 
of the business. Registration by the Secretary of State is not conclusive 
proof that no unfair competition exists. See Standard Oil Company of New 
Mexico, Inc. v. Standard Oil Company of California, 56 F.2d 973 (22 TMR 
363) (10th Cir. 1932). 


1. (b) The district courts shall have original jurisdiction of any civil action 
asserting a claim of unfair competition when joined with a substantial and related claim 
under the copyright, patent or trademark laws. 
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Defendant argues that the name STANDARD has fallen into the public 
domain and is merely a synonym for “uniform” or “regular.” Granted 
that this may be true, and that there are companies with such apparently 
valid names aS STANDARD BRANDS, STANDARD PACKAGING, the problem is 
whether plaintiff has a right to the name STANDARD OIL not just the name 
STANDARD alone. 

Defendant next contends that the name STANDARD OIL has become 
diluted by use by such companies as Standard Oil of California and 
Standard Oil of Indiana and others. But each has rights in the name only 
in its own territory, and the plaintiff has exclusive rights in its own terri- 
tory which includes New England. See Standard Oil of New Jersey, et al. 
v. United States, 221 U.S. 1 (1911). 

The defendant contends that the plaintiff has emphasized the mark 
ESSO and has abandoned its name sTANDARD OIL. In reply to this contention, 
it may be said that the mark Esso itself in the minds of the public repre- 
sents the abbreviation of the words STANDARD OIL, and also, that the words 
ESSO STANDARD OIL appear on many products, fuel pumps and advertise- 
ments throughout the state. 

It is concluded that the name STANDARD ol has through the years 
become associated in the mind of the public, in this area, with the plaintiff, 
and has acquired a secondary meaning. The public, if confronted with 
a product of STANDARD OIL COMPANY OF NEW ENGLAND, INCORPORATED, would 
be most likely to confuse it with a product of the plaintiff and would suppose 
it to have been manufactured by the plaintiff or an affiliate of the plaintiff. 
Such a situation by either state or federal law, is a notorious example of 
unfair competition. 

Besides having a valid claim of unfair competition, plaintiff also owns 
several trademarks for the name STANDARD OIL COMPANY OF NEW JERSEY, 
registered at various times with the United States Patent Office. The most 
recent trademark was renewed on September 15, 1956, for twenty years. 
It is concluded that use by the defendants of any of the names in question 
would infringe the plaintiff’s trademarks. 

This case is merely the latest in a long series of cases in which courts 
have upheld the rights of the various original Standard Oil companies. 

Among these decisions are Standard Oil Company v. Michie, 34 F.2d 
802 (19 TMR 361) (D.C. Mo. 1929), Standard Oil Company v. Standard 
Oil Company of North Dakota, 123 F. Supp. 227 (44 TMR 956) (D.C. 
N.D. 1954), Standard Oil Company of Colorado v. Standard Oil Company, 
72 F.2d 524 (25 TMR 50) (10th Cir. 1934), Standard Oil Company of New 
Mexico, Inc. v. Standard Oil Company of California, 56 F.2d 973 (22 TMR 
363) (10th Cir. 1932), Standard Oil Company of Maine, Inc. v. Standard 
Oil Company of New York, 45 F.2d 309 (21 TMR 107) (1st Cir. 1930). 
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Following the Standard Oil Company of Maine case, supra, the injunc- 
tion should be limited to New England and other areas where the plaintiff 
is doing business. 

There being no genuine issue of fact, plaintiff’s motion for summary 
judgment is granted and a permanent injunction will issue forthwith. 


MUTATION MINK BREEDERS ASSOCIATION AND LANDON 
MINK RANCH, INC. v. LOU NIERENBERG CORP., NORMINK 
LTD. AND CANADIAN FUR TRAPPERS CORP. 


No. 131-161 —D. C., S. D., New York — January 28, 1959 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 

Action for unfair competition and for relief under Section 43(a) of the Lanham 
Act against the use by defendants of the term NORMINK in connection with synthetic 
mink garments and the terms PLATINUM, THE WARMTH AND BEAUTY OF MINK and 
phrases which include CANADIAN FUR or CANADIAN FUR TRAPPERS. Defendants move 
to dismiss for failure to state a claim upon which relief can be granted, for sum- 
mary judgment and to strike from the complaint allegations referring to “other 
persons similarly situated” on the ground that the action is not a proper class action. 
Mutation Mink Breeders Association is a trade association with a membership of 
over 5,000 mink breeders. Plaintiffs charge that by the use of the term NORMINK 
and other phrases in connection with defendants’ synthetic garments, members of 
public may purchase such garments believing that they are mink or contain mink 
and thereby divert customers of plaintiffs and destroy plaintiffs’ good will and 
the good will of others similarly situated. Defendants claim that “mink” is a generic 
term which has not acquired any secondary meaning indicating source in plaintiffs 
and since plaintiffs do not represent all mink breeders the action is an improper 
class action and confusion is unlikely because of the price disparity between the 
garments and because plaintiffs are unable to show “single source” damage occurring 
only to them. 

Essential element of unfair competition requires showing that public associated 
“infringed product” with single source and diversion of plaintiffs’ customers which 
plaintiffs are unable to show here. 

TRADEMARK ACT OF 1946—SECTION 43 (a) 

Section 43(a) of Lanham Act removes the requirement of intent to deceive and 
extends the liability to “a civil action” by “any person who believes he is or is likely 
to be damaged by the use of any such false description or representation” and 
creates a new federal statutory tort. Complaint states claim under Lanham Act 
requiring denial of motion to dismiss and for summary judgment since question of 
public deception is question of fact requiring a trial. Plaintiff Association has 
standing to sue since it has pecuniary interest in preventing diversion of trade 
from its members. 

CourRTS—CLASS ACTION—RULE 23 (a) (3) 

Action may be maintained as “spurious” class action since a common question 
of law or fact exists affecting the several rights and is merely a device for per- 
missive joinder. 


Action by Mutation Mink Breeders Association and Landon Mink 
Ranch, Inc. v. Lou Nierenberg Corp., Normink Ltd., and Canadian Fur 
Trappers Corp. for unfair competition and under Section 43(a) of Lanham 
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Act. Defendants move to dismiss complaint for summary judgment and to 
strike portions of complaint. Motions denied. 


Nims, Martin, Halliday, Whitman & Williamson (Wallace H. Martin and 
Oliver P. Howes, Jr., of counsel), of New York, N. Y., for plaintiffs. 
Amster & Levy, of New York, N. Y., for defendants. 


BrYAN, District Judge. 

This is an action for unfair competition and under § 43(a) of the 
Lanham Trademark Act of 1946, 15 U.S.C. § 1125, seeking an injunction, 
damages and an accounting of profits. 

The suit is brought on behalf of the plaintiffs, and, in terms of a class 
action, on behalf of each of the members of plaintiff Mutation Mink 
Breeders Association and all other persons similarly situated. 

Defendants have moved in the alternative (1) to dismiss the complaint, 
pursuant to Rule 12(b)(6), F.R.C.P., for failure to state a claim upon 
which relief can be granted, (2) for summary judgment pursuant to Rule 
56, F.R.C.P., and (3) to strike from the complaint all allegations relating 
to “all other persons similarly situated” on the ground that this suit may 
not properly be maintained as a class action. 

Plaintiff Mutation Mink Breeders Association is a trade organization 
with a membership of over five thousand mink breeders throughout the 
United States. Plaintiff Landon Mink Ranch, Inc. is a breeder of mink and 
a member of the Association. Both are Wisconsin corporations. 

Defendant Normink Ltd., a New York corporation, is engaged in the 
business of blending and finishing fabrics which are designed to simulate 
mink in appearance and use. Defendant Lou Nierenberg Corp., a New 
York corporation, is a manufacturer of ladies’ garments composed of 
synthetic textile fabrics. It obtains its fabrics from Normink Ltd. and 
sells the finished garments to wholesalers, retailers and specialty shops, 
including the defendant Canadian Fur Trappers Corp., a New York 
corporation. The latter is engaged in the retail sale of fur coats and fur 
pieces and other merchandise in the apparel field, as well as the simulated 
mink garments which it purchases from Lou Nierenberg Corp. 

The complaint charges that defendants affix the term NORMINK to their 
synthetic mink garments and that this term is a false description and 
representation concerning them; that they have described their garments 
with such words and phrases as PLATINUM, HAND-TAILORED BY CRAFTSMEN 
FURRIERS, and THE WARMTH AND BEAUTY OF MINK; and that they have used 
words and phrases like CANADIAN, CANADIAN FUR CORPORATION and CANADIAN 
FUR TRAPPERS CORP. in connection with the sale of such garments as well 
as other words and phrases calculated to create the false impression that the 
garments are made of mink fur or have the characteristics of mink fur. 

It is alleged that in so describing and advertising their garments 
defendants are likely to deceive the public which is likely to purchase defen- 
dants’ products in the belief that these products are mink or contain mink. 
It is also alleged that defendants’ acts are likely to produce an adverse 
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effect on the high standing and reputation of mink products generally and 
that it is likely that these acts will dilute and reduce the public confidence 
in mink garments and will divert customers from the products of the 
plaintiffs and of mink breeders similarly situated and destroy plaintiffs’ 
good will to their irreparable damage and that of all other similarly 
situated. 

It is claimed that as a result of this course of conduct defendants 
have made substantial profits to which they are not entitled and for which 
they must account, and that they are also liable in damages to the plaintifis. 
Plaintiffs also seek an injunction against the continuance of the acts com- 
plained of and the commission of any acts or the making of any representa- 
tions calculated to create the false impression that defendants’ goods are 
made of mink fur or contain mink products. 

Defendants contend that the plaintiffs have no exclusive rights in the 
word “mink” or the other words and phrases used by defendants in the 
marketing and sale of their products which would entitle them to maintain 
this action. They claim that “mink” is a generic term which is used by 
the entire fur trade as a term indicating the fur pelt of the mink animal. 
They contend that plaintiff Association does not represent all the mink 
breeders in the United States and that it is not in competition with the 
defendants. It is said that the term “mink” has not acquired a secondary 
meaning and goods sold under that name are not associated in the public 
mind with the plaintiffs’ fur goods. 

Defendants further claim that the price differential between plaintiffs’ 
and defendants’ products is so substantial that it would be impossible for 
any reasonable person to be deceived into believing that coats selling for 
$39 to $59 are genuine mink coats since it is generally known that the sell- 
ing price of genuine mink coats is $5,000 to $7,000. They say that any 
prospective purchaser of a mink coat would carefully examine the coat, 
would look at the label, would feel the texture of the material and would 
immediately realize that the defendants’ coats are not composed of true 
mink fur. The argument is that the public could not be deceived, that the 
high standing of mink products would be unaffected, and that no cus- 
tomers could be diverted from plaintiffs to defendants. 

Defendants also argue that the action must fall because there is no 
showing that any of the named plaintiffs has lost or is likely to lose any 
trade as a result of defendants’ acts. It is urged that, even assuming a 
diversion of trade will occur as a result of defendants’ acts, it is impossible 
for plaintiffs to show that it is their trade rather than the trade of one of 
their competitors which will be diverted. They therefore urge that the 
so-called “single source” rule bars plaintiffs’ recovery. 

That rule is that, to maintain an action for unfair competition, it must 
appear that the public associated the “infringed” product with a “single 
source,” even though anonymous, and the defendants’ “palming off” would 


result in a diversion of plaintiffs’ customers and that this could occur only 
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if it were shown that plaintiffs monopolized the trade name or product 
in question. California Apparel Creators v. Wieder of California, 2 Cir., 
162 F.2d 893, 74 USPQ 221 (37 TMR 558) ; Crescent Tool Co. v. Kilborn & 
Bishop Co., 2 Cir., 247 F. 299 (8 TMR 177) ; Kellogg Co. v. National Biscuit 
Co., 305 U.S. 4111, 39 USPQ 296 (28 TMR 569) ; Mosler Safe Co. v. Ely- 
Norris Safe Co., 273 U.S. 182 (17 TMR 114). 

California Apparel Creators v. Wieder of California resembled the 
ease at bar. There an incorporated California trade association and 
seventy-five of its members brought a class action on behalf of themselves 
and all other California apparel manufacturers to enjoin three New York 
defendants from using the word CALIFORNIA as part of their trade names 
or in connection with the sale of apparel, seeking also an accounting and 
damages. 

The court granted defendants’ motion for summary judgment holding 
that to carry a secondary meaning the origin must be from a single though 
anonymous source. (162 F.2d at p. 897, 74 USPQ at 224, 37 TMR at 562.) 
The fact that it would be impossible to determine which, if any, of the 
plaintiffs would be injured by defendants’ acts was held to bar recovery 
under the “single source” rule. Relying upon Mosler Safe Co. v. Ely- 
Norris Safe Co., supra, the court, per Clark, J., said (162 F.2d at p. 901, 
74 USPQ at 227, 37 TMR at 566) : 


“It is nowhere claimed that there is, or will be, available any 
proof of specific customers diverted from specific plaintiffs through 
the actions of these defendants. The only possible suggestion of injury 
is by a strained process of inference, as by the suggested conclusion 
that the general effect of defendants’ actions must have diverted cus- 
tomers from the plaintiffs. Here we are met with the direct difficulty 
found insurmountable by Justice Holmes in the Ely-Norris Safe Co. 
ease, that there is no reason to assume that defendants’ customers, 
deceived as to the place of origin, would otherwise have bought of these 
plaintiffs * * *.” 


See, also, New York & R. Cement Co. v. Coplay Cement Co., C.C.E.D. 
Penn., 44 F. 277, rehearing with memorandum 45 F. 212; American Wash- 
board Co. v. Saginaw Mfg. Co., 6 Cir., 103 F. 281. 

The California Apparel case casts grave doubt on whether plaintiffs 
have a claim for common law unfair competition here. However, it does 
not affect their claim under the Lanham Trademark Act of 1946, which 
had been enacted prior to the California Apparel case, but did not become 
effective until after that case had been argued. As Judge Clark said (162 
F.2d at p. 900, n. 12, 74 USPQ at 227, 37 TMR at 566) : 


“#** (T)he Lanham Trademark Act of July 5, 1946, makes two 
important changes, in that it omits the requirement of willfullness or 
intent to deceive and extends the liability ‘to a civil action’ by ‘any 
person who believes that he is or is likely to be damaged by the use 
of any such false description or representation.’ § 43(a), 15 U.S.C.A. 
§ 1125(a). This is not applicable here, since the Act did not become 
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effective until July 5, 1947, after the argument of this appeal, and 
does not apply to pending cases. § 46(a). * * * As applied to a situa- 
tion such as here disclosed, there is of course the necessity of proving 
that the apparel labels do designate the origin of the goods to the 
buyers, and there is the further problem as to the rather curious and 
ambiguous wording of the statute creating liability to an action * * * 
in favor of a quite indefinite number of volunteer plaintiffs. How far 
this may change the effect of the Ely-Norris Safe Co. case must there- 
fore await further elucidation.” 


The California Apparel case, the Ely-Norris Safe Co. case and the 
other cases relied upon by defendants here were all based on common law 
principles of unfair competition. They are not, of course, controlling as 
to the claim which is alleged in the complaint under the Lanham Trademark 
Act. Section 43(a) of that Act provides: 


“Any person who shall affix, apply, or annex, or use in connection 
with any goods or services, or any container or containers for goods, 
a false designation of origin, or any false description or representation, 
including words or other symbols tending falsely to describe or repre- 
sent the same, and shall cause such goods or services to enter into 
commerce, and any person who shall with knowledge of the falsity of 
such designation of origin or description or representation cause or 
procure the same to be transported or used in commerce or deliver the 
same to any carrier to be transported or used, shall be liable to a civil 
action by any person doing business in the locality falsely indicated 
as that of origin or in the region in which said locality is situated, or 
by any person who believes that he is or is likely to be damaged by 
the use of any such false description or representation.” [Emphasis 
added. | 


In Gold Seal Co. v. Weeks, D.C.D.C., 129 F.Supp. 928, 105 USPQ 407 
(45 TMR 1075), aff’d sub nom. 8. C. Johnson & Son, Inc. v. Gold Seal Co., 
D.C.Cir., 230 F.2d 832, 108 USPQ 400, cert. den. 352 U.S. 829, 111 USPQ 
467, plaintiff sought a decree authorizing the Commissioner of Patents to 
register as a lawful trademark the words GLAss WAx which were used by 
plaintiff in connection with the sale of a liquid cleaner for glass and metals. 
S. C. Johnson & Son, Inc., a manufacturer of wax products, intervened, 
opposing the application for registration and counterclaiming for injunc- 
tive relief, profits and damages under § 43(a) of the Lanham Act, on the 
ground that GLASS WAX did not contain wax and that the mark was there- 
fore a false representation and description of the goods, causing Johnson 
damage or the likelihood of damage. While the court held that the evidence 
adduced at the trial was insufficient to support the counterclaim, its con- 
struction of § 43(a) is highly apposite here. The court stated (129 F.Supp. 
at p. 940, 105 USPQ at 415, 45 TMR at 1086) : 


“#* * * Johnson * * * need not prove actual diversion of trade 
(palming off, so to speak), need not establish a veritable monopoly 
position in the industry * * *.” 
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“We are satisfied that Johnson had adequate standing to assert 
its right to recover in a civil action under this section and was entitled 
to be heard and to present evidence. We are equally satisfied, however, 
that Johnson has failed to prove that it is entitled to relief in the form 
of injunction, profits, damages or costs * * *.” 


The Gold Seal case is closely analogous to the case at bar. In that 
case the defendant was accused of using the word “wax” to describe a 
product that did not contain wax. Here the defendants are charged with 
using the word “mink” or words tending to create the impression that their 
product is made of mink where, in fact, such is not the case. Both in the 
Gold Seal case, and here, the plaintiffs did not monopolize the industry 
and proof of actual diversion of trade was, therefore, in all practical re- 
spects, impossible. The Gold Seal case indicates that the “single source” 
rule is inapplicable to suits under § 43(a) of the Lanham Act and that the 
“likely to be damaged” provision of § 43(a) obviates the necessity of prov- 
ing actual diversion of trade. It follows that had such cases as Mosler Safe 
Co. v. Ely-Norris Safe Co., supra, and California Apparel Creators v. 
Wieder of California, supra, arisen under the Lanham Act, the result might 
not have been the same. For § 43(a) of the Lanham Act creates a new 
“federal statutory tort, sui generis” and does not merely codify the common 
law principles of unfair competition. Gold Seal Co. v. Weeks, supra, at 
p. 940, 105 USPQ at 415 (45 TMR at 1086) ; L’Aiglon Apparel Co., Inc. v. 
Lana Lobell, Inc., 3 Cir., 214 F.2d 649, 102 USPQ 94. 

At the least the complaint at bar states a claim under the Lanham Act. 

Defendants also urge that plaintiff Mutation Mink Breeders Associa- 
tion has no standing to sue relving on the California Apparel case. How- 
ever, it appears from the complaint here that plaintiff Association has a 
pecuniary interest in preventing the diversion of trade from its members 
to the defendants since in return for its services to its members it receives 
a percentage of the sales price of the pelts sold by them. Thus, the situa- 
tion here is different from that in the California Apparel case where it was 
indicated that the plaintiff Association lacked standing to sue only because 
it did not itself have a direct pecuniary interest which might be affected 
by defendants’ acts. See 162 F.2d at p. 896, 74 USPQ at 223-224 (37 TMR 
at 561) ; Cf. Gibbs v. Buck, 307 U.S. 66, 41 USPQ 162. 

The defendants’ motion to dismiss the complaint will be denied. 

Defendants’ motion for summary judgment as to the Lanham Act 
claim must also be denied since there are numerous issues of fact which 
require a trial. See Arnstein v. Porter, 2 Cir., 154 F.2d 464. 68 USPQ 288; 
Doehler Metal Furniture Co. v. United States, 2 Cir., 149 F.2d 130. 

The affidavits conflict as to whether the word “platinum” is peculiar 
to the fur trade; as to whether the plaintiffs’ and defendants’ goods are in 
competition with each other; as to the spread of price between certain of 
plaintiffs’ garments and certain of defendants’; and the possibility of con- 
fusion as to the purchasing habits of women generally (which bears on the 
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question of whether the public is likely to be deceived). The question of 
whether the public is likely to be deceived has been held an issue of fact, 
“depending on all the attendant circumstances.” Federal Glass Co. v. 
Loshin, 2 Cir., 224 F.2d 100, 101, 105 USPQ 458, 459 (45 TMR 983). 

Since the unfair competition claim is so “intertwined with another 
claim that must be tried * * * ” that there will be no added expense or delay 
to defendants in leaving that claim open until trial, summary judgment 
will be denied as to that claim also in the exercise of my discretion. See 
6 Moore, Federal Practice, 2165; Bernardo v. Bethlehem Steel Co., D.C. 
S.D.N.Y., Civil 133-52, January 21, 1959; Cf. Altman v. Curtiss-Wright 
Corp., 2 Cir., 124 F.2d 177, 180. 

It remains to be decided whether the allegations of the complaint relat- 
ing to maintenance of the suit as a class action must be stricken. 

It seems plain that the suit may properly be maintained as a “spurious” 
class action under Rule 23(a)(3), F.R.C.P. The rule requires only that 
the character of the right sought to be enforced for or against the class 
be “several,” that there be a “common question of law or fact” affecting 
the several rights, and that “common relief is sought.” 

The “spurious class suit” is merely a device for permissive joinder. 
California Apparel Creators v. Wieder of California, supra; 3 Moore, 
Federal Practice, 3442. It does not “grant authority to adjudicate finally 
rights as to nonappearing parties or to confer any additional substantive 
rights upon the plaintiffs suing.” California Apparel Creators v. Wieder 
of California, supra, at p. 897; Oppenheimer v. F. J. Young & Co., 2 Cir., 
144 F.2d 387; Nagler v. Admiral Corp., 2 Cir., 248 F.2d 319. It is an 
invitation to the members of the affected class to join in the action. If they 
do not so join they cannot be bound by the result. 3 Moore, Federal Prac- 
tice, 3443; Weeks v. Bareco Oil Co., 7 Cir., 125 F.2d 84; Nagler v. Admiral 
Corp., supra. The device is useful since it tolls the statute of limitations 
while absent plaintiffs decide whether or not to join in the action, and 
permits intervention without regard to diversity of citizenship or jurisdic- 
tional limitations. 3 Moore, Federal Practice, 3476, 3477; Hart & Wechsler, 
The Federal Courts and The Federal System, pp. 935, 936. 

As the court said, in denying a similar motion to strike, in Nagler v. 
Admiral Corp., supra, at p. 327: 

“#* * * Tt is difficult to see what harm the allegations do, since 
they will serve no function if the invitation is accepted by no one. 


On the other hand, they may serve a helpful function in leading to the 
consideration of substantially similar problems all at once.” 


See, also, Oppenheimer v. F. J. Young & Co., supra; York v. Guaranty 
Trust Co., 2 Cir., 143 F.2d 503, rev’d on other grounds 326 U.S. 99. 
Defendants’ motions are in all respects denied. 
So ordered. 
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CAMLOC FASTENER CORPORATION v. GRANT 
No. 35,955 — Trademark Trial and Appeal Board— October 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
No likely confusion could be found between applicant’s cAM-LOX, for chart 
readers, easels, washable mats and finger paint practice boards, and opposer’s 
CAMLOC, for industrial fasteners and tools; the goods are sold through different 
trade channels and to different average purchasers. 


Opposition proceeding by Camloc Fastener Corporation v. Henry H. 
Grant, application Serial No. 683,876, filed March 21, 1955. Dismissed. 


John P. Chandler, of New York, N. Y., for opposer. 
Smyth & Roston, of Los Angeles, California, for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed by Henry H. Grant to register CAM-LOX 
for art work display devices, including a chart reader in the nature of a 
masonite or INSULITE! plate mounted on a foldable metal or wooden frame, 
washable mats, easels, and finger paint practice boards, use since Septem- 
ber 1, 1950 being asserted. 

Registration has been opposed by Camloc Fastener Corporation, regis- 
trant of camuLoc for rotatable stud separable fasteners;? and for hand 
and machine tools—namely, drills, counter-sinks, counter-bores, punches, 
closing, flanging, dimpling or punching pliers and screw drivers.* 

The record shows that opposer and its predecessor have continuously 
used the mark CAMLOC on various types of fasteners, latches and tools 
since 1938; that many millions of dollars worth of products bearing the 
mark CAMLOC have been sold since 1938; that opposer has spent large 
sums of money in connection with the advertising of its products sold 
under the mark CAMLOC; and that the mark CAMLOc is well-known and is 
favorably received in the fastener industry. 

The applicant’s testimony shows that he has been using the notation 
CAM-LOX as a trademark for chart readers, washable mats, easels and finger 
paint practice boards since September 1, 1950. 

The marks may, for purposes of this proceeding, be considered as 
substantially the same. Since opposer is prior user by many years, there 
remains only the question of whether the nature of the products of the 
parties is such that use of substantially the same mark on them would be 
likely to lead purchasers to assume that they are products of a single 


1, INSULITE is the registered trademark of The Minnesota and Ontario Company; 
and in the event applicant finally prevails in this proceeding, applicant wil! be required 
to delete the mark from the identification of goods set forth in its application. 

2. Reg. Nos. 393,936 and 393,937, issued to a predecessor on Oct. 17, 1941. 

3. Reg. No. 414,291, issued Sept. 15, 1944. 
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producer, or that the producers are in some way related to or associated 
with each other. 

The products of the parties are greatly dissimilar in both character 
and use. CAMLOc fasteners are, as indicated by the record, industrial prod- 
ucts sold to industrial users. CAMLOc tools are used in installing CAMLOC 
fasteners, and thus would be sold to the same industrial users. Applicant’s 
CAM-LOX products are, as indicated by its documentary exhibits, intended 
for use by teachers and children. The segment of the public with which 
the applicant deals is completely different from the industrial users who 
make up the “purchasing public” for the opposer’s goods. 

Industrial fasteners and tools for the installation of such devices on 
the one hand, and chart readers, easels, washable mats and finger paint prac- 
tice boards on the other do not move through the same channels of trade; 
they are not sold to the same average purchasers; they are not sold under 
similar conditions or circumstances; and they are sold for entirely different 
purposes. Therefore, it is concluded that there is not likely to be any 
opportunity for confusion of purchasers or of an assumption by purchasers 
of a trade connection between the parties. 

The opposition is dismissed. 


CLAYTON MARK & COMPANY v. KEYSTONE 
BRASS AND RUBBER CO. 


No. 37,119 — Trademark Trial and Appeal Board — October 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found between sUMARK, for garden and hose acces- 
sory items, parts and attachments for faucets and other plumbing supplies, and 
MARK, for plumbing supplies; while the goods of the parties and the purchasers 
thereof are the same, the marks are different in sound, meaning and appearance. 


Opposition proceeding by Clayton Mark & Company v. Keystone Brass 
and Rubber Co., application Serial No. 15,373, filed September 10, 1956. 
Dismissed. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for opposer. 
Louis Necho, of Philadelphia, Pennsylvania, for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


LEAcH, Member. 

An application has been filed by Keystone Brass and Rubber Company 
to register SUMARK for accessory items for garden and other hose; parts 
and attachments for faucets; strainers and stoppers for basins, curtain 
pins; seat bumpers; and toilet tank coils. Use of the mark since Novem- 
ber 14, 1955 is alleged. 
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Registration has been opposed by Clayton Mark & Company, registrant 
of MARK for unions for connecting pipes or rods,’ and user of the mark 
for plumbing and well supplies. 

The record shows that opposer is engaged in the manufacture and sale 
of a rather complete line of equipment, hardware, plumbing supplies, and 
materials used in the construction, operation, maintenance, and repair of 
domestic well water systems, including various types of water pumps, and 
accessories, and parts therefor. Opposer makes and sells other goods with 
which we are not here concerned. 

Through predecessors in business, opposer has, since before 1900, con- 
tinuously used MARK as a trademark for its products; and since 1936, it 
has used its trade name CLAYTON MARK & COMPANY, or the distinguishing 
feature thereof, CLAYTON MARK, in connection with the advertising and 
sale of all goods of its manufacture. Opposer’s water pumps, plumbing 
and hardware supplies, and materials used in connection with domestic 
well water systems are sold at retail throughout the United States in 
hardware stores, plumbing supply stores, and department stores having 
hardware departments. 

Applicant has, since about November, 1955, used the trademark SUMARK 
in connection with the sale of numerous household specialty products in 
the nature of hardware and plumbing supplies which are sold at retail 
exclusively through chain supermarkets, drugstores and variety stores. 

It is clear that household specialty products of the character set forth 
in applicant’s application and opposer’s hardware and plumbing supplies 
for domestic water systems are goods which a single manufacturer might 
well be expected to make, and they are sold to the same average pur- 
chasers. The sole question to be determined is whether or not applicant’s 
mark SUMARK so resembles MARK, previously registered and used by the 
opposer, both as a trademark and as part of its trade name, as to be 
likely, when applied to the goods, to cause confusion or mistake of pur- 
chasers. 

Opposer’s trademark MARK is a surname, a given name, and a word 
having numerous dictionary meanings. When used on opposer’s products, 
it would more than likely be recognized as a surname. On the other hand 
applicant’s trademark SUMARK is a coined term having no apparent mean- 
ing other than as indication of origin of applicant’s goods. 

The trademarks do not look alike, they are clearly distinguishable in 
sound, and they convey distinctly different commercial impressions. Ap- 
plicant’s mark SUMARK suggests neither opposer’s trademark MARK nor 
opposer, Clayton Mark & Company. It is concluded that there is no reason- 
able likelihood of confusion or mistake of purchasers. 

Accordingly, the opposition is dismissed. 


1. Reg. No. 419,256, issued Feb. 5, 1946 under the Act of March 19, 1920, 
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DEAN MILK COMPANY v. PURE SEALED DAIRY, INC. 
No. 37,118 — Trademark Trial and Appeal Board — October 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Registration refused for mark vM and design for skimmed milk in view of 
opposer’s prior use of vIM for modified skimmed milk. 


Opposition proceeding by Dean Milk Company v. Pure Sealed Dairy, 
Inc., application Serial No. 685,754 filed April 18,1955. Sustained. 


Carl 8. Lloyd, of Chicago, Illinois, for opposer. 
Albert L. Jeffers, of Fort Wayne, Indiana, and Clarence E. Threedy, of 
Chicago, Illinois, for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

Pure Sealed Dairy, Inc., has filed an application to register for fresh 
milk, fluid cream, buttermilk, acidophilus milk, sour milk, cheese, ice cream, 
ices and sherbets the following mark: 

Use since February 9, 1955 is asserted. 


Registration has been opposed by Dean Milk Company which alleges 
prior and continuous use of the trademark vim for modified skimmed milk. 

The record shows that opposer is a producer of dairy products includ- 
ing fluid milk, creams, cottage cheese, and powdered milk, and since the 
early part of 1951, it has been producing a fluid modified skimmed milk 
product which it has been selling in half gallon cartons marked vim. 
Opposer has, since 1951, advertised its modified skimmed milk product in 
newspapers, radio, trade publications and point-of-sale material; and in 
1956 and 1957, some $56,000 were spent in consumer advertising. 

Applicant is also a producer of dairy products and markets a modified 
skimmed milk. Applicant has used its mark on containers for its skimmed 
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milk since January or February, 1955,2 and has expended approximately 
$10,000 in advertising this product under its mark through the media of 
television, radio, newspaper and billboards. 

The goods of the parties are, for purposes of this proceeding, the 
same; and opposer has used its mark vim since prior to the adoption and 
use by applicant of the mark sought to be registered. 

Applicant seems to contend that opposer’s mark is not vim alone but 
in fact comprises a composite mark consisting of the terms DEAN’s and VIM 
with a design on a mailbox disposed between those words. The most promi- 
nent word appearing on the container for opposer’s milk product, however, 
is vim. The record also shows that in advertising its product, opposer iden- 
tifies it and refers to it as vim. In fact opposer advertises that purchasers 
should “Ask for vim at your food store.” It is clear that vim constitutes 
opposer’s trademark and is used as such. 

Applicant’s mark as sought to be registered is a composite mark, but 
the most prominent and outstanding features thereof are the letters vm. 
Applicant’s product is referred to in explanatory statements on the con- 
tainers as vM e.g. “Everybody needs vm .. . here is why”; “vm has * * *.” 
Applicant’s president testified that in conversation, “We don’t say 
V-Vitamin M-Mineral—we abbreviate it and say vm.” He further testified 
that the product is billed as vm and that the term vm is used quite often. 

The impression created by applicant’s mark is essentially that of the 
letters vM, and it is apparent that it is that feature of the applicant’s mark 
which the purchasing public would use in calling for or identifying appli- 
eant’s skimmed milk product. 

As indicated by the record, the marks of both parties are advertised 
through the medium of radio, and sound is therefore an important element 
in the determination of the question of likelihood of confusion. The nota- 
tion vM when spoken is substantially similar in sound to opposer’s mark 
VIM. 

It is concluded that vm so resembles opposer’s previously used mark 
vim as to be likely, when applied to identical goods, to cause confusion or 
mistake or to deceive purchasers. 

The opposition is sustained; and registration to the applicant is 
refused. 


1, The record indicates that applicant uses its mark only for its skimmed milk 
product. In the event that applicant ultimately prevails in this proceeding, its applica- 
tion should be re-examined in the light thereof, 
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MONARCH LAUNDRY COMPANY v. THE MONARCH 
LAUNDRY MACHINERY CORP. 


No. 36,936 — Trademark Trial and Appeal Board — October 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Registration of MONARCH for commercial washing machines refused in the light 
of opposer’s registration of the same word as a service mark and as part of its 
trade name in connection with its laundry business. 


Opposition proceeding by Monarch Laundry Company v. The Monarch 
Laundry Machinery Corp., application Serial No. 696,573, filed October 17, 
1955. Sustained. 

John B. Hosty, of Chicago, Illinois, for opposer. 
Paul M. Craig, Jr., of Washington, D. C., for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


BAILEY, Member. 

The Monarch Laundry Machine Corp. has filed an application to reg- 
ister a mark consisting of the term MONARCH, displayed upon an ornamental 
panel, for use on commercial washing machines. Use of the mark since 
March, 1955, is asserted. 

The Monarch Laundry Company has filed opposition, alleging that the 
mark sought to be registered so resembles opposer’s tradename and the 


service mark MONARCH, previously adopted and in use by the opposer in 
connection with the operation of a laundry service, as to be likely to cause 
confusion in trade. 

The case has been submitted upon the pleadings, the application of 
applicant and the testimony and brief of the opposer, the applicant having 
filed neither evidence nor a brief. 

The proofs, consisting of testimony of officials of the opposer’s com- 
pany and a number of documentary and other exhibits, establish that the 
opposer has used MONARCH as the identifying feature of its tradename 
since 1911 and has conducted a laundry business in connection with its 
tradename and the service mark MONARCH since many years prior to the 
first date of use asserted by the applicant. This business is of the retail 
type, relating primarily to the laundering of shirts and handkerchiefs, 
which from a modest beginning has expanded to the point that it now 
involves the operation of a central cleaning plant and some sixty branch 
stores and a like number of delivery trucks. The term MonaRcH forming 
a part of the opposer’s tradename, has been prominently displayed upon 
these facilities, and there is testimony that the opposer’s MONARCH laundry 
service has been extensively publicized through newspapers, car cards, 
direct mailing, and other media, with total advertising expenditures for 
the years 1937 through 1956 amounting to over four hundred thousand 
dollars. Revenue from MONARCH laundry services has, since 1950, exceeded 
two million dollars in value annually. 
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It accordingly appears that the opposer has acquired very substantial 
rights in MONARCH, both as a service mark and as the distinguishing com- 
ponent of its tradename. 

The applicant’s goods and opposer’s service pertain to the identical 
field of trade, the function of commercial laundry machinery for which 
the applicant seeks registration comprising a major factor in the per- 
formance of opposer’s service. Under such circumstances, it is believed 
that purchasers of MONARCH commercial washing machines who may be 
familiar with opposer’s MONARCH laundry service, would reasonably attrib- 
ute source or sponsorship of the machines to opposer, or would mistakenly 
assume that there is some kind of trade connection between opposer and 
applicant. 

The opposition is sustained ; and the registration sought by applicant 
is refused. 


MORGAN PACKING COMPANY, INC. v. THE AMERICAN 
BEAUTY MACARONI CO. 


No. 7,107 —Trademark Trial and Appeal Board — October 30, 1958 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—INCONTESTABILITY 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
In a cancellation proceeding directed at a registration which had become in- 

contestable and another registration for the same mark on related goods owned by 
the same party, a motion to dismiss the petition as to the first of these registrations 
was denied upon the ground that it would be pertinent to consideration of the re- 
mainder of the proceeding and in order to avoid piecemeal termination of the 
litigation. 


Cancellation proceeding by Morgan Packing Company, Inc. v. The 
American Beauty Macaroni Co., Registration No. 88,250, issued Septem- 
ber 10, 1912 and renewed, and Registration No. 575,642, issued June 9, 
1953. Registrant moves to strike and dismiss petition. Motion denied. 


Zugelter & Zugelter, of Cincinnati, Ohio, for petitioner. 
Thomas E. Scofield and Carter H. Kokjer, of Kansas City, Missouri, for 
respondent. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

Morgan Packing Company, Inc., has petitioned to cancel two regis- 
trations, one of which shows AMERICAN BEAUTY for macaroni, spaghetti, 
vermicelli and noodles,’ and the other AMERICAN BEAUTY, with an illustra- 
tion of a rose, for spaghetti in tomato sauce with cheese.? The registrations 
are owned by The American Beauty Macaroni Co. 


1. Reg. No. 88,250, issued to a predecessor on Sept. 10, 1912, renewed by a prede- 
cessor, and published in accordance with Sec. 12(c) by respondent. 
2. Reg. No. 575,642, issued June 9, 1953. 
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Petitioner is a food canner which alleges prior and continuous use 
by it and its predecessor of AMERICAN BEAUTY on canned fruits and vege- 
tables and ownership by assignment of certain registrations of AMERICAN 
BEAUTIES, with an illustration of two roses, for canned or preserved fruits 
and vegetables,* for pork and beans and canned tomatoes,* and for catsup, 
tomato concentrate, pork and beans and canned vegetables.®° Each of these 
registrations was amended by petitioner in 1958 to show the mark as 
AMERICAN BEAUTY. 

Respondent has moved (a) to dismiss the petition in its entirety; or 
(b) to dismiss the petition as to Reg. No. 88,250; and (c) to strike from 
the petition all reference to Reg. No. 88,250. 

Respondent’s motion is based upon the grounds that (a) more than 
five years have elapsed since the benefits of the Trademark Act of 1946 
were claimed for Reg. No. 88,250 by publication in accordance with the 
provisions of Section 12(c) and, since petitioner does not seek cancellation 
on any ground set forth in Section 14(c), the petition was filed too late 
as to that registration; (b) the later Reg. No. 575,642, which asserts owner- 
ship of the earlier registration, is merely supplemental to such earlier 
registration both as to mark and goods, and petitioner therefore cannot 
be damaged by this registration; and (c) since the petition was filed too 
late as to Reg. No. 88,250, all reference thereto should be stricken. 

It is clearly apparent from petitioner’s pleading that the petition, 
insofar as it seeks cancellation of Reg. No. 88,250, was not filed within the 
time prescribed by Section 14(b) of the statute; but since the marks shown 
in respondent’s two registrations are, for all practical purposes, the same 
and the goods identified in the two registrations are quite closely related, 
it appears that granting respondent’s motion to dismiss as to one regis- 
tration only, from which an appeal would lie, would amount to undesirable 
piecemeal termination of litigation.® 

It is possible that the facts will reveal that the petitioner is estopped 
or precluded from asserting damage from Reg. No. 565,642 in view of 
the nature of the goods identified in this and respondent’s other Reg. No. 
88,250, and by reason of respondent having filed in connection with Reg. 
No. 88,250 the affidavit prescribed by Section 15 of the Act. This question 


3. Reg. No. 34,777, issued to a predecessor on June 12, 1900, renewed twice and 
published in accordance with Sec. 12(c) by a predecessor on Dec. 28, 1948. 

4. Reg. No. 179,471, issued to & predecessor on Feb. 12, 1924, renewed and pub- 
lished in accordance with Sec. 12(c¢) by a predecessor on Jan. 11, 1949. 

5. Reg. No. 265,374, issued to a predecessor on Dec. 24, 1929, renewed and pub- 
lished in accordance with Sec. 12(¢) by a predecessor on Jan. 11, 1949. 

6. It is observed that the records of the Patent Office show that each of the parties 
here has an application pending to register AMERICAN BEAUTY, petitioner’s for canned 
foods, including canned alimentary pastes (S.N. 42,393), and respondent’s for minestrone 
Italian style soup and ravioli and meat balls in sauce (S.N. 35,414). Respondent’s 
mark has been published and opposed by petitioner (Opp. No. 38,188), and petitioner’s 
mark has been refused registration on the ground of conflict with respondent’s registered 
marks. It was this refusal on May 6, 1958 which prompted the filing of the present 
petition to cancel on May 16, 1958. 
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can be resolved, however, only after the proofs are in; and Reg. No. 88,250 
is an essential ingredient in respondent’s case. 

In view of the foregoing, respondent’s motion to dismiss and to strike 
is denied. 

Respondent’s answer to the petition to cancel is due thirty days from 
this date. 


NATIONAL SHOES, INC. v. A. S. BECK SHOE CORPORATION 
No. 6,348 — Trademark Trial and Appeal Board — October 30, 1958 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—EVIDENCE 
In the absence of testimony as to its date of first use, registrant in a cancella- 
tion proceeding was limited to its filing date. 
Registration for FOAM FLEX for men’s and women’s shoes and slippers canceled 
from Supplemental Register in view of petitioner’s prior use of FOAMFLEX for 
women’s shoes. 


Cancellation proceeding by National Shoes, Inc. v. A. 8. Beck Shoe 
Corporation, Supplemental Registration No. 587,727, issued March 30, 1954. 
Petition granted. 


Henry L. Burkitt, of New York, N. Y., for petitioner. 
Henry Ruhl, of New York, N. Y., for respondent. 


Before BarLEyY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

A petition has been filed to cancel Supplemental Registration of 
FOAM FLEX for men’s and women’s shoes and slippers, issued to A. 8. Beck 
Shoe Corporation. 

Petitioner is National Shoes, Inc., a seller of shoes, which alleges 
earlier and continuous use of the trademark FOAM FLEX for women’s shoes. 
The petitioner’s ground of attack is that respondent’s mark so nearly resem- 
bles that of petitioner as to be likely, when applied to the goods of respon- 
dent, to cause confusion or mistake or to deceive purchasers. 

Only petitioner took testimony. 

It is apparent from petitioner’s record and respondent’s registration 
that the goods of the parties are identical in part and are otherwise closely 
related. The marks are, in legal contemplation, identical. There can be 
no doubt that the respective marks, when used on the specified goods, are 
most likely to cause confusion or mistake or to deceive purchasers. The 
question then is whether or not petitioner discharged its burden of proving 
superior rights in the mark. 

Petitioner’s record shows that it is a retailer which purchases shoes 
from various manufacturers, and that in December of 1951 it first requested 
manufacturers to place the mark FOAMFLEX on the sock linings of at least 
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some of the shoes it purchased for resale. Shoes so marked were first 
shipped to petitioner’s warehouse in January of 1952, and since goods 
received in such warehouse are, according to the record, ordinarily shipped 
to petitioner’s retailers within three or four days after receipt, it may be 
assumed that they were so shipped and offered for resale to consumers 
within a short time after January of 1952. The record indicates that 
petitioner’s use of FOAMFLEX has continued since that time and that from 
260,000 to 300,000 pairs of shoes bearing the mark were sold annually 
during the period of 1952-1956. 

Respondent filed its application for registration on the Principal Reg- 
ister on July 21, 1952, and amended it to the Supplemental Register on 
December 14, 1953. Since respondent took no testimony and offered no 
evidence, its earliest use must be calculated from its filing date. 

It clearly appears from the record that petitioner’s use of FOAMFLEX 
on shoes antedates respondent’s use of FOAM FLEX on shoes, and that peti- 
tioner’s continued use of the mark has created in petitioner rights superior 
to respondent’s rights. Respondent therefore was not entitled to regis- 
tration at the time it filed its application therefor. 

The petition for cancellation is granted; and registration No. 587,727 
will be canceled in due course. 


SCHENLEY LABORATORIES, INC. v. SEDAQUIL INC. 
No. 37,002 — Trademark Trial and Appeal Board — October 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Confusion is likely between SEDAQUIL, for an analgesic capsule, and SEDAMYL, 
for sedatives; the marks are similar in sound and such similarities are especially 
important where drug products are concerned. 


Opposition proceeding by Schenley Laboratories, Inc. v. Sedaquil Inc., 
application Serial No. 15,066, filed September 4, 1956. Sustained. 


Milton B. Seasonwein, of New York, N. Y., for opposer. 
Isler & Ornstein, of Cleveland, Ohio, for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


BaILEy, Member. 

An application has been filed by Sedaquil Inc., to register the mark 
SEDAQUIL for an analgesic capsule for internal use. Applicant asserts use 
since July 17, 1956. 

Registration has been opposed by Schenley Laboratories, Inc., regis- 
trant of SEDAMYL for sedatives in tablet form.” 

Opposer’s registration antedates applicant’s application by several 
years. 


1. Reg. No. 557,525, issued Apr. 15, 1952. 
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The only issue in dispute is whether or not the resemblance of ap- 
plicant’s mark to opposer’s registered mark is such as to be likely, when 
applied to the goods, to cause confusion, mistake or deception. 

It appears from the pleadings that applicant’s product is an over- 
the-counter preparation. The record contains no proof as to the nature 
of opposer’s product except that the registration sets forth “sedatives”, 
which might suggest that it is a prescription item, although this is not 
necessarily true. It, in any event, appears that the products of the parties, 
while differing in medicinal properties, are pharmaceutical preparations 
for internal use, and hence are of a character adapted for sale through 
the usual channels of drug distribution. 

It is apparent from the identification of opposer’s goods that the SEDA 
portion of its mark is derived from “sedative”, but there is nothing to in- 
dicate that the similar component of applicant’s mark is derived from the 
same word, the applicant’s product being identified in its application 
merely as analgesic capsule for internal use. Regardless however of the 
possible derivation or meanings of portions of the marks, SEDAMYL and 
SEDAQUIL in their entireties bear considerable resemblance in sound. Sound 
in marks applied to pharmaceutical preparations such as are here involved 
is of great importance since, if they are over-the-counter products, they 
would ordinarily be recommended and purchased by spoken word, and 
if they are prescription items they may be prescribed by telephone to the 
pharmacist or purchased by or administered on oral order of the physician. 
See Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 64 USPQ 394 (35 TMR 
46) (CCPA, 1944) ; Campbell Products, Inc. v. John Wyeth & Bro., Inc., 
62 USPQ 302 (CCPA, 1944); Morgenstern Chemical Co., Inc. v. G. D. 
Searle & Co., 116 USPQ 480 (48 TMR 866) (CCA 3, 1958). The resem- 
blances in the marks SEDAMYL and SEDAQUIL are considered to be such that 
confusion or mistake or deception of purchasers is reasonably likely to 
result therefrom. 

The opposition is sustained; and the registration sought by applicant 
is refused. 


THE CASEMENT HARDWARE COMPANY v. BUSH 
No. 36,910 — Trademark Trial and Appeal Board — October 31, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
DORWINDO for doors, windows, and jalousies is likely to result in confusion with 
WIN-DoR for casement-window operators, stays and fittings and window and door 
units. 


Opposition proceeding by The Casement Hardware Company v. J. E. 
Bush, application Serial No. 5,392, filed March 29, 1958. Sustained. 
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Horton, Davis & McCaleb, of Chicago, Illinois, for opposer. 
Schley & Schley, of Dallas, Texas, for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed by J. E. Bush to register DORWINDO for 
doors, windows, and jalousies, use through a licensee since March 15, 1956, 
being asserted. 

Registration has been opposed by The Casement Hardware Company, 
registrant of WIN-por for casement-window operators, casement-window 
stays, window-screen fittings, casement-window fittings,’ and for window 
and door units of the jalousie type, including screen and storm sash usable 
therewith.” 

The record consists of the pleadings, copies of opposer’s registrations 
and applicant’s application. 

The products of the parties are in part identical and are otherwise 
closely related, and it must be assumed that they are adapted for sale 
through the same trade channels under the same circumstances and con- 
ditions to the same average purchasers. 

It is apparent that the marks of both parties are derived from the 
words “door” and “window”, applicant’s being in reverse order from 
opposer’s. The marks convey substantially identical commercial impres- 
sions, and having due regard for the fallibility of memory of purchasers, 
it is concluded that the resemblance between the marks is such that con- 
fusion, mistake or deception is bound to occur. 

The opposition is sustained; and registration is refused. 


MARY DUNHILL, INC. v. DEVON INC. 
No. 36,996 — Trademark Trial and Appeal Board — October 31, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Confusion is inevitable between DEVONSHEER for a liquid make-up preparation 
and DEVONSHIRE for liquid rouge, face and hand creams and lotions and FLOWERS 
OF DEVONSHIRE for perfume, cologne and dusting powder. 


Opposition proceeding by Mary Dunhill, Inc. v. Devon Inc., appli- 
cation Serial No. 8,833, filed May 23, 1956. Sustained. 
Raymond B. Richardson, Edmund M. Squire, and Watson, Leavenworth, 
Kelton & Taggart, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 
Before BarLEY, LEACH, and WALDSTREICHER, Members. 
LEAcH, Member. 
An application has been filed by Devon Inc. to register the mark 
DEVONSHEER for a liquid make-up preparation described in the application 


1. Reg. No. 238,522, issued Feb. 7, 1928, renewed. 
2. Reg. No. 581,601, issued Oct. 27, 1953. 
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as a “liquid powder lotion”. Use of the mark since November 28, 1955 is 
asserted. 

Registration has been opposed by Mary Dunhill, Inc., which alleges 
prior and continuous use of the marks DEVONSHIRE and FLOWERS OF DEVON- 
SHIRE for sundry cosmetic and toilet preparations. 

Only the opposer has filed testimony or a brief. 

Opposer’s testimony shows that it has, since at least as early as 1946, 
continuously and extensively used the mark DEVONSHIRE for liquid rouge, 
and for face and hand creams and lotions, and the mark FLOWERS OF DEVON- 
SHIRE for perfume, cologne, and dusting powder. 

It is obvious that DEVONSHIRE and DEVONSHEER are practically identical. 
There is no question but that applicant’s mark so resembles opposer’s marks 
as to make confusion, mistake, and deception of purchasers inevitable. 

The opposition is sustained, and registration to applicant is refused. 


NATIONAL INSTITUTE OF DIAPER SERVICES, INC. 
v. BRISTOL LABORATORIES INC. 


No. 36,685 — Trademark Trial and Appeal Board — October 31, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Confusion is not likely between DIASEPTIC PROCESS, a collective service mark 
for cleaning, sanitizing and treating diapers, and DIASEPT, for an antibiotic pharma- 
ceutical preparation. 


Opposition proceeding by National Institute of Diaper Services, Inc. 
v. Bristol Laboratories, Inc., application Serial No. 7,480, filed May 2, 1956. 
Dismissed. 


Diggins & LeBlanc, of Washington, D. C., for opposer. 
William F. Moss, III, of New York, N. Y., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


LEacH, Member. 

An application has been filed by Bristol Laboratories Inc. to register 
DIASEPT for an antibiotic pharmaceutical preparation, for which use is 
asserted since December 20, 1955. 

Registration has been opposed by National Institute of Diaper Services, 
Ine., registrant of the collective mark consisting of the notation DIASEPTIC 
PROCESS (the word PROCESS being disclaimed) and a representation of a 
test tube within a geometric design, used by its members as a collective 
mark for the services of cleaning, sanitizing, and treating diapers.’ 

Stipulated evidence has been filed on behalf of both parties, and 
opposer has filed notices under Rule 2.123(c). Only opposer has filed 
a brief. 


1. Reg. No. 656,603, issued Dec. 31, 1957. 
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Opposer’s record discloses that it is an incorporated trade association 
whose members are independent diaper rental service operators of which 
there are approximately sixty-three in thirty states and the District of 
Columbia. Opposer’s research and development committee, in cooperation 
with certain outside laboratories and members of the association, developed 
a particular method of cleaning and sanitizing diapers which was desig- 
nated as the DIASEPTIC PROCESS. On August 11, 1955 opposer informed its 
membership that those members in good standing which agreed to (a) allow 
their plants and premises to be inspected by opposer’s authorized rep- 
resentatives, (b) submit sample diapers for tests when and as required, 
and (c) meet other standards set up by opposer, would be permitted to 
use the designation DIASEPTIC PROCESS in connection with their respective 
services of cleaning, sanitizing, and treating diapers. 

Opposer first advertised the diaper rental service of its members under 
the mark DIASEPTIC PROCESS in the September, 1955, issue of “Baby Talk”, 
a nationally circulated magazine devoted to the care of babies. Similar 
advertisements by the opposer have appeared in most of the subsequent 
issues of this magazine. Opposer and its members have, from September, 
1955 to August, 1957, expended approximately seventy-six thousand dollars 
in advertising their services under the mark DIASEPTICc PROCESS. Opposer’s 
members have also advertised their diaper rental services under the mark 
DIASEPTIC PROCESS through mailing pieces, and in classified telephone direc- 
tories. 

The general public constitutes opposer’s potential purchasers or “sub- 
seribers”’. 

Applicant is principally engaged in the manufacture and sale of anti- 
biotic pharmaceutical preparations which are sold only on prescription 
through registered pharmacists, and are promoted only to the medical 
profession by direct contact by detail men, by direct mailings, and by 
advertisements in medical journals. On January 24, 1956, applicant first 
used DIASEPT on an antibiotic comprising penicillin in tablet form for oral 
ingestion, and it has since continued to sell this product under the mark. 

The record establishes that, as between the parties, opposer was the 
first to use its mark. The question here is whether or not confusion is likely 
to result from the use in trade of the respective marks upon applicant’s 
goods and opposer’s services. 

In view of the differences in the respective goods and services, and the 
differences in circumstances and conditions surrounding the sale and pur- 
chase of a diaper service on the one hand and a prescription drug product 
on the other, it is concluded that there is not such resemblance between 
the marks DIASEPT and DIASEPTIC PROCEss as to be reasonably likely to result 
in confusion, mistake or deception of purchasers. 

The opposition is therefore dismissed. 
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STARDUST, INCORPORATED v. BIRDSBORO 
KNITTING MILLS, INC. 


No. 36,632 — Trademark Trial and Appeal Board — October 31, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The argument that the word sTaR, the only common feature in two marks in- 
volved in an opposition, is in common use does not aid the applicant if the marks 
in their entireties are likely to cause confusion. 
STAR WEAR, for hosiery, panties, slips, petticoats, pajamas and nightgowns, 
and STARDUST, for like products, are confusingly similar. 


Opposition proceeding by Stardust, Incorporated v. Birdsboro Knitting 
Mills, Inc., application Serial No. 7,965, filed May 9, 1950. Sustained. 


Melvin A. Brandt, of Chicago, Illinois, for opposer. 
Jacobi & Jacobi, of Washington, D. C., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


LeAcH, Member. 

An application has been filed by Birdsboro Knitting Mills, Ine. to 
register STAR WEAR for hosiery, panties, slips, petticoats, pajamas, and 
night gowns, for which use is asserted since October 15, 1955. 

Registration has been opposed by Stardust, Incorporated, owner of 
the registered trademark starDust for hosiery ;? for slips ;? for ladies’ wear- 
ing apparel, including slips, petticoats, panties, night gowns, and pajamas ;* 
and for slips, girdles, garters, garter belts, and baby pants.* 

The record shows that opposer is engaged in the manufacture and 
sale of slips, petticoats, sleepwear, brassieres, girdles, garter belts and 
panties, and since at least as early as 1935 such items have been con- 
tinuously sold under the mark sTarDust to the general public through de- 
partment stores, chain stores, specialty stores, and wholesalers who, in turn, 
supply small drygoods stores. Apparel bearing the mark sTarDUST has 
been extensively advertised and promoted by opposer through national 
consumer magazines, trade publications, contests, radio, television, and 
direct mail, and by its retailers in local newspapers, and store displays. 
From 1942 through 1957, opposer alone spent approximately one million 
four hundred thousand dollars on national advertising and display material 
for its STARDUST products. Sales of goods under the mark sTarpUsT by 
opposer for each of the years from 1948 through 1957 have averaged over 
five million dollars a year in value. 


1. Reg. No. 235,931, issued to a predecessor on Nov. 29, 1927, renewed, and pub- 
lished in accordance with Sec. 12(c) by Stardust, Inc. on Oct. 26, 1948. 

2. Reg. No. 391,172, issued to a predecessor on Oct. 28, 1941, and published in 
accordance with Sec. 12(c) on Oct. 26, 1948. 

3. Reg. No. 416,187, issued Sept. 4, 1945. 

4. Reg. No, 564,132, issued Sept. 16, 1952. 
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Since it thus appears that opposer is the prior user of its mark by 
many years for products’ identical with applicant’s, the only question 
is whether or not purchasers are likely to confuse STAR WEAR and STARDUST 
or to assume that STAR WEAR and STARDUST women’s apparel emanate from 
a single source. 

The marks are each composed of the prefix star followed by a four- 
letter single-syllable word—bust on the one hand and wWEar on the other. 
The marks look somewhat alike, they sound somewhat alike, and the con- 
notations thereof are not altogether dissimilar. Considered in their en- 
tireties, and giving opposer the benefit of any doubt which may exist, 
it is concluded that the resemblance of applicant’s mark STAR WEAR to 
opposer’s mark sTARDUST is such that there is a reasonable likelihood of 
confusion, mistake or deception of purchasers. 

Applicant’s argument that the word star is in common use is not 
supported by the record, but even if it were, the argument is not helpful 
to applicant if it appears that the involved marks in their entireties are 
likely to cause confusion, mistake or deception of purchasers. 

The opposition is sustained, and registration to applicant is refused. 


COLUMBIAN STEEL TANK COMPANY v. BUTLER 


MANUFACTURING COMPANY [assignee of 
UNION TANK AND SUPPLY COMPANY) 


No. 36,918 — Trademark Trial and Appeal Board — November 5, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Trademark consisting of UNION, WORLD WIDE SERVICE and ribbon on globes, is 
not likely to be confused with COLUMBIAN, TANKS FOR THE WORLD and ribbon on 
globe, both marks being used on a variety of steel products. 


Opposition proceeding by Columbian Steel Tank Company v. Butler 
Manufacturing Company (assignee of Union Tank and Supply Company), 
application Serial No. 11,310 filed June 29, 1956. Dismissed. 


Alfred R. Fuchs, of Kansas City, Missouri, for opposer. 
Thomas E. Scofield, of Kansas City, Missouri, for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 
Butler Manufacturing Company seeks to register as a trademark for 
metal tanks the following: 





5. The record indicates that there has been no use by opposer of its mark on 
hosiery since 1947 or 1948, and the statement that the mark was in use on hosiery 
made on behalf of opposer in the affidavit filed in 1954 in connection with Reg. No. 
235,931 was untrue. Opposer therefore may not rely on this registration for any pur- 
pose in the Patent Office. 
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Use by a predecessor, Union Tank and Supply Company, since February 1, 
1946 is asserted. 

Registration has been opposed by Columbian Steel Tank Company, 
registrant of the following mark: 
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for sheet metal tanks, bins, barrels, silos and other receptacles ;' for welded 
steel products;? for automotive vehicle bodies, boats, barges and tank 
trailers ;* and for prefabricated buildings, steel towers, stairways, concrete 
forms and steel doors.* 

The record shows that opposer and its predecessor have used the 
hemisphere and ribbon with the words TANKS FOR THE WORLD for more than 
forty years for a line of steel products including metal tanks. Sales have 
extended throughout the United States and to a number of foreign coun- 
tries. Opposer’s tanks and other receptacles are sold to public, commercial 
and industrial purchasers. 

Applicant’s record consists of its application, and for purposes of this 
proceeding, its use is limited to June 29, 1956, the date the application 
was filed. It is assumed that applicant’s metal tanks move through the 
same trade channels to the same “average purchasers.” 

The marks in their entireties do not look alike; they do not sound 
alike and they do not have similar connotations. 

The products are likely to be ordered by the word marks UNION and 
COLUMBIAN. The words WORLD WIDE SERVICE in applicant’s mark and the 


1. Reg. No. 562,495, issued Aug. 5, 1952. The hemisphere and the ribbon with the 
words TANKS FOR THE WORLD was registered for the same goods under Nos. 369,121, 
issued July 18, 1939; and 411,008, issued Jan. 2, 1945. 

2. Reg. No. 560,723, issued July 1, 1952. The hemisphere and the ribbon with the 
words TANKS FOR THE WORLD was registered for the same goods under No. 422,158, 
issued July 9, 1946. 

3. Reg. No. 569,857, issued Feb. 3, 1953. The hemisphere and the ribbon with the 
words TANKS FOR THE WORLD was registered for the same goods under No. 422,632, 
issued Aug. 6, 1946. 

4. Reg. No. 576,184, issued June 23, 1953. The hemisphere and the ribbon with the 
words TANKS FOR THE WORLD has also been registered for various steel receptacles, heaters, 
stock fountains under Nos. 419,303, issued Feb. 12, 1946 and 422,052, issued July 2, 
1946 and 422,164 issued July 9, 1946, 
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words TANKS FOR THE WORLD in opposer’s mark suggest that both parties 
do worldwide business, but this is insufficient to support a finding that 
applicant’s mark so resembles opposer’s as to be likely, when applied to 
metal tanks, to cause confusion or mistake of purchasers. 

The opposition is dismissed. 


KELLEY, FARQUHAR & CO. v. JEKYLL ISLAND 
PACKING COMPANY, INC. 


No. 37,451 —Trademark Trial and Appeal Board —November 5, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DEWPACK for fresh frozen shrimp is not likely to be confused with DEWKIST for 
frozen fruits and vegetables. 


Opposition proceeding by Kelley, Farquhar & Co. v. Jekyll Island 
Packing Company Inc., application Serial No. 15,888 filed September 18, 
1956. Dismissed. 


John B. Hosty, of Chicago, Illinois, for opposer. 
Irving Seidman, of New York, N. Y., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


LEACH, Member. 

An application has been filed by Jekyll Island Packing Company Ince. 
for registration of pewpack for fresh frozen shimp. 

Kelley, Farquhar & Co., has filed opposition, alleging that the mark 
sought to be registered bears such resemblance to its previously adopted 
and registered trademark DEWKIST for canned and frozen fruits and 
vegetables,’ as to be likely, when applied to the goods, to cause confusion 
or mistake or deception of purchasers. 

Opposer has not taken testimony, nor has it filed a brief. 

Both the marks and goods as shown in the respective application and 
registration differ substantially. Upon the record submitted, it is concluded 
that confusion in trade is unlikely. 

The opposition is dismissed. 


SPORTEENS, INC. v. NEPTUNE RAINCOAT 
COMPANY, INC. 


No. 37,355 — Trademark Trial and Appeal Board — November 5, 1958 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Applicant, having failed to offer any evidence in opposition proceeding, is 
entitled to assert use of its mark only since date of filing its application. 


1. Reg. No. 387,851, issued June 3, 1941 to a predecessor and published under Sec. 
12(¢) on October 17, 1950. 





Vol. 49 T. M. R. SPORTEENS, INC. v. NEPTUNE RAINCOAT CO. 








REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In applicant’s mark, word portion SPORT TOGS dominates other features and is 
term by which applicant’s golf jackets would be advertised and ordered; SPORT TOGS 
when used as dominating feature of trademark is substantially identical with 
sPorRTOGS for middies, knickers, gymnasium and hiking suits; addition by apylicant 
of words BY NEPTUNE and representation of Neptune could not enable purchasing 
public to distinguish between marks and confusion would be inevitable. 
REGISTRABILITY— DISCLAIMERS 
While applicant asserts no exclusive rights in SPORT TOGS, it uses term in trade- 
mark sense and as dominating portion of composite mark; registration under such 
circumstances would be inconsistent with opposer’s rights. 


Opposition proceeding by Sporteens, Inc. v. Neptune Raincoat Com- 
pany, Inc., Serial No. 9,736 filed June 6, 1956. Sustained. 
Melvin A. Brandt, of Chicago, Illinois, for opposer. 
Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for 
applicant. 
Before BAILEy, LEACH, and WALDSTREICHER, Members. 
BatLEy, Member. 
Neptune Raincoat Company, Inc., has filed an application to register 
for golf jackets the following: 


Mie qs, 
. nfl 
iP. Neprunt 
Use since 1938 is asserted. 
Registration has been opposed by Sporteens, Inc., registrant of the 


mark reproduced below for athletic apparel—namely, middies, knickers, 
gymnasium and hiking suits.’ 


SPorlocs 


The Examiner of Trademarks did not cite opposer’s registration; but 
he did require applicant to disclaim SPORT TOGS. 

Opposer’s registration issued to opposer’s predecessor some fifteen 
years before the earliest use asserted by applicant. Moreover, the benefits 
of the 1946 Act were claimed for the registration by publication in accord- 
ane with Section 12(¢c) in 1951, the affidavit of use required by Section 8 
of the Act was filed and accepted, and the affidavit provided for in Section 


1. Reg. No. 176,270, issued to a predecessor on Nov. 20, 1923, renewed and pub- 
lished by opposer in accordance with Sec. 12(¢c) on Apr. 17, 1951. 
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15 has been filed. Under the last mentioned Section opposer’s registration 
therefore constitutes conclusive evidence of its exclusive right to use 
SPORTOGS on athletic apparel, except to the extent, if any, to which its use 
infringes a valid right acquired by another under the law of any State or 
Territory by use of a mark or trade name continuing from a date prior to 
April 17, 1951, the date of publication of the mark in accordance with 
Section 12(c). 

Applicant, having failed to offer any evidence in the proceeding, is 
entitled to assert use of its mark only since June 6, 1956, the filing date 
of its application. In so far, therefore, as applicant may be concerned, 
opposer’s exclusive right to use SPoRTOGS as a mark on athletic apparel is 
incontestable throughout all commerce. 

The articles of sport clothing sold by the parties fall within a line of 
goods which might readily be assumed to have come from a single source of 
production. 

It is obvious from the above reproduction of applicant’s mark that the 
word portion SPORT ToGs, dominates the other features of the mark and is 
the term by which applicant’s golf jackets would normally be advertised 
and ordered ; SPoRT TOGS when used as the dominating feature of a trade- 
mark is substantially identical with sporToes; and the addition by applicant 
of the words BY NEPTUNE and the representation of the mythical sea god, 
Neptune, could not tend to enable the purchasing public to distinguish 
between them. It is believed that confusion in trade would be inevitable. 

While applicant asserts no exclusive rights in SPORT ToGs, it uses the 
term in a trademark sense and as the dominating portion of a composite 
mark. Registration of the mark under such circumstances would be wholly 
inconsistent with opposer’s rights as evidenced by its registration. 

The opposition is sustained ; and registration to applicant is refused. 





VOGUE DOLLS, INC. v. COSMOPOLITAN 
DOLL AND TOY CORP. 


No. 37,389 — Trademark Trial and Appeal Board — November 5, 1958 


REGISTRATION PROCEDURE—OPPOSITION— EVIDENCE 
Where only evidence offered by opposer consists of copy of its registration which 
issued on application filed subsequent to applicant’s filing date, opposition is dis- 
missed as proof is insufficient to establish opposer’s claim of prior rights. 


Opposition proceeding by Vogue Dolls, Inc. v. Cosmopolitan Doll and 
Toy Corp., application Serial No. 684,641 filed March 31, 1955. Dismissed. 


Mock & Blum, of New York, N. Y., for opposer. 
Richard 8. Temko, of New York, N. Y., for applicant. 
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Before BatLEy, LEACH, and WALDSTREICHER, Members. 


LeacH, Member. 

An application was filed March 31, 1955 by Cosmopolitan Doll and 
Toy Corporation to register the mark aincEr for dolls. Use since January 
3, 1955 is asserted. 

Registration has been opposed by Vogue Dolls, Inc., registrant of the 
mark q@iINnNy for dolls... Opposer also pleaded ownership and prior use of 
the mark GINGER for similar goods. 

The only evidence offered by opposer consists of a copy of its regis- 
tration for the mark cinny. This registration, having issued on an applica- 
tion filed subsequent to applicant’s filing date, is insufficient to establish 
opposer’s claim of prior rights in the mark thereof. See: General Shoe Co. 
v. Lerner Bros. Mfg. Co., Inc., 117 USPQ 281 (CCPA, 1958). 

Accordingly, the opposition is dismissed. 


WENHAM SUPPLY COMPANY v. CONTOUR TRUCK 
GUARDS, INC. 


No. 37,417 — Trademark Trial and Appeal Board — November 5, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
CONTOUR is apt description for type of splash guard required by state law. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
It having been admitted by applicant that opposer secures goods from others 
for resale, registration of descriptive word CONTOUR to applicant would be likely 
to interfere with opposer’s freedom to use CONTOUR to describe type of splash guard; 
opposer would therefore be damaged by registration. 


Opposition proceeding by Wenham Supply Company v. Contour Truck 
Guards, Inc., application Serial No. 27,016 filed March 27, 1957. Sustained. 


Robb & Robb, of Cleveland, Ohio, for opposer. 
Harry O. Ernsberger, of Toledo, Ohio, for applicant. 


Before BarLtEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

Contour Truck Guards, Ine., has filed an application to register 
contour for splash guards for vehicles. 

Registration has been opposed by Wenham Supply Company which 
alleges that CONTOUR is a common descriptive term for vehicle splash 
guards sold by opposer and applicant in competition with one another. 

The record comprises the pleadings, applicant’s application and matter 
introduced by opposer in accordance with Rule 2.123(c). 

Opposer’s record shows that the State of Illinois, by statute enacted 
in 1955, makes it unlawful for any person to operate certain types of motor 
vehicles upon its highways outside the corporate limits of a city, village 


1. Reg. No. 628,188, issued June 5, 1956, from an application filed April 26, 1955. 
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or incorporated village unless the vehicle is equipped with rear fender 
splash guards which contour the wheel in a definite manner and meet other 
specifications. It is apparent that splash guards manufactured to meet 
the specifications of this state statute would be aptly described as contour 
splash guards. This is borne out by reference to “contour type of splash 
guard” in a later enactment by the Illinois legislature relative to the same 
subject matter. 

It further appears that competitors in advertising splash guards 
manufactured in compliance with the Illinois law describe such products 
as contour fenders. In editorial comments appearing in the trade publica- 
tion Illinois Truck News reference is made to splash guards of this nature 
as “contour flap” and “contour mud flap.” 

The record conclusively shows that conToUR is the apt description for 
the type of splash guard required by Illinois law. 

It having been admitted by applicant that opposer secures splash 
guards from others for resale to truck owners and operators, registration of 
CONTOUR to applicant would be likely to interfere with opposer’s freedom 
to use CONTOUR to describe a type of splash guard. Opposer would, there- 
fore, be damaged by the registration. 

The opposition is sustained ; and registration to applicant is refused. 





THE BORDEN COMPANY v. ACRALITE CO., INC. 
No. 37,584 — Trademark Trial and Appeal Board — November 6, 1958 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Patent Office Rule 2.132(b) is modification of F.R.C.P. Rule 41(b) and is 
designed to expedite final disposition of case wherein party in position of plaintiff, 
in submitting no evidence other than matters of record to Patent Office, fails to 
present facts which would support inference of damage from registration sought; 
in applying rule, consideration is given to character of marks and goods of parties, 
to undisputed facts appearing from pleadings, and to facts of common knowledge; 
while reasonable doubts created by record are resolved against moving party, motion 
under Rule would be granted should insufficiency of proofs be readily apparent. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
ACCO POLYMERS, “polymers” being disclaimed, for use on polymers and co- 
polymers of acrylics, is not likely to be confused with composite mark consisting of 
letters ARCC and design for resin emulsion and like products. 


Opposition proceeding by The Borden Company v. Acralite Co., Inc., 
application Serial No. 1,137. Dismissed. 


Arthur C. MacMahon and J. Spencer Daly, of New York, N. Y., for opposer. 
Bohleber, Fassett & Montstream, of New York, N. Y., for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


BAILEY, Member. 

An application has been filed by Acralite Co., Inc. for registration of 
the mark accO POLYMERS (with disclaimer of POLYMERS) for use upon 
polymers and co-polymers of acrylics. 
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Registration has been opposed by The Borden Company, which alleges 
that applicant’s mark so resembles a previously adopted and registered 
mark owned by opposer as to be likely, when applied to the goods of appli- 
eant, to cause confusion or mistake or deception of purchasers.’ 

The mark disclosed in opposer’s registration is a composite one con- 
sisting of the letters arcc associated with certain pictorial matter, and the 
goods to which it pertains are identified in the registration as “resin emul- 
sion, resin dispersions and melt compositions of one or more of the follow- 
ing: natural or synthetic resins, rubber, waxes, plasticizers, organic or 
inorganic fillers for use as binders, coatings and saturants.” ” 

Applicant has moved for dismissal of the opposition under Rule 
2.132(b) on the ground that opposer, having submitted no evidence other 
than its registration during the time allowed for the purpose, has failed 
to establish a right to relief. In its brief on the motion, opposer takes 
the position that since its allegation of ownership of the mark on which 
it relies stands established by its registration there has been no necessity 
for it to submit any other evidence in the case, and that the proceeding 
may not be terminated on motion but must continue to final hearing. 

Rule 2.132(b)* is a modification of Rule 41(b) of the Federal Rules 
of Civil Procedure and is designed in conformity with trial procedure in 
the Patent Office to expedite the final disposition of any case wherein the 
party in the position of plaintiff, in submitting no evidence other than 
matters of record in the Patent Office, fails to present facts which would 
the rule, consideration is given to the character of the marks and goods 
of the parties as may be ascertained from the involved application and/or 
registrations, to any undisputed facts appearing from the pleadings, and 
to any pertinent facts which may be of common knowledge; and while 
reasonable doubts created by the record are resolved against the moving 
party, a motion under the rule will be granted should the insufficiency of 
the proofs be readily apparent.* 

Applicant in the instant proceeding has generally denied the allega- 
tions of the notice of opposition; and the question for determination there- 








1. Opposer has also pleaded ownership of application No. 38,124, filed October 1, 
1957, for registration of another mark. No reference is made thereto in its brief, nor 
need this application be further referred to here. 

2. Reg. No. 570,876, issued February 24, 1953. 

3. Rule 2.132(b), as amended Oct. 6, 1958 (119 USPQ No. 3, pp. III et seq.), 
reads: If no evidence other than Patent Office records is offered by the party in the 
position of plaintiff, any party in position of defendant, without waiving his right to 
offer evidence in the event the motion is denied, may move for dismissal on the ground 
that upon the law and the facts the party in the position of plaintiff has shown no 
right to relief. The party in the position of plaintiff shall be allowed fifteen days after 
service of the motion to file his argument in opposition to the motion. Judgment may 
be rendered against the party in position of plaintiff, or the Trademark Trial and Appeal 
Board may decline to render judgment until all the evidence is in. In the latter event, 
testimony periods will be reset for the party in position of defendant and for rebuttal. 

4. Julius Kayser § Co. v. 8S. J. Charia and Company, 110 USPQ 136 (46 TMR 
1158) (Com’r, 1956); Jones & Laughlin Steel Corporation vy. A. Bruene & Co., 115 
USPQ 24 (48 TMR 207) (Com’r, 1957). 
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fore turns upon a consideration of the marks and goods of the parties as 
revealed by the opposer’s registration and the applicant’s application. As 
to the marks, the differences between them seem to be substantial, but it is 
in any event clear that opposer has not established a right to relief. It is 
possible that the broad identifications of the respective goods as hereinabove 
set forth may comprehend products commercially related in character. In 
view of the nature of such identifications, however, opposer had the burden 
of proving this as a fact; and in the absence of any evidence in that 
regard it may not be assumed that any product on which opposer’s mark 
support an inference of damage from the registration sought. In applying 
may be used is related to those recited in applicant’s application in a 
manner calculated to give rise to a likelihood of confusion or mistake or 
deception of purchasers. 
The motion is granted ; and the opposition is dismissed. 





LIBBEY-OWENS-FORD GLASS COMPANY v. WACHTMAN 
No. 34,361 — Commissioner of Patents — October 13, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
THERMOGLAZ for insulating glazing units is likely to result in confusion with 
THERMOPANE for similar products; while the prefix THERMO has a highly suggestive 
meaning when used on such products, the marks suggest the same thing. 


Opposition proceeding by Libbey-Owens-Ford Glass Company v. 
George 8S. Wachtman, application Serial No. 652,482, filed August 28, 1953. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Nobbe & Swope, of Toledo, Ohio, for opposer-appelleee. 
John B. Brady, of Washington, D. C., and Robert Whipple Wilson and 
William E. Hensen, Jr., of Tampa, Florida, for applicant-appellant. 


LEEpDs, Assistant Commissioner, 

An application has been filed by George S. Wachtman to register 
THERMOGLAZ for rigid, transparent plastic sheets cut to size used in combi- 
nation with weatherstripping for reducing heat transmission through doors 
and windows. Use since May 22, 1953 is asserted. 

Registration has been opposed by Libbey-Owens-Ford Glass Company, 
registrant of THERMOPANE for multiple glass sheet glazing units for build- 
ings, display windows, display cases, and the like.* 

The ground of opposition is that THERMOGLAZ so resembles opposer’s 
mark THERMOPANE as to be likely, when applied to applicant’s transparent 
plastic sheets, to cause confusion of purchasers as to the origin of the 
goods, with resultant damage to opposer. 


1. Reg. No. 386,704, issued April 22, 1941. 
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The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer is a manufacturer of insulating glazing 
units comprising two or more panes of flat glass which are separated by 
one-quarter or one-half inch of dry air and bonded with a metal seal. 
The units are and have since prior to 1951 been sold under the trademark 
THERMOPANE for use in lieu of storm sash in homes, schools, office buildings, 
hospitals, and other buildings. The glazing units are sold primarily to 
architects and building contractors, but they are also sold to individual 
users for their own houses. The glazing units are widely advertised in 
nationally circulated periodicals to consumers, architects, builders, lumber 
dealers, school officials, hospital authorities, farmers, and others responsible 
for building maintenance and improvement. Sales and advertising have 
been substantial and nationwide in scope. 

Applicant, according to the record, sells single sheets of a transparent, 
thermoplastic material which has high shock resistance and low heat con- 
ductivity and is used for doors and windows. Applicant’s product would 
be useful in lieu of storm sash in houses, schools, office buildings, hospitals 
and other buildings. The record shows that applicant’s product is sold to 
building contractors and to private individuals for use in their houses. 

From the foregoing, it is apparent that the products of the parties 
may properly be termed “glazing units” which may well be sold to the 
same average purchasers for the same general purpose. It is true that the 
products are specifically different, but they both have certain insulating 
qualities, having low heat conductivity. The prefix THERMO, when used 
on such products, has a highly suggestive meaning. This fact is not of 
great significance, however, in cases where, as here, the two marks as a 
whole suggest the same thing, i.e., THERMOPANE—an insulating glazing unit, 
and THERMOGLAZ— insulating glazing unit. 

It is concluded that applicant’s mark so resembles opposer’s mark as 
to be likely when applied to glazing units which move through the same 
general trade channels to the same average purchasers for the same general 
use and purpose, to cause purchasers to associate applicant’s product with 
opposer’s and to lead them to attribute common origin to the two products— 
even though they differ materially in structure. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 
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CHROMCRAFT CORPORATION v. 
THE DOUGLAS COMPANY 


No 6,691 — Commissioner of Patents — October 22, 1958 


CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 
REGISTRABILIT'Y—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
CHROMCRAFT for metallic name plates is likely to be confused with same mark 
for furniture in view of petitioner also manufacturing chrome display card frames 
for use in stores. Goods of both parties are likely to be sold to same customers 
through the same or similar channels. Doubt should be resolved in favor of peti- 
tioner. Petition to cancel granted. 


Cancellation proceeding by Chromcraft Corporation v. The Douglas 
Company, Registration No. 613,648 issued October 4, 1955. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Reversed. 


Alfred W. Petchaft, of St. Louis, Missouri, for petitioner-appellant. 
Williamson, Schroeder, Adams & Meyers, of Minneapolis, Minnesota, for 
respondent-appellee. 


LEEDs, Assistant Commissioner. 

Chromeraft Corporation has petitioned to cancel the registration of 
CHROMCRAFT for signs in the nature of metallic name plates,’ issued to 
The Douglas Company on October 4, 1955. 

Petitioner is registrant of cHromcrRartT for furniture.’ 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

The record shows that for many years before respondent filed its appli- 
cation, petitioner had used the mark cHROMCRAFT on chrome tubular dinette 
furniture, commercial furniture, towel racks, stepstools, costumers, grocery 
store carts, and card frames. Petitioner is engaged also in contract work 
which covers a variety of cHROMCRAFT items made of chromium plated 
metal. The mark has been widely advertised in connection with products 
of petitioner’s manufacture in trade papers and nationally circulated con- 
sumer magazines. 

It seems unlikely that purchasers of metal name plates would attribute 
their origin to a furniture manufacturer, but petitioner’s production is 
not limited to furniture. It manufactures chrome card frames for holding 
display cards in stores and other commercial places, and its contract busi- 
ness might well include chrome name plates. Even if petitioner does not 
make metal name plates, such plates are so related to the chrome card 
frames made by petitioner that both are likely to be sold to the same 
average purchasers. 


1. Reg. No. 613,648. 

2. Reg. No. 374,520, issued Jan. 9, 1940; Reg. No. 504,370, issued Nov. 30, 1948; 
and Reg. No. 511,181, issued June 21, 1949. The last identified registration includes a 
design with the word mark CHROMCRAFT. 


. 
d 
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Respondent offered no evidence, but it argued that its product actually 
is a dealer identification plate for attachment to automobiles sold by the 
dealer. There is no evidence that respondent’s goods are so limited; but 
even such limitation would not obviate the probability of confusion, par- 
ticularly when it is considered that dealer identification plates might well 
come within the scope of petitioner’s contract work. 

The marks are, for all practical purposes, the same, and respondent’s 
products and some of petitioner’s production are likely to be sold to the 
same average purchasers through the same or similar trade channels. Re- 
solving doubt, if any exists, in petitioner’s favor, it is concluded that there 
is likelihood of confusion within the purview of the statute and petitioner 
will be damaged thereby. 

The decision of the Examiner of Interferences is reversed, and the 
petition to cancel is granted. 


THE CREAMETTE COMPANY v. KIENTZEL 
NOODLE COMPANY, INC. 


No. 36,201 — Commissioner of Patents — October 22, 1958 


REGISTRATION PROCEDURE—CONFUSINGLY SIMILAR MARKS 
MA’S BRAND (Brand disclaimed) for noodles, soup mixes and alimentary paste 
is not confusingly similar to MOTHER’s for similar goods, and conclusion is supported 
by long use of both marks in same area with no proof of actual confusion. Opposi- 
tion dismissed. 


Opposition proceeding by The Creamette Company v. Kientzel Noodle 
Company, Inc., application Serial No. 692,404 filed August 3, 1955. Appli- 
cant appeals from decision of Examiner of Interferences sustaining opposi- 
tion. Reversed. 


Whitely & Caine, of Minneapolis, Minnesota, for opposer-appellee. 
Sutherland, Polster & Taylor, of St. Louis, Missouri, for applicant- 
appellant. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Kientzel Noodle Company, Inc., to 
register MA’S BRAND for noodles, soup mixes, dumplings and alimentary 
paste products, use since May 1, 1926 being asserted. BRAND is, of course, 
disclaimed. 

Registration has been opposed by The Creamette Company, registrant 
of MOTHER’s for noodles' and alimentary paste products.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 


1. Reg. No. 116,299, issued to a predecessor on April 24, 1917, renewed twice, and 
published by opposer in accordance with Sec. 12(c) on May 18, 1948. 

2. Reg. No. 95,459, issued to a predecessor on Feb. 17, 1914, renewed twice, and 
published by opposer in accordance with Sec. 12(c) on May 18, 1948. 
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The record shows that opposer is a manufacturer of alimentary paste 
products and egg noodles which it has, for at least forty years, sold under 
the trademark MOTHER’S. At one time the mark was used on soup mixes, 
but the products were discontinued. Opposer has advertised its MOTHER’S 
products in newspapers, by “flyers” and on road signs to the extent of 
expending about ten thousand dollars annually. 

The record shows that applicant manufactures egg noodles and soup 
mixes which it sells as MA’s BRAND. Prior to World War II applicant used 
the mark on alimentary paste products which it had made for it, but the 
sale of such products was discontinued during the war and has not been 
resumed. Applicant has advertised its products under the mark in news- 
papers and in trade journals. 

There is no question but that opposer used MOTHER’s before applicant 
used MA’s BRAND, and there is no question but that the goods of the parties 
are in part identical. The only question, then, is whether applicant’s mark 
so resembles opposer’s previously registered mark as to be likely to cause 
confusion, mistake or deception of purchasers. 

It clearly appears that the parties have used these marks on their 
respective products in the same territory for about thirty years, and 
although proof of actual confusion in these cases is not required, it would 
nevertheless seem that if confusion were “likely” it would have developed 
during the long period of contemporaneous use. The record reveals no 
instance of confusion, and it is reasonable to assume that if confusion has 
not developed in thirty years, it is not likely to develop in the future. 

Notwithstanding the fact that MOTHER’s and MaA’s are different words 
which identify the female parent, they are believed to be sufficiently unlike 
when applied to noodles and other food products as to avoid confusion, 
mistake and deception. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 

It appears that the application incorrectly states that the mark sought 
to be registered was in use on macaroni and other alimentary paste products 
at the time the application was filed. The testimony of applicant’s wit- 
nesses rebuts the statement. In the event applicant finally prevails in this 
proceeding, registration will be withheld pending submission, within twenty 
days from final termination, of an amendment striking from the applica- 
tion reference to macaroni products, including spaghetti, elbows and sea- 
shells. 
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THE GENERAL TIRE & RUBBER COMPANY v. 
THE HAGERSTOWN RUBBER COMPANY 


No 35,711 — Commissioner of Patents — October 22, 1958 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Application to register MUSTANG for rubber soles for shoes is opposed by regis- 
trant of identical mark for coated fabric in the nature of leather cloth. Evidence 
shows continuous use by opposer of mark on rubber saturated base materials, 
similar in appearance to rubber and used for heel pads and quarter linings for 
shoes. Since the goods are so related and sold to the same class of customers con- 
fusion is deemed inevitable and opposition is sustained. 


Opposition proceeding by The General Tire & Rubber Company v. 
The Hagerstown Rubber Company, application Serial No. 691,691, filed 
July 21, 1955. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining opposition. Affirmed. 


McCoy, Greene & TeGrotenhuis, of Cleveland, Ohio, for opposer-appellee. 
Herbert J. Jacobi, of Washington, D. C., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by The Hagerstown Rubber Company to 
register MUSTANG for rubber soles for shoes, use since June 9, 1955 being 
asserted. 

Registration has been opposed by The General Tire & Rubber Company, 
registrant of MUSTANG for coated fabrics in the nature of leather cloth, 
and for plastic sheet material in the nature of simulated or artificial leather.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer and its predecessors have continuously 
used the mark MUSTANG on nonwoven, coated, rubber-saturated base ma- 
terials similar in appearance to rubber and used, among other purposes, 
for heel pads and quarterlinings for shoes. Since 1949, opposer and its 
immediate predecessor have sold more than six and one-half million dollars’ 
worth of MUSTANG material to shoe manufacturers; and since that time 
some $13,000 have been spent annually in advertising MUSTANG materials 
in publications directed to manufacturers and retailers of shoes. 

Applicant, according to the record, uses the mark MUSTANG on rubber 
soles which are sold exclusively to shoe manufacturers. 

Thus, it appears from the record that the mark MUSTANG is being used 
by the parties on products employed in the manufacture of shoes. The 
products are therefore sold to the same average purchasers. 

Although there are specific differences in the products, they are never- 
theless so related in character, being sold to the same class or purchasers 





1. Reg. No. 262,498, issued to a predecessor on Oct. 15, 1929, renewed by another 
predecessor, assigned to opposer on April 30, 1954. 
2. Reg. No. 639,819, issued Jan. 8, 1957. 
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for manufacturing the same end product, that confusion is believed 
inevitable. It is beyond question that shoe manufacturers which have for 
a long period of time purchased a coated material used in heel pads and 
quarterlining under the trademark MUSTANG would assume that rubber 
soles bearing the same mark emanate from the same source. Damage to 
opposer is inferred from such confusion. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 





INTERNATIONAL SHOE COMPANY v. RANDOLPH 
MANUFACTURING COMPANY, INCORPORATED 


Cancell. No. 6537; Oppos. No. 35,281 — Commissioner of Patents — 
October 31, 1958 


CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TWO GUN RANDY, RANDY HI-TOP, and RANDY GOOFIES for shoes, sneakers and 
sandals for men, women and children are not likely to be confused with RAND for 
men’s leather dress shoes. 


Cancellation proceeding by International Shoe Company v. Randolph 
Manufacturing Company, Incorporated, Registration No. 549,282 issued 
October 9, 1951, and Registration No. 584,777 issued January 19, 1954. 

Opposition proceeding by International Shoe Company v. Randolph 
Manufacturing Company, Incorporated, application Serial No. 678,553 
filed December 17, 1954. International Shoe Company appeals from deci- 
sions of Examiner of Interferences dismissing petition and opposition. 
Affirmed. 


William A. LePore and Herbert J. Jacobi, of Washington, D. C., for Inter- 
national Shoe Company. 

Rowland V. Patrick and Wm. W. Rymer, Jr., of Boston, Massachusetts, 
and Charles R. Allen and Charles R. Allen, Jr., of Washington, D. C., 
for Randolph Manufacturing Company, Incorporated. 


LEEDS, Assistant Commissioner. 

International Shoe Company (hereafter called International) has filed 
a petition to cancel two registrations owned by Randolph Manufacturing 
Company, Incorporated, (hereafter called Randolph), and an opposition 
to the registration of a third mark of the same company. 

The registrations sought to be canceled show TWO GUN RANDY, with a 
cowboy on a horse, for children’s sneakers and playshoes ;' and RANDY HI-TOP 
for shoes and sandals for men, women and children.? The mark sought to 


1. Reg. No. 549,282, issued Oct. 9, 1951. 
2. Reg. No. 584,777, issued Jan. 1954. 
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be registered is RANDY GOOFIES for canvas shoes for men and women, use 
since September 14, 1954 being asserted.* 

International’s registered marks are THE RAND SHOE* and ROBERTS, 
JOHNSON & RAND SERVICE’ for boots and shoes. International also uses RAND 
and RANDCRAFT for shoes of its manufacture. 

The Examiner of Interferences held that International was estopped 
by laches from maintaining the proceedings and dismissed the petition and 
the opposition. International has appealed. 

The record shows that the Roberts, Johnson & Rand division of Inter- 
national has, since 1945, used THE RAND SHOE and RANDCRAFT to identify 
and distinguish its men’s leather shoes. The name RAND is the surname of 
a family associated with International and its predecessor, Roberts, Johnson 
& Rand, since as early as 1898. International also uses RAND as a part of 
a composite mark, ROBERTS, JOHNSON & RAND SERVICE, to identify and dis- 
tinguish its men’s leather shoes. The RAND line of shoes is identified from 
time to time by specific marks such as RAND FREEMATICS, RAND ROYALS, RAND 
ROCKETS, RAND BOBS, RAND JUNIORS, and RAND FREEMOLD, RAND TRUJUNS, and 
“BOY SCOUT SHOES by the makers of RAND shoes.” International sells its RAND 
line of shoes through some 2100 retailers located throughout the country; 
and it advertises its RAND line in nationally circulated consumer magazines, 
newspapers, and trade periodicals, by direct mail and by point of sale 
displays. 

International also sells shoes under numerous other trademarks. The 
sneakers and canvas footwear made for it by others are sold under the 
marks WEATHERBIRDS, POLL PARROT and others as completely unassociated 
with the name RAND. 

The record further shows that prior to 1949 Randolph manufactured 
uppers for canvas footwear for U.S. Rubber Company. Upon termination 
of its contract with U.S. Rubber Company in 1949, Randolph decided to 
manufacture sneakers, athletic shoes and other canvas footwear, and for 
this purpose it bought from International certain machinery formerly used 
by it in the manufacture of such footwear, such manufacture having been 
discontinued in 1941. In the fall of 1949 or 1950, (the record is not too 
clear), Randolph adopted and first used RANDY on basketball shoes, and use 
of RANDY alone and in combination with other words has continued since 
that time. As the line expanded to include shoes for tennis, bowling, yacht- 
ing, gym and other sports, casual shoes, and snow boots, the following 
were used: TWO GUN RANDY, RANDY HI-TOP, RANDY ARCH KING, RANDY KORT 
KING, RANDY COWBOY, RANDY LEISURE KINGS, RANDY LEISURE QUEENS, RANDY 
LITTLE FIFERS, RANDY GOLF KINGS, RANDY BOATSHU, RANDY YACHTSHU, RANDY 
WINTER QUEEN and RANDY WEATHER QUEEN. In 1954, Randolph commenced 
using RANDY GOOFIEs on multicolored basketball shoes. 








Ser. No. 678,533, filed Dec. 17, 1954. 
Reg. No. 436,775, issued Feb. 17, 1948. 
Reg. No. 347,692, issued June 29, 1937, renewed. 
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From 1950 through 1955, Randolph spent more than sixty-eight thou- 
sand dollars in advertising its RANDY line of rubber or rubber and cork 
soled, cloth-top shoes in newspapers, trade periodicals, sporting goods, 
travel and boating magazines, and point of sale displays and mailing pieces. 
Its boots have been advertised by national network television. Advertising 
expenditures have been increased annually—from $1,929 in 1950 to more 
than $26,000 in 1955. In addition, Randolph has exhibited its RANDy line 
in at least twelve trade exhibitions at some of which International has also 
been an exhibitor. 

Randolph sells its shoes primarily through wholesale shoe jobbers to 
department and shoe stores and additionally through athletic goods dis- 
tributors to sporting goods stores. Its sales under the various RANDY marks 
exceeded three and a half-million dollars, wholesale value, in 1955 and 1956. 

It is apparent from the foregoing that International used its various 
RAND marks on leather shoes before Randolph used its various RANDY marks 
on its canvas and other fabric footwear and that each enjoys a substantial 
business goodwill symbolized by the respective marks. The record contains 
no evidence of confusion in the past. The only question for determination 
is whether or not there is likelihood of confusion in the future with the 
inference that International will be damaged by Randolph’s registrations 
of TWO GUN RANDY, with design, RANDY HI-TOP and RANDY GOOFIES. 

RAND is admittedly a surname and is apt to be generally recognized 
as such. RANDY is a frequently used nickname or contraction of the bap- 
tismal name RANDOLPH, and is apt to be generally recognized as such. 
International uses RAND On men’s and young men’s dress shoes; and Ran- 
dolph uses RANDY on athletic, casual and play shoes, and on boots. The 
record indicates that International uses on its athletic and casual shoes 
marks unassociated with its marks for dress shoes, and there is nothing in 
the record which suggests that this is not the usual industry practice. 
Considering the differences in the significance of the marks and the differ- 
ences in the goods, together with the differences in the state of mind of 
purchasers when buying the different types of shoes, it is concluded that 
there is no likelihood of confusion. 

No facts appear from which damage to International from registration 
of TWO GUN RANDY, RANDY HI-TOP and RANDY GOOFIEs can be inferred. 

Having concluded that there is no likelihood of confusion, it is unneces- 
sary to pass upon Randolph’s defense of laches creating an estoppel. 

The decision of the Examiner of Interferences dismissing the petition 
and the opposition is affirmed, but for the reasons stated herein. 
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NOBLE'S DAIRY QUEEN STORES, INC. v. DAIRY CROWN 
CORPORATION (assignee of DAIRY CROWN CO.) 


No. 33,244 — Commissioner of Patents—— November 3, 1958 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Evidence of third party usage of Dairy is held irrelevant since there is no 
contention by opposer that it owns or has exclusive use of DAIRY for frozen dessert 
products; opposer contends only that applicant’s whole mark so resembles opposer’s 
whole mark as to cause confusion. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DAIRY CROWN and design is likely to be confused with DAIRY QUEEN and design, 
both marks being applied to frozen custard. 


Opposition proceeding by Noble’s Dairy Queen Stores, Inc. v. Dairy 
Crown Corporation (assignee of Dairy Crown Co.), application Serial No. 
641,441 filed January 28, 1953. Applicant appeals from decision of Exam- 
iner of Interferences sustaining opposition. Affirmed. 


Gravely, Lieder, Woodruff & Wills, of St. Louis, Missouri, for opposer- 
appellee. 
Learman & Learman, of Bay City, Michigan, for applicant-appellant. 


LeeEps, Assistant Commissioner. 

An application has been filed by Dairy Crown Corporation, through 
a predecessor, to register as a trademark for packaged ice cream, ice cream 
cones, and frozen custard, the following: 


Use since January 22, 1953 is asserted. 

Registration has been opposed by Noble’s Dairy Queen Stores, Inc., 
user of DAIRY QUEEN on and in association with the sale of frozen dairy 
dessert products. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer took a considerable amount of testimony, much of which is 
directed to a description of its method of doing business; but since it ap- 
pears from applicant’s answer that the parties operate drive-in dairy bars 
(in many cases in the same locale) from which they sell their frozen dairy 
products, it is unnecessary to describe in detail opposer’s business methods. 
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It is clear from the record that opposer’s use of DAIRY QUEEN to identify its 
dairy bars and the frozen dessert products dispensed therefrom antedates 
by some thirteen years applicant’s use of DAIRY CROWN, with design, to 
identify its dairy bars and the products dispensed therefrom. This leaves 
for consideration only the question of probable confusion with resultant 
damage to opposer. 

Applicant introduced numerous registrations which issued to strangers 
to this proceeding, all of which show marks containing the word DAIRY, or 
a phonetic misspelling of the word, for various dairy products, other food 
products, and dairy machinery. The stated purpose of the introduction of 
the registrations was “to show that portions of Applicant’s and Opposer’s 
marks other than the term parry are the dominant portions thereof.” An 
examination of the registrations shows that they fail to fulfill the purpose. 
They do indicate that others have, from time to time, adopted trademarks 
having DAIRY as a component for various products, but this matter is irrele- 
vant since there is no contention by opposer that it owns, or has exclusive 
use of parry for frozen dessert products. It contends only that applicant’s 
mark—the whole mark—so resembles the mark—the whole mark—previ- 
ously used by opposer and not abandoned as to be likely, when applied 
to applicant’s products, to cause confusion, mistake or deception of pur- 
chasers. 

The record shows that in connection with the mark DAIRY QUEEN, 
opposer has long used and in connection with its products the phrase 
THE CONE WITH THE CURL ON TOP, together with a picture of a cone filled 
in such manner as to leave a “curl” on the top of the ice cream or frozen 
custard filling. It is noted that applicant’s mark includes a picture of a 
cone filled in such manner as to leave a “curl” on the top of the ice cream 
or frozen custard filling. Applicant contends that its cones are filled in a 
“spiral” manner, but the “curl” is nevertheless on the top of the filling. 

DAIRY CROWN and DAIRY QUEEN create a common association with roy- 
alty, and the word marks both look and sound somewhat alike. Giving due 
consideration to these facts, to the conditions and circumstances surround- 
ing the purchase of products in drive-in dairy bars, where products are 
usually purchased for immediate consumption, and to the other matters 
hereinabove discussed, it is concluded that applicant’s mark is reasonably 
likely to cause purchaser confusion, mistake or deception. 

The decision of the Examiner of Interference sustaining the opposition 
is affirmed. 
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ACF INDUSTRIES, INCORPORATED (assignee of W-K-M 
MANUFACTURING CO., INC.) v. GIRTON 
MANUFACTURING COMPANY, INC. 


No. 35,642 — Commissioner of Patents — November 7, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
LEVER LOCK for manually operable type sanitary valves is not likely to be con- 
fused with LEVERLOCK for gate valves; former product is sold to food processing 
and related industries and latter product is sold to pipelines, and these goods are not 
ordinarily purchased under the same conditions and circumstances. 


Opposition proceeding by ACF Industries, Incorporated (assignee of 
W-K-M Manufacturing Co., Inc.) v. Girton Manufacturing Company, Inc., 
application Serial No. 670,675 filed July 27, 1954. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Russell E. Schlorff and James G. Ulmer, of Houston, Texas, for opposer- 
appellant 
Norman E. H. Deletzke, of Chicago, Illinois, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application to register LEVER LOCK for manually operable plug type 
sanitary valves has been filed by Girton Manufacturing Company, Ince. 
Use since about January 15, 1954 is asserted. 

An opposition was filed by W-K-M Manufacturing Co. Inc., and dur- 
ing the pendency of the proceedings opposer was succeeded by ACF Indus- 
tries, Incorporated, which has been substituted as opposer. The opposition 
is based on earlier use of LEVERLOCK in connection with valves by a prede- 
cessor of both. 

The Examiner of Interferences, after denial by him of some sixteen 
motions and requests for reconsideration and the denial by the Commis- 
sioner of four petitions, all filed on behalf of applicant, dismissed the opposi- 
tion. Opposer has appealed. 

The record shows that for some time beginning prior to applicant’s 
asserted date of first use opposer has used the term LEVERLOCK in connection 
with gate valves which are sold only to industries utilizing high pressure 
pipelines, e.g., the petroleum industry. The gate valves are sold at prices 
ranging from $500 to $20,000, and they are more often than not made 
according to customer specifications. The valves are advertised only in such 
trade periodicals as “World Oil,” “The Petroleum Engineer,” “Oil & Gas 
Journal,” “Pipe Line News,” “Petroleum Equipment,” “Pipeliner Direc- 
tory,” “Gas” and “Pipe Line Industry.” 

It appears from copies of the advertisements which opposer placed in 
the record that the term LEVERLOCK is not used as a trademark for valves. 
It is used in the following contexts: 
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“The LEVERLOCK Assembly is a mechanical device which positively 
holds the gate and segment in neutral position while the valve is being 
opened or closed. * * * The LEVERLOCK feature provides sure control.” 

“TEVERLOCK operation combined with the basic W-K-M Through- 
Conduit, expanding gate design provides a pipe-line valve whose per- 
formance is unequalled in the most extreme service. Sure lever-action 
expansion guarantees that W-K-M Valves will always open or close 
freely regardless of service conditions.” 

“Positive operation guaranteed with the new W-K-M LEVERLOCK 
design.” 

“W-K-M Valves are the only valves of their type which have 
LEVERLOCK control * * *.” 

“This feature and the well-known W-K-M design of Through- 
Conduit Flow, with expanding gate and segment and positive LEVER- 
LOCK, have made W-K-M valves outstanding throughout the world.” 

“LEVERLOCK action guarantees that W-K-M valves always open and 
close efficiently.” 

“#* * * exclusive W-K-M LEVERLOCK mechanism which guarantees 
positive opening and closing under all conditions.” 

“TEVERLOCK operation * * * is positive assurance of free and easy 
opening or closing regardless of service conditions. It is but one of 
the multiple advantages that make W-K-M valves unequalled * * *.” 

“These benefits are assured by W-K-M valves through-conduit 
design ; parallel expanding gate with LEVERLOCK control; pressure seal 
bonnet; metal-to-metal seals and positive lubrication of all moving 
parts.” 

Copies of invoices in the record indicate that purchasers use the word 


LEVERLOCK as follows: 


“ASA 600 gate valves, flange end, rising stem, spur gear lever lock 
tpe ° °F” 

“ASA 600# Weld End, Rising Stem Gate Valve, Lever Lock 
ee = 2" 

“AISI Type 410, with Part No. B-26455 Lever Lock Assembly.” 

“Gate and Segment Assembly, Lever Lock Type * * *.” 

“Lever Lock Gate and Segment Assembly.” 

“Gate and Segment assembly * * * lever lock action * * *.” 


From the foregoing it is apparent that opposer uses the word LEVER- 


LOCK to describe a feature or action of its W-K-M gate valves. Moreover, 
it is apparent from the record that although opposer in fact makes and 
sells sanitary valves, such valves have no such feature or action, and the 
word LEVERLOCK is therefore not likely ever to be used by opposer in connec- 
tion with such valves. 


Manually operable plug type sanitary valves, which are ordinarily 


sold to the food processing and related industries, and gate valves, which 
are ordinarily sold to pipelines and the like, do not move in the same trade 
channels to the same average purchasers, and they ordinarily are not pur- 
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chased under similar conditions and circumstances. Considering these facts 
in conjunction with the manner of opposer’s use of the word LEVERLOCK, 
it is concluded that there not only is no likelihood of confusion, but there 
is no opportunity for confusion. It is observed that registration of LEVER- 
LOCK to applicant for sanitary valves with the presumptions flowing there- 
from can in no way interfere with opposer’s continued use of LEVERLOCK 
to describe a feature, advantage operation, control, mechanism, or action 
of its gate valves. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


H & B ENTERPRISE CORPORATION v. FABRICATED 
PRODUCTS COMPANY 


No. 35,241 — Commissioner of Patents — November 26, 1958 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Report in record of employee of opposer stating that someone had told him he 
had to be careful to distinguish marks is not entitled to weight as evidence of 
confusion. 
Such confusion as has been created is due to opposer’s activities and dealings 
with applicant, and opposer will not be heard to complain about it. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Considering differences between opposer’s bolts, metal fastening strips, metal 
clips and washers identified by TOP-SIDE and applicant’s threaded fasteners with 
metal and neoprene washers assembled thereon identified by TOPSEAL, it is believed 
that no confusion is likely to result in view of skill of purchasers involved. 


Opposition proceeding by H & B Enterprises Corporation v. Fabricated 
Products Company, application, Serial No. 648,092, filed June 2, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Albert Sperry, of Trenton, New Jersey, for opposer-appellant. 
J. Norman Davies and Christy, Parmelee & Strickland, of Pittsburgh, 
Pennsylvania, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

Fabricated Products Company has filed an application to register 
TOPSEAL (the initial letter being a representation of one of applicant’s 
products), above a wavy line, for “a pre-assembled unit, consisting of a 
fastener, threaded or non-threaded, having assembled to it at the factory 
washer for fastening articles including sheet metal panels together”—in 
other words, “threaded and non-threaded fasteners with washers assembled 
thereon.” + Use since July 1, 1951, is asserted. 


1. In the event applicant finally prevails in this proceeding it is recommended that 
an amendment be entered by the examiner identifying the goods in the manner stated 
herein, 
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Registration has been opposed by H & B Enterprise Corporation, 
registrant of ToPp-Ssipe for bolts, metal washers, metal fastening strips and 
metal clips for securing sheet material to a support.” 

The Examiner of Interferences dismissed the opposition, and applicant 
has appealed. 

The record shows that since 1946 opposer has used TOP-SIDE to identify 
its bolts, metal washers, metal fastening strips and metal clips for attaching 
corrugated asbestos siding and roofing sheets to buildings. From 1946 to 
1953 these items were sold exclusively through Keasbey and Mattison 
Company, having been designed for use with the siding and roofing sheets 
manufactured and sold by that company. 

Applicant manufactures and sells a pre-assembled threaded fastener 
and composite aluminum and neoprene washer, the diameter of the washer 
being larger than the head of the fastener, for use in securing metal and 
corrugated siding and roofing sheets to buildings. The fastener has, since 
1949, been sold under the word mark TOPSEAL; and in 1951 the display of 
the mark was redesigned to the extent that the initial letter was made in 
representation of one of applicant’s threaded fasteners. Applicant furnishes 
engineering specification design assistance to its purchasers, as well as 
tools and accessories for installation. The fasteners identified by the TopP- 
SEAL mark are sold by applicant’s paid employes and by commission 
salesmen located throughout the United States, all of whom are in a position 
to furnish the necessary advice and assistance for using the fasteners. 
Sales are promoted by advertising in trade periodicals and through “clinics” 
conducted by applicant at which its products are demonstrated to architects, 
engineers, general contractors, manufacturers of prefabricated corrugated 
metal materials, government specifying authorities, and the like, who have 
been specially invited by applicant. 

The fasteners of the parties were not, until 1955, of the same or even 
similar types. 

In April of 1950, opposer initiated correspondence with applicant in 
connection with neoprene washers, and on April 26, 1950, applicant advised 
opposer by letter that, ““We are also sending herewith a few typical samples 
of our assembled Topseal Fasteners, as well as samples of our galvanized 
and aluminum washers in a variety of sizes, of the WEATH-R-SEAL type.” 

During May and October of 1950, May and October of 1951, January 
and November of 1952, and February, September and November of 1953, 
opposer placed a number of orders for WEATH-R-SEAL washers with appli- 
cant, and the orders were filled by applicant. 

Beginning in October of 1951, applicant’s letters to opposer, of which 
ten are in the record, were written on letterheads featuring in the left 
margin pictures of applicant’s threaded fasteners below which appeared in 


2. Reg. No. 513,953, issued Aug. 23, 1949. 
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large block letters, TOPSEAL FASTENERS, FACTORY ASSEMBLED WITH WEATH-R- 
SEAL WASHERS. 

In November of 1951, opposer requested samples of applicant’s alumi- 
num sheet metal screws with aluminum and neoprene washers attached 
and asked for prices on 50,000 quantities. 

In September of 1952, opposer placed its first order with applicant for 
self-tapping stainless steel screws, factory assembled with WEATH-R-SEAL 
washers; but when applicant advised that the steel strike had reduced its 
stock to a minimum, opposer canceled the order. 

When opposer placed an order with applicant for 40,000 WEATH-R-SEAL 
washers in November of 1953, applicant requested opposer to advise of the 
manner in which it used the washers, pointing out that applicant was not 
at liberty to sell washers for assembling on self-tapping or sheet metal 
screws or certain other types of fasteners to be resold. Applicant then 
added that if the washers were to be so used, it would have to ask opposer 
to order its own completed assembly to specifications, or to supply the 
elements for assembling by applicant, or if no conflict in types of fasteners 
existed, to consider an “arrangement” for the purchase of washers. 

Beginning in April of 1954, opposer ordered stainless steel self-tapping 
screws with WEATH-R-SEAL washers assembled thereon, and applicant ac- 
knowledged and invoiced the orders as TOPSEAL fasteners with WEATH-R-SEAL 
washers. 

It appears from the record that opposer was reselling these items 
under its own trademark, and when applicant discovered this, the relation- 
ship between the parties ceased. 

Subsequently—perhaps in 1955—opposer commenced selling in compe- 
tition with applicant self-tapping screws with metal and neoprene washers 
attached and using the trademark ToP-SIDE thereon. The record does not 
show that there was any such usage prior to the time this proceeding was 
brought. 

In 1955, opposer received an inquiry about TOPSEAL and TOP-SIDE 
fasteners; and in 1956, an order received by opposer was voluntarily can- 
celed four days later with an explanation by the sender that the order had 
been intended for applicant. Opposer contends that these are evidence of 
actual confusion, and they might be. It appears from the record, however, 
that at least one supplier of corrugated roofing and siding included in its 
1952 and 1953 catalogs numerous illustrations of Top-smE fasteners and of 
TOPSEAL fasteners, both with WEATH-R-SEAL washers, and there is no indica- 
tion that opposer ever objected to this. 

There is in the record a report of an employe of opposer stating that 
someone in New Orleans had told him that he had to be careful to distin- 
guish TOP-SIDE and TOPSEAL. This report is not entitled to weight as evidence 
of confusion. 
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In summary, applicant has used ToPSEAL to identify its threaded 
fasteners with washers assembled thereon since 1949; opposer has known, 
or has had reason to know, of such use since 1950 and has made no objection 
thereto; as long as applicant asked no questions as to end use, opposer 
purchased applicant’s WEATH-R-SEAL washers for use in connection with 
its fasteners and has employed applicant’s WEATH-R-SEAL mark in connec- 
tion with the washers sold with its fasteners; when applicant asked opposer, 
in 1953, to advise as to its end use of the washers, opposer omitted to reply 
and commenced ordering from applicant and reselling applicant’s stainless 
steel self-tapping screws with washers assembled thereon ; applicant invoiced 
these items as TOPSEAL fasteners; opposer’s TOP-SIDE fasteners (of a com- 
pletely different type from applicant’s self-tapping screws) and applicant’s 
TOPSEAL self-tapping screws, both with applicant’s WEATH-R-SEAL washers 
attached, were, without objection by opposer, advertised together by a 
supplier of corrugated roofing and siding; and after applicant ceased 
selling its TOPSEAL fasteners to opposer for resale, opposer obtained from 
third parties and sold under the trademark ToP-sinE self-tapping screws 
with washers assembled thereto. 

From the foregoing, it is clearly apparent that if confusion has been 
created, it is due to opposer’s activities, and opposer will not be heard to 
complain about it. Applicant’s rights in TopsEaL for self-tapping screws 
and other threaded fasteners with washers assembled thereon are superior 
to opposer’s rights in Top-sipE for the same products. 

Considering the differences between opposer’s bolts, metal fastening 
strips, metal clips and metal washers identified by the ToP-SIpz mark and 
applicant’s threaded fasteners with metal and neoprene washers assembled 
thereon identified by the TOPSEAL mark, it is believed that no confusion is 
likely to result in view of the wariness and skill of the purchasers involved. 

The Examiner of Interferences properly dismissed the opposition, and 
his decision is affirmed. 





